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In the District Court of the United States for the 
Northern Distriet of California, Southern 
Division 


Civil Action No. 26230G 


WARREN W. DUNNELL, 
Plaintiff, 
VS, 


SAFEWAY STORES, INC, a Corporation of the 
State of Marvland, 
Defendant. 


COMPLAINT TN HOULIME IDNDigr “uae 
TRADE-MARK LAWS TO REQUIRE THE 
COMMISSIONER OF PATENTS TO REG- 
ISTER A TRADE-MARK 


Plaintiff complains and alleges: 


if 


That the jurisdiction of this cout of the subject- 
matter of this complaint depends upon the fact that 
the cause of action arises under the trade-mark laws 
of the United States, and particularly as set forth 
in § 4915 R. 8. U. S., United States Code, Title 35, 
§ 63 (applying particularly to patents). and Title 15, 
§ 89, construed before and after its [1*] enactment 
as making § 4915 R. S. U. S. applicable to trade- 
mark application proceedings, and annotations, Fed- 
eral Code Annotated, under Title 15, § 89, page 736. 


*Page numbering appearing at foot of page of original certified 
Transcript of Record. 
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II. 


That plaintiff, Warren W. Dunnell, is a citizen 
of the United States, residing in the City of Los An- 
geles, county of Los Angeles, and state of California. 


° ate 


That defendant, Safeway Stores, Inc., is a corpo- 
ration organized and existing under and by virtue 
of the laws of the state of Maryland, doing business 
within the state of California and having its prin- 
cipal place of business at the city of Oakland, in the 
eounty of Alameda and the state of California. 


IV. 


That in October, 1933, plaintiff Dunnell, doing 
business under the fictitious name of Sani-Gard 
Sales Company, acquired title, under the common 
law by adoption and use prior to all others, to the 
trade-mark ‘‘Safe Way’’ as applied to tissue paper 
toilet seat covers; and thereafter, beginning early in 
1934, continued up to the filing, on April 12, 1944, 
(a period of over ten years) of a notice of opposi- 
tion filed by defendant herein to an application, later 
herein described, by said plaintiff, Warren W. Dun- 
nell, for registration under federal laws of said 
trade-mark ‘‘Safe Way’’ as so applied, extensively 
to sel] and distribute such product under said trade- 
mark ‘‘Safe Way’ in domestic interstate and for- 
eigen commerce, during said period of over ten years 
plaintiff Dunnell selling and distributing in said 
commerce 73,567,000 toilet seat covers under his said 
trade-mark [2] ‘‘Safe Way.” 
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ny. 


That of said 73,567,000 toilet seat covers so sold 
and distributed by plaintiff as set forth in the im- 
mediately preceding paragraph hereof, 4,080,000 of 
said toilet seat covers under said trade-mark were 
sold and distributed by applicant within the state of 
California, the state of the principal place of busi- 
ness of defendant Safeway Stores, Inc. 


wT 


That during the period referred to in Paragraph 
IV of this complaint, plaintiff sold and distributed 
over 2,000,000 of said toilet seat covers under said 
trade-mark “Safe Way’? in Oakland and San Fyan- 
cisco, California, territory very close to defendant’s 
principal place of business. 


WIT. 


That toilet seat covers are not among the items 
which have ever been manufactured. caused to be 
manufactured, offered for sale, or sold, by opposer 
or anv of its subsidiary stores under the trade-mark 
‘Safe Way,’ or under any other name or at all; 
that toilet seat covers are totally unsuitable for sale 
in opposer’s stores, or any of them; that defendant 
Safeway Stores, Inc., has expressly admitted that 
such product, toilet seat covers, is not suitable for 
sale in any of its stores; that said defendant has re- 
fused to stock or attempt to sell toilet seat covers 
under any name. [3] 


‘Warren W. Dunnell 5 
VIII. 


That the toilet seat covers of plaintiff Dunnell are 
only sold to a very special class of purchasers, 
namely, public service concerns, such as transpor- 
tation lines, newspaper offices, public service sta- 
tions, and others, who purchase from plaintiff Dun- 
nell and distribute gratis to members of the public 
utilizing their toilet facilities; that plaintiff, Safe- 
way Stores, is not in such class of purchasers and 
does not sell to such purchasers. 


EX. 


That while it is true Safeway Stores, Inc., has 
a good reputation in the sale of grocery items, such 
reputation is only the reputation of any good gro- 
cery Store in the selection and offer for sale of popu- 
lar brands of merchandise of various food producers 
or manufacturers, while Plaintiff Dunnell’s reputa- 
tion in the distribution and sale of toilet seat covers 
under the trade-mark ‘‘Safe Way”? is, as to any such 
reputation of opposer in the sale of said item, as 
73,567,000 is to nothing—as defendant Safeway 
Stores, Inc., has never had any such product to sell, 
and has never even expressed a desire or intention 
to ever sell such product. 


x. 


That during the time from the first adoption and 
use of said trade-mark ‘‘Safe Way”? by plaintiff as 
heretofore alleged, plaintiff never in any of his cata- 
logue listings, or otherwise, advertised the name 
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“Safe Way,’’ but listed and advertised only under 
the fictitious name mnder which plaintiff [4] was 
operating, Le. Sani Gard Cover Company or sani 
Gard Sales Company, and during all of such time 
No instance of confusion by any of the purchasing 
public of such merchandise or any of the purchasers 
at defendant's grocery stores as to source of manu- 
facture of said toilet seat covers under said trade- 
mark ever occurred, and there was no instance of 
confusion of anyone as to the souree of manufae- 
ture or distribution of plaintiff's said product under 
said name. 
KT. 

That defendant aml those from which it aequired 
title of the name “Safeway”? as applied ta grocery 
stores, at no time during plaintiff's said wide and ex- 
tensive use of said trade-mark “Safe Way” as ap- 
plied to toilet seat covers, ever complained to plain- 
tiff or any of his agents or distributors of any pos- 
sible confusion or injury to defendant resulting or 
likely to result from plaintiff's said continued use 
of said trade-mark as aforesaid. and defendant and 
its predecessors have been guilty of laches im failing 
to complain of said use during the many years that 
plaintiff built up a national and international repu- 
tation and good will in said sales distribution, and 
that defendant is guilty of laches (if it had any pos- 
sible cause of complaint) in failing, during plain- 
tiff's exclusive long continued national and interna- 
tional use of said trade-mark, to protest against said 
continued use of said trade-mark ‘‘Safe Way’’ as so 
applied by applicant. 
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XII. 


That on the 19th day of May, 1942, plaintiff Dun- 
nell filed in the United States Patent Office an ap- 
plication, Serial No. 453,099, for registration of said 
trade-mark ‘‘Safe [5] Way” as applied to said 
toilet seat covers under Federal laws, and after due 
proceedings had on such application on the 26th day 
of February, 1944, said mark was passed for pubh- 
cation in the Official Gazette of March 21, 1944, and 
was thereafter duly published. 


RSitHy 


That thereafter, on the 12th day of April, 1944, a 
notice of opposition was filed in the United States 
Patent Office, No. 23,281, by defendant Safeway 
Stores. Ine., to the registration of plaintiff Dunnell 
of said trade-mark on the alleged ground that the 
name “Safe Way’? was a dominant part of said 
defendant’s corporate name, and that its registra- 
tion as a trade-mark for toilet seat covers does and 
would cause damage to defendant-opposer, Safeway 
Stores, Ine. 

XIV. 


That on the 5th day of June, 1944, plaintiff Dun- 
nell in said application for registration of said 
trade-mark, S. N. 453,099, and in said opposition 
No. 23,281, filed his answer to said notice of oppo- 
sition, and thereafter testimony on behalf of each 
of the parties to said opposition No. 23,281 was 
taken and duly filed in the Patent Office. 
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That thereafter, after a decision by the Examiner 
of Interferences of the United States Patent Office 
in said Opposition No. 23,281, denying said regis- 
tration to applicant-plaintiff Dunnell of said trade- 
mark, an appeal was taken by applieant-plaintiff 
Dunnell from said decision of said [6] Examiner 
of Interferences to the Commissioner of Patents. 


avr 


That thereafter, on the 24th day of April, 1946, 
the Commissioner of Patents rendered his decision 
on appeal in said opposition proceeding, No. 23,281, 
affirming the decision of the Examiner of Interfer- 
enees and refusing to register the said trade-mark 
“Safe Way’ as so applied, to applicant-plaintiff 
Dunnell. 

XVI. 


That plaintiff Dunnell was and is dissatisfied with 
said decision of the Commissioner of Patents im- 
mediately above deseribed, denying his application 
for registration of said trade-mark ‘Safe Way,” 
and did not and has not appealed to the United 
States Court of Customs and Patent Appeals (as 
authorized by the statute, U. S. Code, Title 15, § 89) 
but, following the proeedure set forth in U. 8. Code 
Title 35, § 63, has elected instead of so appealing 
to file this bill in equity under said statute in this 
distriet court. 
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XVM 


That the denial by the Commissioner of Patents 
of plaintiff’s said application for registration of said 
trade-mark ‘‘Safe Way” as applied to tissue paper 
toilet seat covers, his title to said trade-mark being 
undisputed, will cause great injury to plaintiff by, 
ainong other things, denying him access to the Fed- 
eral courts in certain suits for infringement, and 
the granting of said plaintiff’s said [7] application 
for registration cannot possibly damage or injure 
defendant in any way. 


Wherefore, plaintiff demands that. notwithstand- 
ing the denial by the Commissioner of Patents of 
applicant’s request for registration of said trade- 
mark as so applied, the Commissioner of Patents 
be authorized and directed to register said trade- 
mark as requested in said application for registra- 
tion; that plaintiff recover his costs in this pro- 
ceeding; and that the court grant such other, fur- 
ther and different relief as to the court shall seem 
meet. 

WARREN W. DUNNELL, 
By WESTALL & WESTALL, 

JOSEPH F. WESTALL and 

EDWARD F. WESTALL, 


His Attorneys. 


By /s/ JOSEPH F. WESTALL. 
/s/ CHAS M. FRYER. [8] 
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State of California, 
County of Los Angeles—ss. 


Warren W. Dunnell, being by me first duly 
sworn, deposes and says: That he is the plaintiff in 
the foregoing and above-entitled action; that he has 
read the foregoing complaint and knows the con- 
tents thereof; and that the same is true of his own 
knowledge, except as to the matters which are 
therein stated to be upon his information or be- 
lief, and as to those matters that he believes it to 
be true. 

/s/ WARREN W. DUNNELL. 


Subserided and sworn to before me this 29th day 
of July, 1946. 


[Seal] /s/ CHARLES M. MAZLE, 
Notary Public in and for County of Los Angeles and 
State of California. 


My Commission Expires Dee. 19, 1949. 
[Endorsed]: Filed July 31, 1946. [9] 


[Title of District Court and Cause. ] 


ANSWER AND GOUNTERCLAIM OF (Die 
FENDANT SAREWAY STORES, INCOR- 
PORATED 


As ifs answer to the complaint on file herein, Safe- 
way Stores, Incorporated, a corporation, impleaded 
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herein as Safeway Stores, Inc., admits, alleges and 
denies as follows: 


First Defense 


1. Defendant admits the allegations contained 
in paragraphs XIT, XIV, XV and XVI of the 
complaint. 

2. Defendant alleges that it is without knowl- 
edge or information sufficient to form a belief as 
to the truth of the allegations contained in Para- 
ewe, V, VI, VIII, X and XVII of the com- 
plaint. [10] 

3. Answering paragraph IV of the complaint, 
defendant denies the allegation that in October, 
1933, plaintiff Dunnell, doing business under the fic- 
titious name of Sani-Gard Sales Company, acquired 
title under the common law by adoption and use 
prior to all others, to the trade-mark “Safe Way” 
as applied to tissue paper toilet seat covers; alleges 
that it is without knowledge or information suffi- 
cient to form a helief as to the truth of the other 
allegations contained in paragraph IV of the com- 
plaint. 

4. Answering paragraph VIT of the complaint, 
defendant admits that toilet seat covers are not 
among the items which have heretofore been manu- 
factured, caused to be manufactured, offered for 
sale or sold by it or any of its subsidiary stores; 
denies cach and every other allegation contained in 
said paragraph VTT, 

9. Answering paragraph IX of the complaint, 
defendant admits that defendant has a good reputa- 
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tion in the sale of grocery items; denies each and 
every other allegation contained in said paragraph. 

6. Answering paragraph XIII of the complaint, 
admits the allegations therein contained, except that 
defendant denies that the ground of opposition that 
the name ‘Safe Way” was the dominant part of 
said defendant's corporate name, and that its reg- 
istvation as a trade-mark for toilet seat covers does 
and would cause damage to defendant-opposer, 
Safeway Stores, Inc., was the only ground of such 
opposition. 

7. Defendant denies each and every allegation 
eontained in paragraphs I, XI and XVIII of the 
complaint. 

Second Defense 


1. The corporate name of the defendant is Safe- 
way Stores, Incorporated, and it is a duly organized 
and existing [11] corporation under the laws of the 
State of Maryland. 


2. Defendant and subsidiary corporations wholly 
owned by it have been extensively and continuously 
engaged since 1926 in the business of operating re- 
tail grocery stores under defendant's name ‘‘Safe- 
way"? and in manufacturing and other businesses 
related thereto. During 1941 and 1942 all of the 
assets, businesses and goodwill of said subsidiaries 
operating retail grocery stores in the United States 
were acquired by defendant, and since 1942 defend- 
ant, itself, has carried on said retail grocery busi- 
ness in the United States. On March 24, 1926, the 
date of defendant’s incorporation, defendant’s sub- 
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sidiaries operated approximately 322 stores under 
the name ‘‘Safeway,”’ all located in the City of Los 
Angeles and other communities in Southern Califor- 
nia. Defendant now owns and operates under the 
name “‘Safeway’’ approximately 2300 stores in 19 
western states, 4 eastern states and the District of 
Columbia as follows: 


Arkansas, Arizona, California, Colorado, Dis- 
trict of Columbia, Idaho, Towa, Kansas, Mary- 
land, Missouri, Montana, Nebraska, Nevada, 
New Jersey, New Mexico, New York, Okla- 
homa, Oregon, South Dakota, Texas, Utah, Vir- 
ginia, Washington, Wyoming. 


In addition, defendant now owns and operates un- 
der the name ‘‘Safeway’’ approximately 140 stores 
in five provinces of Canada through its subsidiary 
Safeway Stores, Limited. At all times herein men- 
tioned, defendant and its said subsidiaries have sold, 
and defendant now sells, in its said retail stores in 
the United States and Canada a complete line of 
foods and related household products, including 
paper products such as toilet tissue, paper towels, 
and paper napkins. 


3. The name ‘‘Safeway”’ is the distinguishing 
and [12] dominant part of defendant’s name. De- 
fendant’s name “Safeway” alone and without the 
words ‘‘Stores” and “‘Incorporated”’ has at all times 
herein mentioned heen and is now prominently dis- 
played in signs on its stores, and places of business, 
in newspaper, magazine, outdoor billboard, and car 
card advertisements, price tags, gummed tape, eash 
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register receipts, invoices, paper bags, display ecards, 
and other forms of advertising. At all times herein 
mentioned defendant has expended, and does now 
expend, large sums each year for advertising in 
newspapers, radio broadcasts, magazines, outdoor 
billboards, car cards, and other advertising media. 
Substantially all of such advertising has made and 
does make prominent use ef the word “Safeway” 
and, as a rule, the word ‘“‘Safeway”’ alone is and has 
been used therein. Said advertising is intended to 
and has built up and maintained the reputation, 
and 


%? 


goodwill and value of the name ‘‘Safeway. 
said name is and at all times herein men*ioned has 
been, a substantial part of the valuable goodwill of 
defendant. At all times herein mentioned, defend- 
ant and its predecessor subsidiaries have condueted 
and do now ecouduet said retail grocery business on 
the basic policy of reducing the cost of food to the 
consumer while maintaining the highest quality. De- 
fendant’s net sales in the year 1945 in the United 
States were $595,604,796.67 ; the net sales in Canada 
in the year 1945 of defendant's subsidiary, Safeway 
Stores. Limited, were $33,907.388.06 expressed in 
United States dollars. 

4. By reason of the matters hereinabove alleged, 
the public has at all times herein mentioned, known 
and identified, and does now know and identify, de- 
fendant -by the name ‘‘Safeway’’ alone. In the 
United States and Canada, generally, and in Cali- 
fornia, the name ‘‘Safeway’’ has acquired a secon- 
dary [13] meaning and suggests and means to the 
public the grocery and related businesses of defend- 
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ant and said subsidiaries. As a result of defendant’s 
business policies and practices as aforesaid, and the 
competence and skill of defendant’s officers and em- 
ployees, the name ‘‘Safeway”’ has, likewise, come to 
signify in the public mind an organization of high 
standards. 

9. On or about August 16, 1939, defendant’s sub- 
sidiary, Safeway Stores, Incorporated, a Nevada. 
corporation, deposited with the Commissioner of 
Patents a certified copy of its corporate charter, 
showing its corporate name ‘‘Safeway Stores, In- 
corporated,’’ and received certificate of deposit No. 
4220 therefor. 

6. At some time prior to April, 1944, the exact 
time being unknown to defendant, plaintiff War- 
ren W. Dunnell commenced selling, and is now sell- 
Ing, paper toilet seat covers under the name “Safe 
Way” in the State of California and elsewhere. 
Plaintiff and his customers distribute said toilet 
paper seat covers to the general publie under said 
name “‘Safe Way.”’ 

7. Defendant is informed and believes and on 
such information and belief alleges, that prior to the 
year 1933, and at all times subsequent thereto, plain- 
tiff has been familiar with the fact that there ex- 
isted a national chain of retail grocery stores oper- 
ated under the name ‘‘Safeway’’; that plaintiff has 
at all said times understood the value of defendant’s 
name “‘Safeway’’; that plaintiff has thus adopted 
and used the name ‘‘Safe Way’’ with the purpose 
and intent of trading upon and appropriating for 
his own profit, the reputation, goodwill and value 


16 Safeway Stores, Inc. vs. 


connected with defendant’s said name ‘‘Safeway”’ 
and with the purpose and intent of inducing the 
public to believe that plaintiff’s product is connected 
with defendant, that plaintiff’s business is owned 
[14] and operated by defendant, or is in some way 
connected with defendant, and that the quality of 
product. sold by plaintiff is similar in kind and equal 
in quality to that of defendant. 

8. Defendant learned for the first time of plain- 
tiff’s use of the name ‘Safe Wav’ as aforesaid, on 
or about March 28, 1944, shortly after the first pub- 
lication in the Official Gazette of the United States 
Patent Office of an application by plaintiff for reg- 
istration of the name ‘‘Safe Way”’ as a trade-mark 
as applied to paper toilet seat covers. Thereafter, 
and on or about April 12, 1944, defendant filed an 
opposition in the United States Patent Office to the 
registration by plaintiff of said name as a trade- 
mark, and at all times subsequent to the filing of 
said opposition defendant has opposed, and does 
now oppose, the registration by plaintiff of said 
name. 

9. If plaintiff continues to use the name ‘‘Safe 
* in connection with his said business, or any 
other business which he may carry on, confusion 
will arise in the public mind, and the publie will be 
deceived and misled for the reason that members 
thereof will reasonably conelude that plaintiff is in 
some. way sponsored by or connected with defendant. 

10. If plaintiff continues to use the name ‘‘Safe 
Way’ as aforesaid, defendant will lose a part of the 
value of its goodwill which has been built up by 


Way’ 
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defendant in connection with said name ‘“‘Safeway”’ 
by large expenditures of money and effort over the. 
period of the past twenty years. Defendant will fur- 
ther be injured if plaintiff in its business practices 
should not conform to the high standards heretofore 
established and maintained by defendant. 


11, The name ‘‘Safeway’’ sought to be registered 
by plaintiff consists merely in the name of the de- 
fendant-opposer [15] corporation, or the distine- 
tive, dominant portion thereof, not written, printed, 
impressed or woven in some particular or distinctive 
manner, and not associated with a portrait of an in- 
dividual, and is therefore within the prohibition 
against registration of such name contained in Sec- 
tion 5(b) of the Act of 1905 (15 U.S.C. See. 85(b)). 


12. Plaintiff Warren W. Dunnell, is not the 
owner of the trade-mark sought to be registered by 
him, and he was not entitled to the exclusive use 
thereof at the time of the filing of his application 
for registration thereof, nor at any other time. 


Third Defense 

At all times between the period from October, 
1933 (the first use by plaintiff of said name alleged 
in said complaint) to May 15, 1942 (the date of 
plaintiff’s application for registration) defendant 
was engaged in developing and expanding its busi- 
ness under the name ‘‘Safeway’’. During said pe- 
riod the gross retail sales of defendant’s said sub- 
sidiaries in the United States increased from 
$175,980,306.78 for the year ended 1933 to $441,- 
294,779.12 for the year ended 1941. The alleged 
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right of action set forth in the complaint is barred 
by plaintiff’s laches in failing to apply prior to 
1942 for registration for said trade-mark ‘Safe 
Way”’ as alleged in the complaint. 


Counterclaim 


As its counterclaim to the complaint on file herein 
Safeway Stores, Incorporated, a Corporation, im- 
pleaded herein as Safeway Stores, Inc., alleges as 
follows: 

1. Counterclaimant, Safeway Stores, Incorpor- 
ated, is a corporation organized and existing under 
and by virtue of the laws of the State of Maryland, 
and is a citizen of the State. The matter in con- 
troversy exceeds the sum of Three ‘Thousand 
Dollars [16] ($3,000.00) exclusive of interest and 
costs. 

2. Counterclaimant and subsidiary corporations 
wholly-owned by it have been extensively and con- 
tinuously engaged since 1926 in the business of 
operating retail grocery stores under counterclaim- 
ant’s name ‘“‘Safeway’”’ and in manufacturing and 
other businesses related thereto. During 1941 and 
1942 all of the assets, businesses and goodwill of 
said subsidiaries operating retail grocery stores in 
the United States were acquired by counterclaimant, 
and since 1942 counterclaimant, itself, has carried 
on said retail grocery business in the Umited 
States. On March 24, 1926, the date of counter- 
elaimant’s incorporation, counterclaimant’s sub- 
sidiaries operated approximately 322 stores under 
the name ‘‘Safeway’’, all located in the City of Los 
Angeles and other communities in Southern Cali- 
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fornia. Counterclaimant now owns and operates 
under the name “‘Safeway”’ approximately 2300 
stores in 19 western states, 4 eastern states and the 
District of Columbia, as follows: 


Arkansas, Arizona, California, Colorado, 
District of Columbia, Idaho, Iowa, Kansas, 
Maryland, Missouri, Montana, Nebraska, Ne- 
vada, New Jersey, New Mexico, New York, 
Oklahoma, Oregon, South Dakota, Texas, Utah, 
Virginia, Washington, Wyoming. 


In addition, counterclaimant now owns and op- 
erates under the name ‘‘Safeway’’ approximately 
140 stores in five provinces of Canada through its 
subsidiary Safeway Stores, Limited. At all times 
herein mentioned counterclaimant and its said sub- 
sidiaries have sold and now sell in its said retail 
stores in the United States and Canada a complete 
line of food and related household products, inelud- 
ing paper products such as toilet tissue, paper 
towels, and paper napkins. 


3. The name ‘‘Safeway’’ is the distinguishing 
and dominant part of counterclaimant’s name. 
Counterclaimant’s [17] name ‘‘Safeway’’ alone and 
without the words ‘‘Stores’’ and ‘‘Incorporated”’ 
has at all times herein mentioned been and is now 
prominently displayed in signs on its stores, and 
places of business, in newspaper, magazine, outdoor 
billboard and car card advertisements, price tags, 
gummed tape, cash register receipts, Invoices, paper 
bags, display cards, and other forms of advertising. 
At all times herein mentioned counterclaimant has 
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expended and does now expend large sums each 
year for advertising in newspapers, radio broad- 
casts, magazines, outdoor billboards, car cards, and 
other advertising media. Substantially all of sueh 
advertising has made and does make prominent use 
of the word “Safeway’’ and, as a rule, the word 
‘‘Safeway”’ alone is and has been used therein. Said 
advertising is intended to and has built up and 
maintained the reputation, goodwill and value of 
the name ‘‘Safeway”’ and said name is and at all 
times herein mentioned has been a substantial part 
of the valuable goodwill of counterclaimant. At all 
times herein mentioned, counterclaimant and its 
predecessor subsidiaries have conducted and do now 
conduct said retail grocery business on the hasie 
policy of redueing the cost of food to the consumer 
while maintaining the highest qualitv. Counter- 
elaimant’s net sales in the vear 1945 in the United 
States were $595,604,796.67 ; the net sales in Canada 
in the year 1945 of connterclaimant’s subsidiary, 
Safeway Stores, Limited, were $33,907,388.06 ex- 
pressed in United States dollars. 

4, By reason of the matters hereinabove alleged, 
the public has at al] times herein mentioned, known 
and identified, and does now know and identify 
counterclaimant by the name ‘‘Safeway’’ alone. In 
the United States and Canada, [18] generally, and 
in California, the name ‘‘Safeway’’ has acquired a 
secondary meaning and suggests and means to the 
public the grocery and related businesses of counter- 
elaimant and said subsidiaries. As a result of 
counterclaimant’s business policies and practices as 
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aforesaid, and the competence and skill of counter- 
elaimant’s officers and employees, the name ‘‘Safe- 
way”’ has, likewise, come to signify in the public 
mind an organization of high standards. 


5. On or about August 16, 1939, counterclaim- 
ant’s subsidiary, Safeway Stores, Incorporated, a 
Nevada corporation, deposited with the Commis- 
sioner of Patents a certified copy of its corporate 
charter, showing its corporate name ‘‘Safeway 
Stores, Incorporated,’’ and received certificate of 
deposit No. 4220 therefor. 


6. At some time prior to April 1944, the exact 
time being unknown to counterclaimant, counter- 
claim-defendant Warren W. Dunnell commenced 
selling, and is now selling, paper toilet seat covers 
under the name ‘‘Safe Way” in the State of Cali- 
fornia and elsewhere. Counterclaim-defendant and 
its purchasers distribute said paper toilet seat covers 
to the general public under said name ‘Safe Way.” 


7. Counterclaimant is informed and believes, 
and on such information and _ belief alleges, that 
prior to the year 1933, and at all times subsequent 
thereto, counterclaini-defendant has been familiar 
with the fact that there existed a national chain of 
retail grocery stores operated under the name 
“Safeway’’; that counterclaim-defendant has at all 
said times understood the value of counterclaimant’s 
name ‘‘Safeway’’; that counterelaim-defendant has 
thus adopted and used the name ‘‘Safe Way” with 
the purpose and intent of [19] trading upon and 
appropriating for his own profit, the reputation, 
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goodwill and value connected with counterelaimant’s 
said name ““Safeway’’ and with the purpose and 
intent of inducing the public to believe that counter- 
claim-defendant’s product is connected with coun- 
terelaimant, that counterclaim-defendant’s business 
is owned and operated by counterelaimant, or is in 
some way connected with counterelaimant, and that 
the quality of product sold by plaintiff is similar 
in kind and equal in quality of that of counter- 
claimant. 


8. Counterclaimant learned for the first time of 
counterelaim-defendant’s use of the name ‘‘Safe 
Way’’ as aforesaid, on or about March 28, 1944, 
shortly after the first publication in the Offieial 
Gazette of the United States Patent Office of an 
application by counterclaim-defendant for registra- 
tion of the name ‘‘Safe Way”’ as a trade-mark as 
applied to paper toilet seat covers. Thereafter, and 
on or about Apri 12, 1944, counterclaimant filed an 
opposition in the United States Patent Office to 
the registration by counterclaini-defendant of said 
name as a trade-mark, and at all times subsequent 
to the filing of said opposition counterclaimant has 
opposed, and does now oppose, the registration by 
counterelaim-defendant of said name. 


9, If counterclaim-defendant continues to use 
the name “Safe Way” in connection with his said 
business, or any other business which he may carry 
on, confusion will arise in the public mind, and tke 
public will be deceived and misled for the reason 
that members thereof will reasonably conelude that 
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counterclaim-defendant is in some way ppenoord 
or connected with counterclaimant. : 


10. If counterclaim-defendant Ponuinmes to use 
[20] the name ‘‘Safe Way” as aforesaid, eounter- 
claimant will lose a part of the value of its goodwill 
which has been built up by counterclaimant in con- 
nection with said name ‘‘Safeway”’ by large ex-— 
penditures of money and effort over the period of 
the past twenty years. Counterclaimant will further 
be injured if counterclaim-defendant in its business 
practices should not conform to the high standards. 
heretofore established and maintained by counter- 
claimant. 


11. Counterclaimant’s name, reputation, good- 
will and business have been, and are now being, and, 
unless counterclaim-defendant is restrained, will be, 
injured, by counterclaim-defendant’s use of said 
name, and by the aforesaid resulting confusion, 
deception and misleading, all to counterclaimant’s 
liveparable injury and damage. It is impossible to 
estimate the injury and damage heretofore suffered 
by counterclaimant and which counterclaimant will 
continue to suffer, unless counterclaim-defendant 
is restrained, as a result of counterclaim-defendant’s 
use of said name. Connterclaimant has no adequate 
remedy at law for the damage which has resulted, 
and which, unless counterclaim-defendant is re- 
strained, will result as hereinabove alleged. 


Wherefore, defendant and counterclaimant, Safe- 
way Stores, Incorporated, prays: 


24 Safeway Stores, Inc. vs. 


1. That plaintiff and counterclaim-defendant 
take nothing by his said complaint, and that the 
same be dismissed ; 


2. That plaintiff and counterclaim-defendant, 
and all persons acting for plaintiff and counter- 
claim-defendant as employees, agents or otherwise, 
be permanently restrained and enjoined from using 
the name *‘Safe Way’’, or any similar name, in the 
conduct of his said business, or otherwise; [21] 


9? 


3. That defendant and counterclaimant have its 
eost and such other and further relief as to this 
court may seem proper. 


Dated: San Francisco, California, this 23d day 
of September, 1946. 


/s/ MITCHELL T. NEFF, 
/s/ WILLARD 8. JOHNSTON, 
ORRICK, CAHLQUIST, NEFF, 
BROWN & HERRINGTON, 
Attorneys for Defendant and 
Counterclaimant. 


Reeeipt of a copy of the foregomg Answer and 
Counterelaim of defendant Safeway Stores, Incor- 
porated, is hereby admitted this 23d day of 
September, 1946. 


WESTELL & WESTELL, 

JOSEPH F. WESTELL, 

CHAS. MO EFRYER; 
Attorneys for Plaintiff. 


[Endorsed]: Filed Sept. 23, 1946. [22] 
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PLAINTIFF’S REPLY TO DEFENDANT’S 
COUNTERCLAIM AND ANSWER 


Now comes the above-named plaintiff, counter- 
claim defendant, and for his reply to the counter- 
elaim in defendant’s Answer served September 23, 
1946, and for reply (as hereinafter indicated) to 
said Answer: 

iL 


Alleges that said counterclaim fails to state a 
claim upon which relief can be granted. 


1B) 


Said alleged counterclaim is not germane to the 
cause of action stated in the complaint in that the 
complaint sets forth only averments upon which, 
under a special statute, the court is requested to 
authorize the Commissioner to grant a requested 
registration of trade-mark, the complaint being in 
effect against the Commissioner of Patents only, 
there being no claim whatsoever stated against de- 
fendant, counterclaimant. 


ee 


The alleged cause of action of said counterclaim 
is barred by the provisions of §343 of the Code of 
Civil Procedure of the State of California, which 
applies to both legal and equitable actions, so far 
as it applies to any alleged cause of action existing 
before counterclaimant became owner of said sub- 
sidiaries. 
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Defendant and its predecessors in interest have 
been guilty of laches by reason of over ten years’ 
delay in instituting any proceeding for relief by 
reason of any fact or circumstance set forth in said 
eounterelaim, during which [23] time, with full 
knowledge of defendant, counterclaimant, and its 
predecessors in interest, plaintiff, counterclaim de- 
fendant, at great expense and effort, built up a good 
will in the sale of toilet seat covers under the trade- 
mark *‘Safe Way’ amounting to many millions of 
said covers 11 domestic, interstate and foreign com- 
merece, selling over 2,000,000 of said product in and 
near the city of Oakland, which is defendant coun- 
terelaimant’s principal place of business, all with- 
out any notice or protest of counterclaimant or any 
of predecessors in interest. and without any reason 
for any such protest or the institution of any sueh 
proceedings, and during all of which time defendant 
eounterclaimant never manufactured. offered for 
sale, or sold any toilet seat covers under the trade- 
mark ‘‘Safeway’’ or under any other name or 
trade-mark, or at all, and that defendant connter- 
claimant is now estopped by reason of sueh laches 
from asserting any such alleged counterclaim. 


y. 


In answer to paragraph 1 of said counterclaim, 
plaintiff admits that defendant, counterclaimant, is 
a corporation organized and existing under and by 
virtue of the laws of the state of Maryland, and is 
a citizen of said state; but denies that the matter 
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in controversy in this suit exceeds the sum of Three 
Thousand Dollars ($3,000) exclusive of interest and 
costs, or any other sum whatsoever. 


Wile 


In answer to paragraph 2 of said counterclaim, 
plaintiff is without knowledge or information suf- 
ficient to form a belief as to each of the allegations 
of paragraph 2 of said counterclaim, and upon such 
ground denies each and every of said allegations. 


valet 


In answer to paragraph 3 of said counterclaim, 
plaintiff, counterclaim defendant, denies that ‘‘Safe- 
way” is a distinct and dominant part of counter- 
elaimant’s name as stated in paragraph 3 of said 
counterclaim; and as to the remaining averments 
of said paragraph 3 plaintiff states that he is with- 
out knowledge and information sufficient to form 
a belief as to the truth of each of said averments, 
and upon such ground denies the same. 


NWONGL. 


Jn answer to paragraph 4 of said counterclaim, 
plaintiff, counterclaim defendant, states that he has 
sold his ‘‘Safe Way’ toilet scat covers to only a 
very special class of purchasers, and not to the gen- 
eral public which purchases defendant, counter- 
elaimant’s products in its said grocery stores; and 
that the name ‘Safe Way”’ as applied to toilet 
seat covers sold by plaintiff, counterclaim defendant, 


is not known to the general purchasing public con- 
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stituting defendant, counterelaimant’s, customers, 
but is well known only to public service coneerns as 
mentioned in paragraph VIII of the complaint 
herein, and such toilet seat covers are not among 
any of the items which defendant, counterclaimant, 
has ever manufactured, offered for sale, or sold to 
anyone under any name, and such product is not 
suitable for sale in defendant counterclaimant’s said 
stores as fully set forth in paragraph VII of the 
complaint herein. 


Further in answer to the specific allegations of 
paragraph 4 of said counterclaim, plaintiff, counter- 
elaim defendant, alleges that he is without knowl- 
edge or information sufficient to form a belief as 
to the truth of eaeh of said said averments, and 
upon such ground denies each and every of said 
allegations. [25] 

IX, 


In answer to paragraph 5 of said counterelain, 
plaintiff, counterclaim defendant, states that he is 
without knowledge or information sufficient to form 
a belief as to the truth of each of the averments of 
said paragraph, and upon such ground denies each 
and every of them. 

x. 

In answer to paragraph 6 of said counterelaim, 
plaintiff, counterclaim defendant, admits that some- 
time prior to April, 1944, which was very long prior 
to the date last mentioned, namely in October, 1933, 
plaintiff counterclaim defendant, adopted and first 
used the name ‘“‘Safe Way” as apphed to toilet 
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seat covers, and, beginning in January, 1934, and 
continuing up to the present time, a period of over 
ten years, sold such covers under said trade name 
not only in the state of California, but most ex- 
tensively throughout the United States and in for- 
eign commerce, the extent of such sale and 
distribution of covers under such trade-mark being 
over 75,000,000 of said covers, over 5,000,000 being 
sold in the State of California, and over 2,000,000 
being sold in the territory adjacent the principal 
place of business of defendant, counterclaimant, in 
Oakland, California, as set forth in paragraphs IV, 
V, VI of the complaint herein. Plaintiff denies, 
however, that such toilet seat covers under said 
trade-mark were at any time, or at all, distributed 
to the general public customers of defendant, coun- 
tereclaimant’s, stores, or any of them, but were sold 
only to a special class of purchasers as set forth in 
paragraph VIIT of the complaint herein, and that 
during all this time defendant, counterclaimant, has 
never manufactured, caused to be manufactured, 
offered for sale, or sold any toilet seat covers under 
the [26] name ‘‘Safeway’’, or under any other 
name, or at all, such toilet seat covers never having 
been stocked or attempted to be sold by defendant, 
counterelaimant, and that said toilet seat covers are 
totally unsuitable for distribution by defendant, 
eounterclaimant, or any of its subsidiaries in said 
grocery stores. 
x 

Tn answer to paragraph 7 of said counterclaim, 

plaintiff denies each and every allegation of said 
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paragraph, and furthermore states that at the be- 
einning of such sale of toilet seat covers under said 
trade-mark by plaintiff, counterclaim defendant, he 
had no knowledge of the extent of any such grocery 
store operations by counterclaimant, and that all of 
plaintiff counterclaim defendant’s sales and offers 
for sale were in the name of Sani-Gard ** Com- 
pany, the name ‘‘Safe Way”’ not being used in any 
listing or advertisement relating to said product, 
and that his special class of purchasers only first 
heard of the trade-mark as so applied by him when 
they contaeted his Sani-Gard ** Company for in- 
formation, or to purchase said articles; and further- 
more no customers was ever confused as to the 
souree of mannfacture and distribution of toilet 
seat covers under said trade-mark ‘‘Safe Way’ or 
mistook defendant, counterclaimant, as a souree of 
snch manufacture or distribution. 
NIT. 

In answer to paragraph 8 of said counterclaim, 
plaintiff, counterelaim defendant, states that he is 
without knowledge, or information sufficient to form 
a belief as to the truth of each of the averments of 
said paragraph, and upon such ground denies each 
and every of said allegations, ¢xcept that plaintiff 
admits that defendant, counterclaimant, did file an 
opposition in the United States Patent Office on or 
about [27] October 12, 1944, and that defendant, 
counterelaimant, did oppose and still continues to 
oppose registration of said trade-mark by plaintiff, 
eounterclaim defendant. 
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In answer to paragraph 9 of said counterclaim, 
plaintiff, counterclaim defendant, denies each and 
every of the allegations of said paragraph, and 
alleges that during all the years of extensive use 
of said name as so applied by plaintiff, counterclaim 
defendant, no confusion has ever arisen or occurred 
among any of the purchasing public, nor have any 
purchasers or persons desiring to purchase said 
product under said name been deceived or misled 
as to the source of manufacture and distribution of 
said product, as being plaintiff, counterclaim de- 
fendant, under the name of Sani Gard * * * Com- 
pany, and no one reasonably or otherwise will or 
could conelude that such sale and distribution is 
in some wav sponsored or connected with counter- 
claimant. 


XIV. 


Answering paragraph 10 of said counterclaim, 
plaintiff, counterclaim defendant, denies each and 
every of the allegations of said paragraph and de- 
nies that defendant, counterelaimant, has ever had 
any good will whatsoever in the sale or distribution 
of toilet seat covers under the trade-mark ‘‘Safe- 
way’’ or under any other name; and further that 
plaintiff, counterclaim defendant’s reputation and 
business practices have always conformed with the 
highest of standards in the sale and distribution of 
many millions of said product under said name over 
very many years, and that such reputation and 
business practices of plaimtiff, counterelaim de- 
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fendant, is equal to or superior to any asserted 
reputation of defendant, counterelaimant, in any 
use of said trade-mark. [28] 


XVa 


Answering paragraph 11 of said counterclaim, 
plaintiff, counterclaim defendant, denies each and 
every of the allegations of said paragraph 11, alleg- 
ing that defendant, counterclaimant’s, name, reputa- 
tion, good will and business have in no way been 
injured by any act of this plaintiff, counterclaim 
defendant, in the prennses, denies any mjury or 
damage whatsoever under counterclaim, alleging 
also that defendant, counterelanmant, does not now 
have, and never did have. any reputation of any 
kind or good will or business im the sale of any 
kind of toilet seat eovers under any name whatso- 
ever, and that there has been no confusion, decep- 
tion, or misleading of anyone by any act of this 
plaintiff, counterclaim defendant, in the sale and 
distribution of toilet seat covers, and that the con- 
tinuation by plaintiff, counterclaim defendant, of 
his present practiees in selling and offering for 
sale toilet seat covers under said trade-mark will 
not result in any damage or injury whatsoever to 
defendant, counterelaimant. Plaintiff, counterclaim 
defendant, however, admits that it is impossible to 
estimate any damage or injury past, present or 
prospective, as alleged in said paragraph, as de- 
fendant, counterclaimant, has never suffered any 
such damage or injury whatsoever. Plaintiff, 
counterclaim defendant, demes that defendant, 
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counterclaimant, has no adequate remedy of law 
for damages, and denies that it has ever suf- 
fered or could possibly suffer any damage by or on 
account of any act of plaintiff, counterclaim de- 
fendant, in the premises. 


First Affirmative Defense Against the Answer and 
Counterclaim : 


Plaintiff, counterclaim defendant, alleges that 
defendant, counterclaimant, did not become the 
owner of any of the stores mentioned in its eoun- 
terclaim until the end of 1942, one year and a little 
over three inonths before the filmg,on April 12, 1944, 
of its opposition, and any damages which it might 
have suffered could only be computed from the 
time it became such owner, as subsidiaries are not 
parties to this suit. 


Second Affirmative Defense Against the Answer 
and Counterclaim 


“Safeway’’ is an expression of such commonplace 
significance in the language that its use in associa- 
tion with products unrelated to opposer’s (defend- 
ant’s) business would not be likely to, and does not, 
suggest such opposer (defendant and counterclaim- 
ant) in the mind of the public in connection particu- 
larly with applicant’s toilet seat covers. Opposer 
(defendant and counterclaimant) does not deal, and 
has never dealt, in toilet seat covers, nor would pur- 
chasers expect to find merchandise of that character 
i a chain grocery store; and plaintiff alleges that it 
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thus appears clear that plaintiff's use of the mark 
he seeks to register would not confuse the public to 
opposer's (defendant’s) injury; and plaintiff fur- 
ther alleges that the trade-mark ‘‘Safeway”’ was and 
has been applied by many others than plaintiff and 
defendant in this snit to many kinds of articles of 
merchandise, both of a character which might be 
sold in chain grocery stores, and of a character 
(ike plaintiff’s said seat covers) which would not 
be found in grocery stores such as those of opposer 
(defendant). and in so many different ways, and as 
part of the business names of so many eoneerns, 
from a time long prior to the first use by opposer 
(defendant) in its alleged corporate name, that the 
use of said name [30] ‘Safewayv’’ is no more ealeu- 
lated to denote defendant opposer than it is to m- 
dicate any of the many others who, as aforesaid, 
have used said name. 


Wherefore, plaintiff, counterclaim defendant, 
prays that said connterclaim he dismissed; that 
plaintiff, counterclaim defendant. recover his costs 
for this proceeding; and that the court grant sueh 
other and further or different relicf as to the court 
will seem meet. 


WESTALL AND WESTALED 
By /s/ JOSEPH F. WESTALL, 
By /s/ EDWARD F. WESTALL, 
Attorneys for plaintiff, 


eounterelaim defendant. 


Received copy of the within ‘‘Plaintiff’s Reply to 
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Defendant’s Counterclaim and Answer” this 11th 
day of October, 1946. 


ORRICK, DAHLQUIST, NEFF, 
BROWN & HERRIN GTON, 
By DARIEN A. PALMER, 
Attorneys for defendant, 
counterelaimant. 


[Endorsed]: Filed Oct. 11, 1946. [31] 


—_.___ 


In the United States District Court for the 
Northern District of California, Southern 
Division 

No. 26230-G 

WARREN W. DUNNELL, 

Plaintiff, 
VS. 
SAFEWAY STORES, INC. a corporation 


of the State of Maryland, 
Defendant. 


MEMORANDUM DECISION 
Goodman, District J udge. [32] 


This is a bill in equity under 35 USCA § 63 for 
a declaration by the court that plaintiff is entitled 
to the registration of the Trade-mark “Safeway” 
pursuant to his application therefore filed in the 
Patent Office, Serial No. 453,099. The Commissioner 
of patents sustained the opposition of the defend- 
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ant to the granting of plaintiff’s application and 
refused the registration. 

Plaintiff, not having appealed from the Commis- 
sioner’s decision to the Court of Customs and Patent 
Appeals, filed this action within the time and as 
provided in 35 USCA § 63. 

Plaintiff manufactures sanitary paper covers for 
toilet seats and distributes them in containers to 
publie lavatories. The containers are boxes which 
mav be affixed to walls or otherwise installed in close 
proximity to toilets and from which the seat covers 
may be conveniently withdrawn. On the containers 
are the words ‘‘Safe’’ and ‘‘Way”’ with the draw- 
ing of a toilet seat between the two words. It is the 
words ‘Safe Way,’’ as thus used, for which plain- 
tiff sought trade mark registration. 

Defendant corporation is owner and operator of 
a national chain of approximately 2,300 retail gro- 
cery stores in twenty-four of the states of the United 
States. The evidence without dispute shows that 
the general publie identifies these stores under the 
name ‘‘Safeway.’’? Much effort and money have 
been expended to establish the good will of defend- 
ant’s stores under the name ‘‘Safeway.”’ 

The Commissioner sustained the opposition to 
plaintiff’s application for registration mainly on 
the ground the Safeway stores sell such ‘‘paper 
products as toilet tissue and paper towels, which 
are clearly of the same deseriptive properties as 
applicant’s paper toilet seat covers’’ and therefore 
the mark used by plaintiff ‘‘constitutes a substantial 
appropriation of opposer’s corporate name.” 
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There is no question in this case, and I so find, 
that the mark used by plaintiff is upon an article not 
in competition with the merchandise offered for 
sale by defendant. It is unnecessary to cite the long 
list of authorities sustaining the doctrine that even 
as to non-competing goods, courts of equity will 
prevent ‘‘unfair’’ appropriation of another’s good 
will name.* 

But this doctrine has certain limits. If the rela- 
tionship of the products is so remote as to foreclose 
the possibility that they come from the same source, 
equity will not enforce the so-called ‘‘doctrine of 
non-competing goods.’’ Waterman & Co. v. Gordon, 
2 Cir. 72 Fed. (2d) 272; Bulova Wateh Co. v. Stolz- 
berg, 69 Fed. Supp. 543. In the latter case, Judge 
Sweeney cites as an example of too remote a rela- 
tionship of commodities, steam shovels and lipsticks. 

Here, plaintiff’s toilet seat covers are not sold to 
the public generally. In fact they are not sold at 
all. Instead a sanitary service is furnished public 
lavatories. The public using these lavatories pays 
nothing for the seat cover. "The mark of plaintiff, 
the evidence shows, refers to a method of use and 
is not a name descriptive of the article itself. 

From the evidence it is clear to me that there is 
not the slightest relationship between the merchan- 
dise of the defendant and the kind of sanitary serv- 


*Aunt Jemina Mill Co. v. Rigney, 2 Cir. 247 Fed. 
407; Eastman Photo Material Co. v. Griffiths Cycle 
Co. 15 R.P.C. 105; Wall v. Rolls Royce of Amer. 3 
Cir. 4 Fed. (2d) 333; Yale Elect. Corp. v. Robert- 
son, 2 Cir. 26 Fed. (2d) 972. 
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ice provided by plaintiff. Not by the wildest stretch 
of imagination [34] could a person using plaintif’s 
seat eovers in a public lavatory, be confused at all 
into believing that by such use he was purchasing 
defendant’s merchandise. 

If the relationship between steam shovels and 
lipstocks be considered too remote, a fortiori, the 
relationship between the groceries of defendant’s 
retail stores is indeed remote from a sanitary serv- 
ice supplied to lavatories. There is no ‘‘unfairness’”’ 
in plaintiff’s conduct here which warrants the appli- 
eation of the ‘‘non-competitive goods’’ doctrine. 

Upon findings to be presented, a Gecree will enter 
in favor of plaintiff and against defendant upon its 
counterelaim. 


Dated: May 19, 1947. 


LOUIS EF. GOODMAN, 
United States District Judge. 


[Endorsed]: Filed May 20, 1947. [85] 


[Title of District Court and Cause. ] 


ORDER SETTLING FINDINGS 
Ordered: 


(1) Defendant’s proposed amendment No. 1 is 
allowed as follows: ‘‘Since 1926 defendant has been 
so engaged in the operation under the name ‘Safe- 
way’ of retail grocery stores and sells therein foods 
and grocery products including paper toilet tissue, 
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sanitary napkins, facial tissue, paper cups, paper 
towels, and paper napkins.”’ 

(2) In paragraph XI of proposed findings change 
the words ‘‘even a single’’ to ‘“‘any.”’ 

(3) Omit paragraphs VII, VIII and IX of the 
proposed conclusions, inasmuch as decision is not 
based on such [36] findings. 

(4) Otherwise the proposed findings are ap- 
proved. 

(5) Let the findings be engrosed accordingly. 

Dated: June 9, 1947. 


LOUIS E. GOODMAN, 
United States District Judge. 


[Endorsed]: Filed June 9, 1947. [37] 


———__ 


[Title of District Court and Cause. ] 


FINDINGS OF FACT AND CONCLUSIONS OF 
LAW AS CORRECTED BY ORDER OF 
COURT OF JUNE 9, 1947. 


Pursuant to Rule 52 of the Rules of Civil Pro- 
cedure and local rule 5 (e) of this court, the court 
makes the following findings of fact and conclusions 
of law: 

Findings of Faet 


i: 


Plaintiff is a resident of. the city of Los Angeles, 
county of Los Angeles, and state of California: .. 
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Defendant is a corporation organized and exist- 
ing under the laws of the state of Maryland, and 
having its principal place of [388] business in the 
eity of “Oakland, county of Alameda, and state of 


California. ...! 
III. 


On October 28, 1933, plaintiff Dunnell adopted, 
and continuously and extensively thereafter used 
in domestic, interstate and foreign commerce to the 
time of trial of this action, the trade-mark ‘‘Safe 
Way” within a design, as shown in Plaintiff’s Ex- 
Inbit 1, copy of application of plaintiff Dunnell, 
Serial No. 453,099, for registration under federal 
law of said trade-mark as applied to paper toilet 
seat covers. 

Ve 


Said appheation mentioned in the immediately 
preeeding finding was thereafter passed for pub- 
lication, and within due time defendant herein (op- 
poser before the Patent Office) served and filed a 
notice of opposition of said defendant-opposer, 
Safeway Stores, Ine., to said registration. 


VE 


After issues joined on said notice of opposition 
and testimony duly taken, said opposition was sus- 
tained by the Examiner of Interferences of the 
Patent Office, from which decision plaintiff herein 
appealed to the Commissioner of Patents, who there- 
after, on April 24, 1946, affirmed said decision of 
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the Examiner of Interferences, said decision of the 
Commissioner appearing as paper 37 in Plaintiff’s 
Exhibit 2 in this action, and reported at 169 
Wes. Q. 204. 

VI. 


Within due time after said last-mentioned deci- 
sion of the Commissioner of Patents, plaintiff in 
this action, Dunnell, [39] elected to institute this 
action under § 4915 R.8.U.S., Title 35, § 68, U.S. 
Code, and Title 15, § 89, U.S. Code, instead of ap- 
pealing to the United States Court of Customs and 
Patent Appeals, and thereafter defendant herein 
filed its answer to the complaint. 


Vit. 


Plaintiff manufactures sanitary paper covers for 
toilet seats and distributes them in containers to 
public lavatories. The containers are boxes which 
may be affixed to walls or otherwise installed in 
close proximity to toilets and from which the seat 
covers may be conveniently withdrawn. On _ the 
containers are the words ‘‘Safe’’ and ‘‘Way’’ with 
the drawing of a toilet seat between the two words. 
It is the words ‘‘Safe Way”’ as thus used, for which 
plaintiff sought trade-mark registration, disclaim- 
ing the representation of a toilet seat cover except 
as part of the said trade-mark claimed. 


VIII. 


Plaintiff’s toilet seat covers are not sold to the 
pubhie generally. In fact they are not sold at all. 
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Instead a sanitary service is furnished public lava- 
tories. The public using these lavatories pays noth- 
ing for the seat cover. 


IEG 


Defendant corporation is owner and operator of 
a national chain of approximately 2,300 retail gro- 
eery stores in twenty-four of the states of the United 
States. The evidence without dispute shows that the 
general public identifies these stores under the name 
‘“Safeway.’’ Much effort and money have been ex- 
pended to establish the good will of defendant’s 
stores under the name ‘‘Safeway.”’ Since 1926 de- 
fendant has been so engaged in the operation, under 
the name ‘‘Safeway,’’ of retail grocery stoves, and 
sells [40] therein foods and grocery products, in- 
eluding paper toilet tissue, sanitary napkins, facial 
tissue, paper eups, paper towels, and paper napkins. 


De, 


The Commissioner sustained the opposition to 
plaintiff’s application for registration mainly on the 
ground the Safeway stores sell such ‘‘paper prod- 
uets as toilet tissue and paper towels, which are 
clearly of the same descriptive properties as appli- 
eant’s paper toilet seat covers’? and therefore the 
mark used by plaintiff ‘‘constitutes a substantial ap- 
propriation of opposer’s corporate name.’’ The evi- 
dence in this action shows that they are not of the 


same descriptive properties. 
“hens iis 


' ' 
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The evidence is conclusive, and in fact it is ad- 
mitted by defendant, that neither defendant nor any 
of its subsidiary corporations, of which it owned 
stock or which it afterwards acquired, at the end 
of 1942 (1941 as to a single one of them) which 
was only one year and three months before the 
filing of said opposition, ever had a single call for 
toilet seat covers, nor did defendant or any of its 
subsidiaries ever manufacture, cause to be manu- 
factured, approve for sale, purchase for sale, or 
offer for resale, any toilet seat cover under the name 
‘‘Safe Way” or under any other name, or at all. 


2M 


During all the time from plaintiff’s first adoption 
and use of said trade-mark, the evidence shows that 
no one ever confused the source of manufacture, 
distribution or sponsorship of plaintiff Dunnell’s 
said product (or any other seat cover whatsoever) 
as being by defendant in this action. [41] 


XITT. 


The evidence conclusively shows that plaintiff 
only sold his toilet seat covers under said trade- 
mark to public service corporations, such as gaso- 
line service stations, transportation companies, 
newspaper offices, and others, and not to the general 
public including grocery store customers, for dis- 
tribution by said concerns gratis to users of said 
public services. 
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There is no evidence that plaintiff ever traded on 
any reputation of defendant; on the contrary, al- 
ways, from his first adoption and use of the name 
until and through the opposition proceedings in this 
case, plaintiff advertised said product under said 
name—not in mediums easily accessible to grocery 
store eustomers—but in speeial trade lists, and 
which could be reached by his special class of dis- 
tributors, and then only under his fictitious name 
‘“Sani-Gard Sales Company’’, duly registered under 
the laws of the state of California, and later, after 
a slight change in the name, “‘Sani-Gard Cover 
Company.’’ The latter was also registered under 
the laws of the state of California, and all of said 
prodnets were plainly marked with the souree of 
manufacture, ‘“Sani-Gard * * * Company” during 
all the years plaintiff distributed said produet, and 
during all such time plaintiff Dunnell’s special eus- 
tomers were kept advised of his source of manu- 
facture. 

XV. 

While it may be conceded that defendant has a 
good reputation as a distributor of grocery store 
items (toilet seat covers under any name whatsoever 
never having been among such items of distribution 
by defendant or any of its subsidiaries), plaintiff’s 
reputation in the sale of toilet seat covers under 
said trade-mark and under his own fictitious name, 
‘‘Sani-Gard * * * Company,’’ up to [42] the time 
of the trial of this action is conclusively proven by 
sales aggregating 172,725,000 toilet seat covers. 
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The evidence shows conclusively that up to the 
time of the filing of the opposition in the Patent 
Office by defendant in this action of the over 172,- 
000,000 toilet seat covers distributed by plaintiff 
Dunnell (as set forth in Finding XV hereof) plain- 
tiff Dunnell distributed in the state of California 
alone 44,080,000 toilet seat covers under said trade- 
mark, at least, approximately, twenty-five per cent 
of said sales being in the Oakland San Francisco 
Bay territory (defendant’s principal place of busi- 
ness being in Oakland), all without protest on be- 
half of defendant. 

XVII. 


There is no evidence in the record of this action 
to support any allegation or inference of damage 
to defendant, of unfair competition by plaintiff with 
any activities of defendant; on the contrary, the 
evidence shows conclusively that defendant has not 
been damaged by any use by plaintiff of his said 
trade-mark as to applied, and cannot in the future 
be damaged by granting the prayer of the com- 
plaint. 

XVIII. 


The mark of plaintiff, as the evidence shows, 
refers to a method of use and is not a name de- 
scriptive of the article itself. 


XIX. 


From the evidence it is clear to this court that 
there is not the slightest relationship between the 
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merchandise of the defendant and the kind of sani- 
tary service provided by plaintiff. Not by the 
wildest stretch of imagination could a person using 
[43] plaintiff’s seat covers in a public lavatory, be 
confused at all into believing that by such use he 
was purchasing defendant’s merehandise. 


AX. 


ce 


‘There is and has been no ‘‘unfairness” in plain- 
tiff’s conduct, as recited in defendant’s counter- 
claim, or otherwise, to warrant appheation of the 
‘non-competitive goods”’ doctrine. Any relation- 
ship between groceries of defendant's retail stores 
is extremely remote from the sanitary service by 
plaintiff supplied to lavatories. 


Dated this 18th day of June, 1947. 


LOUIS EE. GOODMAN, 
United States District Judge. 


Conelusions of Law 


Ik, 


This court has jurisdiction of the parties in the 
subject matter of this action. 


1 


It is not necessary under the express provisions 
of the Act, Title 35, §38, U. S. Code, and Title 15, 
§83, U, S, Code, to join the Commissioner of Patents 
as, a party.to, this. action. 
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This action requires a trial de novo, and is not 
an appeal from any decision of the Patent sii 
denying registration. [44] eel 


IV. 


Defendant has not been damaged, as asserted in 
its counterclaim, and cannot be damaged in the fu- 
ture, by any act of plaintiff in the use of his said 
trade-mark as so applied, nor can defendant be 
damaged by the authorization of this court to the 
Patent Office to grant registration of his trade-mark 
as prayed in the complaint. ; 


V. 


Plaintiff became the owner of said trade-mark 
‘Safe Way” as so applied, under the common law 
by adoption and use in October, 1933, and since said 
date has not abandoned the use of said mark, and is 
still the owner thereof. 


VI. 


The extensive use of the name “‘Safeway’’ by 
individuals, corporations or concerns other than de- 
fendant in this action in their corporate or busimess 
names, and such extensive use of said mark as a 
trade-mark as shown by many registrations of it 
prior to the time defendant in this action acquired 
title to the stores of its alleged subsidiary corpora- 
tions (in which it owned stock prior to acquirement 
of title) should bar defendant from opposing ap- 
plicant’s registration and warrant the ala of the 
relief prayed in the complaint. 
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The cireumstanees (even if true, but not shown 
by the evidence and not proven or capable of in- 
ference from the evidence) that the registration of 
plaintiff’s mark will cause confusion and mislead 
the public into belief that applicant’s goods are 
manufactured by or sponsored by defendant in this 
action, and that such would damage defendant, is 
not: damage of the character contemplated by 
statute, and the prayer for authorization of this 
court of [45] registration of plaintiff’s mark must 
be granted, sinee toilet seat covers and grocery items 
are not goods of the same descriptive properties. 


a. 


Toilet seat covers, under the law, are not of the 
same deseriptive properties as grocery items sold 
by defendant, such as paper towels or toilet tissues. 


wed. 

It is not baldly the law that ‘‘all that is necessary 
is that the corporation (opposer) come into exist- 
enee before the application to register by plaintiff 
is filed’’, in that the special cireumstances of each 
case must be looked into, and the law of unfair com- 
petition should be considered and correctly applied 
in every case. 

Dated this 18th day of June, 1947. 

LOUIS E. GOODMAN, 
United States District Judge. 

[Affidavit of service by mail.] 

[Endorsed]: Filed June 18, 1947. [46] 
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In the Distriet Court of the United States for the 
Northern District of California, Southern Divi- 
sion 


Civil Action No. 26230-G 


WARREN W. DUNNELL, 
Plaintiff, 
VS. 


SAFEWAY STORES, INC., a corporation of the 
state of Maryland, 
Defendant. 


JUDGMENT 


The above-entitled cause having come on regularly 
for trial, Honorable Louis E. Goodman, United 


States District Judge, presiding: 


Tt is hereby Ordered, Adjudged and Deereed as 
follows: 
He 


That this eourt has jurisdiction of the parties and 
subjeet-matter in this aetion. 


II. 


That the prayer of the complaint be, and the same 
is hereby granted, and the Commissioner of Patents 
is hereby authorized and directed to grant the regis- 
tration requested [48] by applieant (plaintiff 
herein) Warren W. Dunnell, in application for 
registration, Serial No. 453,099, filed May 19, 1942. 


00 Safeway Stores, Ine. vs. 
ie 


That the prayer of defendant-counterclaimant in 
its counterclaim be, and the same is hereby, denied, 
and that said counterclaim be, and the same is 
hereby dismissed at counterclaimant’s costs. 


EVs 


That plaintiff herein recover his costs and taxable 
disbursements herein in the sum of $116.14 and 
that execution issue therefor. 


“ntered this 18th of June, 1947. 


LOUIS E. GOODMAN, 
United States District Judge. 


Approved as te form as provided in Rule 5 (d). 


MIT CREEL 2 NEG, 
WILLARD 8. JOHNSTON, 
ORRICK, DAHLQUIST, NEFF, 
BROWN & HERRINGTON, 
Attornevs for defendant- 
counterelaimant. [49] 


(Acknowledgement of Receipt of Copy.) 
[Endorsed]: Filed and Entered June 18, 1947. 


[Title of District Court and Cause. ] 


NOTICE OF APPEAL TO CIRCUIT 
COURT OF APPEALS 


Notice Is Hereby Given that Safeway Stores, 
Incorporated, a corporation, Defendant and Coun- 
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terclaimant above named, hereby appeals to the 
Cireuit Court of Appeals for the Ninth Circuit 
from the final judgment entered in the above en- 
titled action on June 18, 1947. 


‘Dated: September 15, 1947. 


MITCHELL T. NEFF, 
WILLARD 8S. JOHNSTON, 
ORRICK, DAHLQUIST, NEFF, 
BROWN & HERRINGTON, 
Attorneys for Appellant. 


[Endorsed]: Filed Sept. 15, 1947. [51] 


[Title of District Court and Cause. ] 


DESIGNATION BY DEFENDANT AND COUN- 
TERCLAIMANT OF PORTIONS OF THE 
RECORD PROCEEDINGS AND EVI- 
DENCE TO BE CONTAINED IN THE REC- 
ORD ON APPEAL 


Comes now Safeway Stores, Incorporated, a cor- 
poration, Defendant and Counterclaimant above 
named, and having filed herein its Notice of Appeal 
to the Circuit Court of Appeals, hereby designates 
for inclusion and to be contained in the record on 
said appeal, the complete record and all proceedings 
and evidence in the above entitled action, including 
but not in limitation of the foregoing, all pleadings, 
the findings of fact and conclusions of law, the 
judgment, the opinion, all of the evidence received 
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at the trial of said action ineluding [52] the testi- 
mony of the witnesses, depositions and other docu- 
mentary and physical evidence, all exhibits exeept 
Exhibit N, the notice of appeal and the order dated 
September 16, 1947 for the transmission of exhibits 
to the Cireuit Court of Appeals. 


Dated: September 17, 1947. 


MITCHELL T. NEFF, 
WILLARD 8S. JOHNSTON, 
ORRICK, DAHLQUIST, NEFF, 
BROWN &€ HERRINGTON, 
Attorneys for Appellant. 


Receipt of a copy of the foregoing Designation is 
hereby admitted this 17th day of September, 1947. 


JOSEPH F. WESTALL, 
EDWARD F. WESTALL, 
WESTALL AND WESTALL, 
CHARLES M. FRYER, 
By CHARLES M. FRYER, 
Attorneys for Plaintiff and 
Counterelaim-Defendant. 


[Endorsed]: Filed Sept. 17, 1947. [54] 


[Title of District Court and Cause. } 


ORDER 


Good Cause Appearing Therefor, It Is Ordered 
that the Clerk of the United States District Court 
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for the Northern District of California, Southern 
Division, transmit the following exhibits and other 
documentary and physical evidence and the report- 
er’s transcript to the Clerk of the Cireuit Court of 
Appeals for the Ninth Circuit for use and inspec- 
tion by said Appellate Court in connéction with 
the appeal in the above-entitled action, and that at 
the conclusion of the appeal that said exhibits and 
other documentary and physical evidence and said 
reporter’s transcript be returned to the Clerk of 
this Court, to-wit: 


1. Plaintiff’s Exhibits through 6, both inclusive. 
2. Defendant’s Exhibits A, I, J, K, L, M, N, O, 
fee. Rk, 5, U, V and Xx. 


3. The photostatic copies of Defendant’s Exhibits 
b, C, D, E, F, G, H, T and W that have been 
substituted for the originals of said exhibits 
pursuant to the orders of the above-entitled 
Court. 


4. Deposition of Warren W. Dunnell taken in 
Los Angeles February 28, 1947. 


Dated: September 17, 1947. 
LOUIS KE. GOODMAN, 


Judge of the United States 
District Court. 


[Endorsed]: Filed Sept. 17, 1947. [55] 
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[Title of District Court and Cause. ] 


DESIGNATION OF PLAINTIFF AND COUN- 
TERCLAIM DEFENDANT OF PORTIONS 
OF THE RECORD PROCEEDINGS AND 
EVIDENCE TO BE CONTAINED IN THE 
RECORD ON APPEAL 


Defendant, Safeway Stores, Inc., has heretofore, 
on September 16 last, filed with the Clerk of the 
District Court its ‘‘Designation * * * of Portions of 
the Record Proceedings and Evidence to be Con- 
tained in the Record on Appeal.”* While said desig- 
nation appears to be of the whole record, in some 
respects it appears slightly ambiguous in that (while 
apparently implied) it has not specified clearly, par- 
ticularly: 

(1) Plaintiff’s exhibit 1, certified copy of the ap- 
plication of Warren W. Dunnell, Serial No. 453,099, 
filed May 19, 1942, for registration of the trade- 
mark ‘Safe Wavy’’ as applied to toilet seat covers, 
together with paper No. 13 of said application, 
namely action of the Patent Office in passing for 
publication in the Official Gazette. 

(2) Plaintiff’s exhibit 2, certified copy of papers 
1, 3, 5, 6, 7, 8, and 37 in Opposition No. 23,281, com- 
prising : 

(1) Notice of opposition of defendant in this 


case, filed in the Patent Office on April 6, 
1944, and its accompanying exhibits; 


(3) Patent Office notice of May 4, 1944, of said 
opposition ; 
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(5) Plaintiff-applicant’s response to Office Ac- 
tion of May 4, 1944; 
(6) Patent Office action of May 20, 1944; 
(7) Plaintiff’s answer to notice of opposition; 
(8) Office Action of June 6, 1944; and 
(37) Decision of April 24, 1946, of the First 
Assistant Commissioner of Patents, refus- 
ing applieant’s request for registration. 
(3) Plaintiff’s exhibit 3, Patent Office certified 
[56] copy of the testimony for both plaintiff-apph- 
eant and opposer-defendant in this case taken in 
said opposition proceeding No. 23,281, together with 
each of the exhibits offered in evidence during the 
taking of said depositions. 


We emphasize that each of these exhibits com- 
prising, as they do, important evidence in support 
of the decision of the District Court appealed from, 
and necessary to be fully considered by the Court of 
Appeals (and pages of the printed record to be in- 
dicated), that each of said exhibits be printed in the 
record on appeal. We also must emphasize that we 
do not have copies of these from which to work, and 
would be seriously handicaped unless they are 
printed in the appeal record. 


Dated this 24th day of September, 1947. 
WESTALL & WESTALL, 


Attorneys for Plaintiff- 
Appellee. 


By /s/ JOSEPH F. WESTALL. 
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We hereby certify that we have served the fore- 
going designation upon opposing eounsel, Orrick, 
Dahlquist, Neff, Brown and Herrington, by mailing 
with postage fully prepaid to the address of said 
attorneys, 405 Montgomery Street, San Francisco 
4, California, this 24th day of September, 1947. 


WESTALL & WESTALL, 


Attorneys for Plaintiff and 
Counterclaim Defendant. 


3v /s/ JOSEPH F. WESTALL. 
[Endorsed]: Filed Sept. 25, 1947. [57] 


[Title of Distriet Court and Cause. ] 
ORDER EXTENDING TIME TO DOCKET 


Good cause appearing therefor, it is hereby Or- 
dered that the Appellants herein may have to and in- 
eluding December 4, 1947, to file the Reeord on Ap- 
peal in the United States Cireuit Court of Appeals 
in and for the Ninth Circuit. 


Dated: October 24, 1947. 
LOUIS E. GOODMAN, 
United States District Judge. 
[Endorsed]: Filed Oct. 24, 1947. [58] 
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District Court of the United States, Northern 
District of California 


CERTIFICATE OF CLERK TO TRANSCRIPT 
OF RECORD ON APPEAL 


I, C. W. Calbreath, Clerk of the District Court of 
the United States, for the Northern District of Cali- 
fornia, do hereby certify that the foregoing 58 
pages, numbered from 1 to 58, inclusive, contain a 
full, true, and correct transcript of the records and 
proceedings in the case of Warren W. Dunnell, Pe- 
titioner, vs. Safeway Stores, Inc., a corporation, De- 
fendant, No. 26230 G, as the same now remain on 
file and of record in my office. 


I further certify that the cost of preparing and 
certifying the foregoing transeript of record on ap- 
peal is the sum of $10.70 and that the said amount 
has been paid to me by the Attorney for the appel- 
lant herein. 


In Witness Whereof, I have hereunto set my 
hand and affixed the seal of said District Court at 
San Francisco, California, this 2nd day of Novem- 
ber, A.D. 1947. 


[Seal] /3/ C. W. CALBREATH, 
Clerk. 


08 Safeway Stores, Inc. vs. 


In the Southern Division of the United States 
District Court for the Northern District of 
California 


Before: Hon. Louis E. Goodman, 
Judge. 


No. 26230-G 


WARREN W. DUNNELL, 
Plaintiff, 
VS. 
SAFEWAY STORES, INC., 
Defendant. 


REPORTER’S TRANSCRIPT 
Excerpt of Proceedings of March 12, 1947 
Counsel appearing: 


For plaintiff: Joseph F. Westall, Esq. 

For defendant: Willard Johnston, Esq. 

Mr. Westall: 1 offer as plaintiff’s exhibit No. 1 
a certified copy of the Application of Warren W. 
Dunnell, No. 453,099, filed May 19, 1942, for regis- 
tration of the trade-mark Safe Wavy, as applied to 
toilet seat covers. 

The Court: Any objection? 

Mr. Johnston: I understand opportunity will 
be afforded to cross-examine on any of these ex- 
hibits. 

The Court: Yes. The exhibit may be marked. 


(Certified copy patent application #453099 
marked Plaintiff’s Exhibit No. 1.) 
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Mr. Westall: We offer as plaintiff's exhibit No. 
2 certified copies of Papers 1, 3, 5, 6, 7 and 37 in op- 
position No. 23281 comprising Notice of Opposition 
filed April 6, 1944, and its accompanying exhibits. 
(Patent Office Record in Opposition—Safe 

Way marked Plaintiff’s Exhibit No. 2.) 


Certificate of Reporter 


I, F. J. Sherry, Official Reporter, certify that the 
foregoing page 2 is a true and correct transcript of 
the matter therein transcribed as reported by me 
and thereafter reduced to typewriting, to the best 
of my ability. 


/s/ ¥. J. SHERRY. 


Wednesday, March 12, 1947 
10:00 o’Clock A.M. 


The Clerk: Dunnell vs. Safeway. 
Mr. Westall: Ready for Plaintiff. 
Mr. Johnston: Ready. 


(After opening statements the following tes- 
timony was taken.) 
WARREN W. DUNNELL 


called as a witness on behalf of the Plaintiff; and 
having been first duly sworn, testified as follows: 


The Clerk: Will you state vour name to the 
Court? A. Warren W. Dunnell. 
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(Testimony of Warren W. Dunnell.) 
Direct Examination 
3v My. Westall : 

Q. Mr. Dunnell, I place before you a tabulation 
entitled “Safe Way Seat Cover—Number of Seat 
Covers Sold in Designated Territories’? from the 
date of Plaintiff’s Exhibit Q to the filing of the com- 
plaint in this case July 30, 1946, and I ask you if 
you prepared that statement? 


A. This is not the exhibit 1 believe you referred 
to. 


Q. Yes, [am referring to that now, beeause 


A. They are both the same. 

Mr. Westall: Wait a minute. T didn’t give you 
Exhibit Q. I thonght I gave the Court Exhibit Q. 
I have a copy of it here and perhaps T can hand up 
this copy. [2*] 

Mr. Johnston: That is perfectly agreeable. 

Mr. Westall: It is our office copy of the exhibit. 

The Court: Do you wish the witness to look at 
this? 

Mr. Westall: He knows what it is. 


(Paper handed to witness by the Court.) 


Mr. Westall: And Counsel has seen this exhibit 
before. It was taken from Mr. Dunnell’s deposition. 

Will you read the last question I put to the wit- 
ness, please, Mr. Reporter? 


(Question read.) 


* Page numbering appearing at top of page of Reporter’s certified 
Transcript of Record. 
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(Testimony of Warren W. Dunnell.) 

Q. (By Mr. Westall) You keep all your rec- 
ords of your company, the Sani-Gard Company, do 
you not? A. Ido. 

Q. And prepared that statement from an ex- 
amination of those records, did you not? 

A. Ihave, yes, sir. 

Q. Is that a correct tabulation of the number of 
Safe Way Toilet Seat Covers you have sold during 
the period from 1942, including 1946? 

Mr. Johnson: Just a moment, I don’t believe 
that is competent evidence at this time. In this case 
the Court is asked to reverse a decision of the Patent 
Commissioner on the basis of an application that 
was presented to the Patent Commissioner in 1942. 
In that case evidence was presented showing his 
sales and volume of business up to 1942. It does [3] 
not seem to me that since then and since the oppo- 
sition it is material to show what business, if any, 
he has done since that time. That has no bearing 
whatsoever on the validity of the Patent Office de- 
cision. 

Mr. Westall: You brought it out in the deposi- 
tion. 

Mr. Johnston: I brought it out for discovery, 
ves, but it hasn’t any bearing here. 

Mr. Westall: This is a trial de novo, and not an 
appeal. [f it was an appeal Counsel would be correct. 

The Court: It is a trial de novo, but I take it if 
there was a change of circumstance, or a faetual 
change between the hearing before the Commissioner 
and the hearing before this Court, that that would 
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not justify the Court, would it, in determining the 
matter differently than the Commissioner? While it 
is a trial de novo this Court does not act as a Patent 
Office examiner as if the matter were being for the 
first time presented here. 

It is a trial de novo, but only in the sense that the 
Court ean hear any other evidence that would be 
pertinent to the application that was pending before 
the Commissioner. 

Mr. Westall: It is possible vour Honor’s view 
is correet, but we thought inasmuch as we had a 
right to file this case and anything subsequent to that 
time as showing wide distribution and good repu- 
tation, that he had in doing business 


The Court: You wish to show that the business 
of this [4] company has inereased since the time of 
the application ? 

Mr. Westall: Yes, very much. In other words, it 
was only 72 million then that he sold. Now, it is 172 
mnilhon to date and he had tried to do that and he 
had a perfeet right to do it regardless of whether 
registration was granted. They have attacked in- 
ferentially and otherwise his good reputation for 
selling. That shows he has a good reputation and it 
shows the seat covers have a good reputation be- 
eause of the vast number he has sold. 

The Court: To that limited extent I will allow it. 
I think the objection might be technically correct, 
but for the limited purpose of showing there is a 
substantial business involved, I will allow it. 

Q. (By Mr. Westall) You have testified in the 
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opposition proceeding that during all the time you 
used Safe Way trademark as applied to toilet 
seat covers no instance of any confusion as to the 
source of manufacture, being you as the Sani-Gard 
Sales Company, has ever come to your attention. I 
will now ask you if any instance of any confusion as 
to the source of manufacture has ever come to your 
knowledge since the time of giving your testimony 
in the oppsition proceeding. 

Mr. Johnston: Same objection. 

The Court: Same ruling. The Court can con- 
sider any matters that reasonably bear even more 
recently on this matter. 

Mr. Westall: That is true so far as our counter 
claim is [5] concerned. I didn’t understand he was 
presenting his claim, his case on the counter claim 
now. 

The Court: Now, you have asked him two ques- 
tions and we have not had an answer to one of 
them yet. Will you read the first of the questions? 


(Record read.) 


The Witness: Yes, sir, this is a correct tabula- 
tion. 

Mr. Westall: Now, will you read the last ques- 
tion I put to the witness ? | 


(Record read.) 


The Witness: There has never come to my atten- 
tion any instance of confusion at any time since I 
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have been in business with respect to the sales of 
Safe Way Seat Covers. 

The Court: What do the sales amount to in 
dollars and cents in your business, annually, in the 
last two years? 

The Witness: You are interested in that and we 
have given you the figure of seventy-three and a 
half million, but up to the time of this opposition 
proceeding that would come to about $125,000,000. 

The Court: So that the year in which you sold 
$72.000,000 would amount to your volume of busi- 
ness In that year? 

The Witness: That is correct. 

Q. (By Mr. Westall): Do you own this busi- 
ness ? 

‘A. Tam the sole owner of the business. [6] 

Q. How long have you heen engaged in that 
business ? A. Sinee 1931. 

Q. That is exclusively your business, manufac- 
tiring and selling these seat covers ? 

A. That is my entire business. 

Q. And you are the sole owner? 

A. Iam the sole owner of the business. 

The Court: I will take an adjournment until 
two o’cloek. 

I don’t want vou to think I am trying to hurry 
you unduly in this case, but I don’t see that any 
purpose would be served in Counsel reading to the 
Court these long reeords. If there is any particu- 
lar evidence to look at, or if it is necessary for me 
to read all of it, I will do so, but it will be unduly 
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wasteful of the Court’s time to read all of this ree- 
ord during court hours. 

As I see it, there is not very much factual dispute, 
so if Counsel can present this afternoon the addi- 
tional testimony, we can consider the proper way of 
submitting the matter. 

I just wanted to make it clear to you that I am 
not intending to cut off either side from presenting 
anything they want, but I am trying to find a way 
of doing it without wnduly wasting time. 

Mr. Westall: I think in making my opening 
statement I believe I cited controlling circumstances 
which could be stated very briefly in a very few 
pages. The entire contents could [7] be stated in a 
few pages. 

Mr. Johnston: Of course, how much additional 
testimony Counsel has, or how long his ease will 
take, 1 don’t know, but I have one witness who is 
scheduled to be in Los Angeles tomorrow: I would 
like to have him heard today so that he can get 
away. 

The Court: I will hear him this afternoon. 


(Thereupon an adjournment was taken until 
two o’clock p.m.) [8] 


Afternoon Session, March 12, 1947 
2:00 o’Clock P.M. 


The Court: Proceed. 
Mr. Westall: I would. like to have Mn Dunnell 
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take the stand. There are just a few questions that 
I want to ask, formal questions in proof of allega- 
tions of the complaint which have been denied. 

The Court: Very well. 


WARREN W. DUNNELL 


recalled on behalf of the plaintiff; and having been 
previously sworn, testified as follows: 


Direet Examination 
(Resumed) 


By Mr. Westall: 

Q. L don’t believe you stated your residence? 

A. ITama resident of Los Angeles, California. 

Q. You are a citizen of the United States, are 
you not? A. Yes, lam. 

@. And yon are the plaintiff in this ease? 

A. I am the plaintiff in this case. 

Q. You were a part to the opposition proceed- 
ing No. 23,281 in the Patent Office, were you not? 

A. Yes, sir. 

Q. Since giving your testimony in said opposi- 
tion proceeding, has any instance come to your 
knowledge that anyone has ever mistaken the source 
of manufacture and of the distribution [9] and sale 
of your toilet seat covers? 

A. There has never come to my knowledge that 
anyone has ever mistaken that, but what Safe Way 
Covers were manufactured and originated by myself 
as the Sani-Gard Sales Company. 

Q. Since giving your testimony in Opposition 
‘Proceeding i No. ‘23,281, have you ever sold seat 
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covers under the trademark Safe Way to any other 
than the special class of purchasers mentioned by 
you in your testimony in said opposition proceed- 
ings in evidence? 

A. It has always been the same class of eus- 
tomers. 

Q. What has been your reputation as a distrib- 
utor of toilet seat covers under the name Safe Way 
since you first adopted that name and up to the pres- 
= ae 

r. Johnson: I object to that as calling for the 
opinion and conclusion of the witness cial as being 
self-serving testimony. 

The Court: What is the importance of that? 

Mr. Westall: We have asserted he has a good 
reputation and they have asserted or implied they 
have a good reputation in the distribution and we 
are trying to trade on their reputation, and we want 
to show we have a good reputation. 

The Court: That is the only purpose ? 

Mr. Westall: Yes. 

The Court: I will overrule the objection. 

The Witness: My reputation I think is a very: 
good one. I never had any complaints about the 
manner in which I have [10] conducted my business 
and I think the fact that I have sold as many as 
seventy-three and a half million covers since 1933 
up to the time of the opposition in a way speaks for 
itself as showing that I have a good reputation in 
the manufacture and distribution of that cover 
under the name Safe Way. 
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Q. (By Mr. Westall): Did anyone ever com- 
plain to you as to the quality or character of that 
product sold under the name Safe Way? 

A. I never had any complaint about my Safe 
Way product. 

Q. In Paragraph 9 of your verified complaint 
you allege your reputation in the sale of toilet seat 
covers under the trademark Safe Way as com- 
pared to any reputation the defendant may have is 
73,967,000 to nothing. Will you please explain a 
little more fully what vou meant by such a statement 
and state whether it is true. 

Mr. Johnston: That is purely speculative and 
the question is founded on a fallacy. 

The Court: That is argumentative. 

Mr. Westall: I know, but we have made the alle- 
gation. 

The Court: Irrespective of that, I don’t see how 
that aids the Court: I can ecaleulate that if the 
plaintiff sold seventy-three million and if the de- 
fendant has sold nothing, that that is the ease. 

Mr. Westall: That is what I think, but J wanted 
to be sure it was in evidence, or would be assumed 
or would be taken [11] judicial notice of by the 
Court. 

Q. What do you understand the nature of the 
reputation of the defendant to be from any personal 
observations in the distribution of products sold by 
them ? 

Mr. Johnston: I object to that. 

The Court: What is the importance of that? 
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Mr. Westall: They are insisting they have a 
very good reputation and we were injuring the 
reputation. 

The Court: Suppose we grant both sides have 
good reputations, would that make any difference? 

Mr. Westall: Yes, because he wouldn’t have 
any reputation, good or bad, in selling a product 
they ever sold. They couldn’t have a good reputa- 
tion in the sale of a product if they never sold or 
never had anything to do with the product Mr. Dun- 
nell handles. 

The Court: Of course, the Court can draw that 
conclusion. 

Mr. Westall: Yes, and the Court can draw the 
conclusion that any good reputation they have refers 
to the 

The Court: I don’t think those questions are in- 


volved in the factual pictures here, are they? 

Mr. Westall: I think that many of these things 
can readily be inferred from the evidence. 

The Court: J think you can make your argu- 
ment as to these matters. 

Mr. Westall: If there are sufficient facts before 
the [12] Court—I made allegations and they are 
denied and my only purpose was to ask these ques- 
tions for that purpose. 

The Court: Are there any other questions you 
have in mind ? 

Mr. Westall: J now withdraw the question. 

Q. To your knowledge, has the defendant in this 
ease ever, not having any such product as your’ 
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Safe. Way covers to sell, expressed a desire to 
sell that product? 

The Court: I thought the statement was made 
by Counsel that the Safeway Stores do not. sell 
that. - 

- Mr. Johnston: That is correct. 

Mr. Westall: And furthermore, never expressed 
any desire to sell. 

The Court: You have already offered in evi- 
dence some letters in which the company stated it 
was not interested in selling. 

Mr. Westall: Yes, we have, and there may be 
several. 

Q. Did the defendant in this ease or any of its 
subsidiary stores ever at any time sinee you began 
the use of the name Safe Way, complain to you or 
ebjeet to such use on any ground whatsoever? 

A. IT never had any complaint from Safeway 
Stores. 

Q. Do you know whether or not the defendant in 
this ease had any notiee prior to the opposition pro- 
ceeding heretofore referred to of vour extensive 
use of your trademark so applied? [13] If so, please 
explain. 

A.- Yes, they had notice along the lines of this 
distribution of my Safe Wav covers in this terri- 
tory, San Francisco and Oakland, as well as other 
parts of the country, by reason of the facet that I 
installed these Safe Way covers in publie restau- 
rants, and many other places; and also in one in- 
stanee in Los Angeles one of the jobbers that I dis- 
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tributed Safe Way covers to made a request I go out 
and install some of my Safe Way covers in one of 
their subsidiaries. ; 

Mr. Johnston: Just a minute, Mr. Dunnell, ex- 
cuse me for interrupting, but I must objeet to this 
entire answer as not responsive to the question. He 
is giving a long speech and is proceeding with gen- 
eral and vague statements as to what we might have 
notice of. 

Mr. Westall: But I said, ‘‘If so, please explain,’’ 
and he is explaining. 

The Court: Did you ever have any communica- 
tion with any officers or representatives cf the Safe- 
way Company with respect to your product? 

The Witness: Through one jobber in Los An- 
geles I installed some of my equipment and the 
covers in one of their subsidiary companies, as I 
understand it, the company being the Lucerne 
Creamery and Butter Company. 

Mr. Johnston: T will ask that that answer be 
stricken unless the details as to the time and place 
and on whose order, [14] and where it was installed, 
are given. 

Q. (By Mr. Westall): Did you actually install 
those yourself in this subsidiary company of the de- 
fendant corporation in this case. A. I did. 

Q. And they were labeled ‘‘Safe Way Cabinets”’ 
and you sold them as ‘‘Safe Way Cabinets’? and 
‘“Safe Way Covers’’ for use in the cabinets? 

A. I didn’t make the sale directly myself, but 
it was done by one of my jobbers. 


72 Safeway Stores, Inc. vs. 


(Testimony of Warren W. Dunnell.) 

Q. But you installed them? 

A. They called and requested I make the instal- 
lation beeanse the Lucerne were having difficulty m 
getting the cabinets mounted on the wall. 

The Court: When was this? 

The Witness: This was prior to filing the oppo- 
sition, as I remember, in 1941 or 1942. 

The Court: Is this matter covered in the rec- 
ord? 

Mr. Westall: No, that isn’t covered in the record. 

Q. Are you and have you been dissatisfied with 
the decision of the Commissioner of Patents on his 
refusal to grant your application for the registra- 
tion of the trademark Safe Way as applied to toilet 
seat covers? 

A. No, IT have not been satisfied. 

Q. Did vou appeal to the United States Court 
of Customs and [15] Patent Appeals from said de- 
cision with which you were dissatisfied ? 

A. No, I didn’t appeal to that court. On the 
other hand Tf filed this action in this court. 

Q. You clected to file this suit instead of filing 
the appeal? 

A. Uso elected. 

Q. Did the denial of your application for regis- 
tration of the trademark Safe Way as applied to 
toilet. seat covers injure vou in any way, and if so, 
please explain? 

Mr. Johnston: I object to that as leading and I 
also object. on the ground it calls for the conelusion 
and opinion of the witness. 
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The Court: What is the competency of that? 

Mr. Westall: What we want to show and what 
we think the Court will take judicial notice of when 
we come to arguing the case is that denial of regis- 
tration is the denial of a distinct right of ours as 
granted under the constintution. 

The Court: The law gives a man a right to regis- 
ter a trademark. He doesn’t have to make any 
further showing than he is entitled to registration. 

Mr. Westall: That is true, but we want to show 
the Court simply that he had been prohibited from 
marking his product ‘“Trade-mark Registered under 
the Federal Laws’’. 

The Court: I will take judicial notice of that. 

Mr. Westall: And also he would be excluded [16] 
from access to the Federal Courts where we usually 
get better justice than we do in the state courts. 

The Court: We thank you for the compliment, 
but I think that is unnecessary as an evidenitiary 
matter. If Plaintiff is entitled to have this trade- 
mark registered the Court will decide in his favor 
irrespective of whether it carries benefits with it or 
not. I don’t see how this is evidentiary matter, 
Counsel. 

Mr. Westall: It runs into argument, I will ad- 
init, and it is pretty hard to distinquish between 
what the Court will take judicial knowledge of in a 
trial] de novo and on appeal. 

Incidentally, I found Exhibit Q here. 

Q. Will you please state if you know, the amount 
of capital invested by you in the promotion, ad- 
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vertising and sales of your Safe Way Seat Covers 
during the time you first adopted and used that 
name ? 

A. That amounts to approximately $20,000. The 
exact figures as I took them off of my books were 
£19,732.92. 

The Court: Do yon manufacture the covers your- 
self ? 

The Witness: Yes. 

The Comt: And you distribute them after you 
manufacture them? 

The Witness: Yes. 

Q. (By Mr. Westall): Where is that manufac- 
turing plant. A. In Los Angeles. [17] 

Mr. Westall: Plaintiff rests. 

(Plaintiff Rests) 


Cross- Examination 


By Mr. Johnston: 

Q. Mv. Dunnell, when did vou make this installa- 
tion in the Lucerne Creamery ? 

A. My recollection of it was approximately 1942, 
the first part, I think, and it was in January or Feb- 
rary or March of 1942. 

Q. When did vou last check about the date of it? 

A. At the time of the filing of this opposition 
some questions arose as to how I might have— 
whether I had sold my Safe Way Seat Covers to 
the Safeway Stores and I remembered that particu- 
lar instance, so I got in contact with the Ingraham 
Papcr Company of Los Angeles. 


Warren W. Dunnell 1S 


(Testimony of Warren W. Dunnell.) 
Q. When? 
A. At the time the opposition was filed to this 


Q. January in 1942? A. Or 1944. 

@. The opposition was filed in 1944? 

A. That’s correct. 

Q. And that is when you last examined into this 
matter ? eee Chats iehit. 

Q. And you haven’t checked into any records 
since then to see when that was? 

A. I checked it at that time. 

Q. And vou are not sure whether it was 1941 or 
1943 or 1942, [18] as a matter of fact, are you? 

A. Jam sure it was the first two or three months 
of 1942. 

Q. You are sure it was the first two or three 
months of 1942 and not the sixth or seventh months? 

A. My recollection is that it was in the month of 
March. 

Q. Where was this installation made? 

A. In the Lucerne Creamery and Butter Com- 
pany on the corner of Alameda and Vernon Avenue 
in Los Angeles. 

@. What did the installation consist of ? 

A. It consisted of maybe six to eight of my Safe 
Way Dispensing Cabinets. 


Did yon install them yourself? 
Yes, sir. 
At that time? A. Yes, sir. 


Do you know whether they are there now? 
I do not know. 


>OoPO 
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Q. You did that personally yourself? 

A. Yes. 

Q. Did you talk to anybody at the Lucerne at the 
time? A. Oh, yes. 

Q. Who did you talk to? 

A. I had to find the janitor or the superintend- 
ent, or whatever he was ealled, in charge of the 
building and have him point out the rest rooms 
where they wanted to put them. [19] 

Q. Did you have any discussion there at that 
time with respect to the use of the name Safe Way? 

A. None at all. 

Q. None at all with anybody? 

A. None at all with anybody. 

Q. And you talked to the janitor about the 
matter? he haisericht. 

(. And the name appeared on these dispensing 
eabinets vou installed just as it appeared on the 
sign out in front, is that correct ? 

A. I don’t know what you refer to. 

Q. Wasn't the name ‘Safeway’ elsewhere in the 
place? 

A. No, my recollection is that it was the Lucerne 
Creamery. 

Q. You don’t recall whether it had the name 
‘‘Safeway’’ out there? 

A. No, I don’t reeall it did. 

Q. Will you give us a breakdown of this item of 
some $20,000 of advertising expense ? 

A. Yes, there are two parts to that expenditure; 
part of it was for literature, catalog matter, adver- 
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tising and trade papers, and directories, and things 
of that kind; and another part was for travelling 
expenses throughout the country to promote the sale 
of the product. 

Q. How much was for the first part, that is, liter- 
ature and circulars and letters, and so on? [20] 

A. It was between five and six thousand dollars, 
that part of it, and the balance was for travelling 
expenses. 

Q. The balance was for travelling expenses? 

em es, Sir. 


Q. That is, about $15,000 was for your travelling 
around the country promoting the sale of your prod- 
uet. A. That’s correct. 

Q. Your train fare, for example? 

A. That’s correct. 

Q. And your gasoline bill ? A. “Yes, sir. 

Q. That kind of thing? A, Yes, sim 

Mr. Johnston: I think that’s all. 


Redirect Examination 


By Mr. Westall: 

Q. The cabinets you installed for the conipany 
you referred to contained your toilet seat cover 
marked Safe Way, did they not? 

A. The toilet seat cover? 

Q. Not the toilet seat cover alone marked with 
it, but the band on them, around your product ? 

A. The toilet seat covers had been delivered by 
the jobber as well as the dispensing cabinets, and I 
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went out and lent my help and instrueted them, 
telling them how to put the dispensers in. [21] 

Q. You saw those fillers at the time you were 
there marked with your trademark Safe Way, 
as vou have described ? A. Yes. 

Mr. Westall: I believe that’s all. 


Reeross-Examination 


By Mr. Johnston: 

Q. What period of time is covered by that ad- 
vertising expense vou mentioned ? 

A. From 1933 to the present time. 

Mr. Johnston: Phat’s all. 

Mr. Westall: That's all. 

The Court: Tlvaes alll, 


DRUMMOND WILDE 


ealled as a witness on behalf of the defendant out of 
order; and being first duly sworn, testified as fol- 
lows: 


The Clerk: Will vou state vour name to the 
Court ? A. Drummond Wilde. 

Mr. Johnston: Before J proceed with this wit- 
ness, vour Honor, there is one matter I should have 
mentioned. I will wish to call Mr. Dunnell further 
in our affirmative defense, and I was simply ques- 
tioning him with regard to one or two matters, but 
I wanted to get on with this witness now as quickly 
as possible. 

The Court: Very well. [22] 
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Direct Examination 


By Mr. Johnston: 

Q. What is your position with Safeway Stores? 

A. Iam a lawyer in charge of the legal depart- 
ment of the Oakland office, or the head office. 

Q. That is the head office, is it not? 

A. Yes. 

Q. How long have you been with the company? 

A. I have been with the company and its pre- 
decessor since February of 1931. 

Q. Will you indicate very briefly to the Court 
the history of the company? 

Mr. Westall: That is objected to. It is really 
covered in the depositions that were heretofore 
taken. Mr. Wilde testified and they produced the 
corporation papers and various papers and ampli- 
fied it very thoroughly in the depositions now in 
evidence. 

Mr. Johnston: If the Court please, it was my 
thought that the very quickest and simplest manner 
of getting this picture before the Court was in this 
fashion. 

The Court: It is a very brief statement. I will 
overrule the objection. 

The Witness: Safeway Stores, Incorporated, a 
Maryland Corporation, which is the defendant in 
this action, was organized in 1926 for the purpose 
of taking over two retail [23] operations, retail 
grocery operations. From 1926 until the end of 1942, 
with an exception which I will mention in a few 
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moments, all operations of the Safeway organiza- 
tion in this country as well as those in Canada 
were carried on by wholly-owned subsidiaries. The 
operations consisted of primarily the retail grocery 
store business with related distribution and manu- 
facturing facilities as well as procurement or buy- 
ing facilities. 

In 1941 the defendant commeneed operating 
stores in Utah which were taken over from other of 
its subsidaries at that time. In the same year the 
company took over the operations of two chains in 
the east coast and New York City area and New 
Jersey area. 

Later in 1942 the current eompany, which is a 
Maryland company, took over the retail operations 
of one of the subsidaries in Arkansas and Okla- 
homa. At the end of 1942 all United States retail 
subsidaries and all United States wholesale and 
manufacturing subsidaries with one exception were 
dissolved and liquidated and their operations in- 
cluding goodwill and trade-marks and trade names 
were transferred to the Maryland company, the de- 
fendant in this aetion, and since the end of 1942 the 
Maryland company has conducted all retail opera- 
tions in this court, whieh are located in approxi- 
mately twenty-three states and the Dhistriet of 
Columbia. 

In the meantime the Canadian operations which 
are conducted [24] through Canadian subsidaries 
have been condueted, and they are still conducted by 
those Canadian subsidaries. 
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Q. (By Mr. Johnston): What products in gen- 
eral are handled by the company ? 

A. The retail stores handle the usual grocery 
items, such as canned goods, coffee and tea, tobacco 
and tobacco products, and candy, dried foods, dairy 
products, eggs, beverages, produce, meat, poultry, 
as well as a number of household items which are 
generally as follows: 

Light globes, matches, paraffine wax, brooms, 
clothespins, floor waxes, furniture polishes, glass 
cleaners, insecticides, metal polishes, shoe polishes, 
toothpicks, brushes, mops, oyster pails, paper trays, 
razor blades, shopping bags, and paper products, 
such as drinking cups, paper bags, paper napkins, 
paper towels, facial tissue, toilet tissue, wax paper 
and sanitary napkins. 

Q. What are the principal manufacturing busi- 
nesses engaged in by the defendant? 

A. The slaughtering of meat and packing of 
meat products. Wait, before I go into this, I want 
to be sure you don’t want me to include any of the 
subsidaries. My hestitation is due to trying, vour 
Honor, those cases in which only the subsidaries 
may engage in these particular operations. 

Q. Yes, I want you to include the subsidiaries 
also. 

Mr. Westall: We might object to that question 
on the [25] ground that the manufacturing activi- 
ties are not material at all. 

The Court: I would rather have some knowledge 
of the nature of the business of the defendant. I 
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don't see how it eould be harmful to you. Objection 
overruled. 

Mr. Johnston: It is our point that our business 
is so complete and full that ‘‘Safeway’’ means this 
operation. 

The Witness: The slaughtering of meat and 
packing of meat products, processing or packing of 
shell eggs and frozen egg products, the processing 
of fresh fish to frozen form, the packing of canned 
meal, the processing and packing of poultry, roast- 
ing and packing of coffee, and the packing of tea, 
and in some cases the packing of produce where we 
get if in the bulk and repack it in the smaller con- 
tainers, the manufacture of bread and bakery prod- 
ucts such as cake and cookies, Also, the manufacture 
of erackers, gelatin, desserts powders, the process- 
ing of butter, the processing and bottling of fluid 
milk, cream, cheese and other dairy products; the 
manufacture and bottling of soft drinks. The pack- 
ing of eanned fruits and vegetables in hermetically 
sealed containers; the manufacture of salad dress- 
Ings, peanuts butter, and food flavorings, syrups 
and mannfacture of candy bars. 

Mr. Westall: We move to strike that answer as 
all totally incompetent, irrelevant and immaterial to 
any issue in the ease. [26] 

The Court: Denied. 

Q. (By Mr. Johnston): Mr. Wilde, how is the 
> used in the company’s business? 

A. The name ‘‘Safeway’’ is used to a large ex- 
tent alone to designate the company and particu- 
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larly the retail stores which are operated by the 
company. 

Q. Will you state what you mean when you say 
‘falone’’? 

A. Just the word ‘‘Safeway’’ appears on store 
signs, the outside of the stores, and it appears in 
newspaper advertising. It was used in radio adver- 
tising which is sponsored by the eompany or its sub- 
sidaries. It advertises those products—advertised 
on billboards, cards and to some extent in handbills, 
but to a very minor extent, and in general, through 
the usual forms of advertising media. 

Q. Mr. Wilde, do you have with you any sample 
items of this tvpe that you have mentioned that 
appeared in the Los Angeles publications during 
the 30’s? 

Mr. Westall: If the Court please, we have a 
whole bale of those newspaper advertisements in 
evidence at the taking of the deposition in the 
Patent Office, a great big envelope full of them, and 
it seems to me this is unnecessarily repeating and 
repetitious. 

Mr. Johnston: If your Honor please, in response 
to the objection that this is repeitious, it is quite true 
that newspaper items were introduced in the Patent 
Office proceeding. [27] If Counsel will stipulate the 
same general type of ad we want to show was run 
during the earlier period which is important as 
showing notice of our use to this defendant which 
I think he denies in this case, I am perfectly agree- 
able to not offer any further ads. 
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Mr. Westall: If the witness will state that is the 
faet, we can probably aecept that without introdue- 
ing it. 

Q. (By Mr. Johnston): You have seen the 
sample ads that were introduced on the taking of 
the deposition of Mr. Selby—by the way, as a matter 
of faet, yon conducted that examination as attorney 
for the eompany ? A. Yes. 

Q. Are those representative of the advertise- 
ments that appeared during the 30’s? 

A. Do you want me to take one of them or go 
through all of them? 

Q. Can von state on the basis of your reeollec- 
tion whether that is true? 

A. In general there was a variation, I believe, 
in the early 30’s. 

Q. Will vou state what that was? 

A. The variation was that in a number of cases 
the statement on the ad which on this particular ad 
which is Opposer’s Exhibit No. 12, the signatire 
reads ‘‘Safewav’’. On some of the earlier ads the 
signature read “Safeway Stores’’. newspapers [28] 
and reproduction of the ads I have with me indicate 
that the word ‘‘Safeway”’ alone was used at times in 
the body of the ads. 

Q. What were the prineipal forms of advertis- 
ing media used by the company ? 

A. In what period? 

Q. During the 30’s. 

A. Newspaper advertising which ineludes daily 
papers as well as weekly papers, farm papers and 
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magazines, ‘‘The Family Circle’? magazine, which 
was the magazine which was distributed in our stores 
free of charge—and radio. We have had several 
radio programs in the early 30’s which Safeway spon- 
sored. 

Q. Were there any of those programs released 
in Los Angeles? 

A. The records which were furnished to me in- 
dicate they were broadcast over stations in Los An- 
geles as well as elsewhere. 

Los Angeles and San Francisco? 

Yes. 

And other communities? 

Well. not over the entire organization. 

Can you indicate where they were released? 


POPrPOPr®O 


There was one broadeast, one program that 
was broadcast in November, 1930, to May 15, 193], 
released over Station KGO, San Francisco, KFT, 
Los Angeles, KTAR, Phoenix, KOMO, Seattle, 
KSL, Salt Lake City, KOA, Denver, KFSD, San 
Diego, and KGW, Portland. [29] 

The Court: Counsel, there is no dispute, is there, 
that these Safeway Stores go by the name of Safe- 
way and they are widely advertised ? 

Mr. Johnston: J understand there is a dispute as 
to the meaning of the word ‘‘Safeway”’ as meaning 
the defendant corporation and that is what: this 
proof is directed to in part. 

The Court: Are there any Safeway stores in Los 
Angeles? A. Yes. 

The Court: A number of them? A. Yes. 
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Q. (By Mr. Johnston). Approximately how 
many, if you know? 

A. My recolleetion is in the neighborhood of two 
hundred. 

Q. At the present time? 

The Court: JI didn’t quite understand what you 
meant when you said there is a dispute as to the 
meaning of the word. 

Mr. Johnston: It is one of onr basie eonten- 
tions in this ease that the word ‘‘Safeway’’, your 
Honoz, by reason of our extensive use of it has come 
to mean Safeway Stores, Incorporated, to the pub- 
lie. It has a seeondary meaning. It means, first, it is 
a safe way—two words; then the combination of 


2 


the word ‘“‘Safeway’* means the defendant corpora- 
tion. That is our purpose. 

The Court: It is identified with the business of 
the defendant corporation? [30] 

Q. Exactly, and the cases say and the statute 
says and the Trademark Act says if that is the case 
then no one else may register the name. 

The Cowt: Even in some other business that 
has no connection with the business your plant is in? 

Mr. Johnston: Yes, for example, a case in poimt 
is that of Radio Corporation of America vs. Rayon 
Corporation of America. In that ease Rayon Corpor- 
ation applied to register the initials ‘‘RCA”’ for a 
RCA fabrie which they were turning out, a textile 
material. Radio Corporation of America came in 
just as Safeway comes in with this ease and opposed 
the registration on the ground that ‘‘RCA’’ meant 
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‘‘Radio Corporation of America.’’ The case was tried 
in the Patent Office and was appealed to the Court 
of Customs and Patent Appeals, the Appellate 
Court in this matter, and that Court held that the 
evidence showed that RCA by reason of the exten- . 
sive use in advertising of the name over a period of 
years by Radio Corporation of America had come 
to mean to the public ‘‘Radio Corporation of 
America’’, and for that reason the name could not 
be registered under the Trademark Act as ‘RCA 
Fabric”’ for a textile material, even though there 
was no similarity whatever between textiles and 
radios. 

The Conrt: I ean understand the opinion in that 
case as applying to the use of special letters. but so 
far as the [31] use of ordinary words is concerned, 
are there decisions that hold to that effect? 

Mr. Johnston: Yes, your Honor, but there is no 
word “Safeway’’. The word ‘‘Safeway”’ doesn’t ap- 
pear im the dictionary. ‘‘Safeway’’ is a fanciful com- 
bination which is like RCA”’. 

The Court: But in this diagram which has been 
handed to me there are two words used, ‘‘Safe’’ and 
“Woay’’, and they are separate on this, what I 
assume from what you gentlemen say, diagram of 
a ie seat cover. | 

. Johnston: Apparently 

2 Court: Isn’t that a little different than the 
situation where there is the use of a well-known 
svinbol of a company such as RCA 2? 

Mr. Johnston: J think not. That point was made 
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and eonsidered in the Patent Office and it was held 
that the use of those two words in combination by 
reason of their specified use of those words, which 
means us, is unfair to us and in violation of the 
statute when they seek to do that. 

The Court: It looks to me like this entire matter 
is nothing more than a legal question. You have a 
record showing the nature of the business of the de- 
fendant and the nature of the business of the plain- 
tiff and the nature of the trademark and what it is 
used for and how the defendant conduets his busi- 
ness. It seems to me it is purely a legal question. 

Mr. Johnston: Exeept we [82] are trving to 
prove the issue which is, as I wnderstand it, that 
“‘Safeway’’ means us. That is the point, and that, I 
take it, is a faet, and I understand Counsel does not 
coneede that. 

Mr. Westall: No, I don’t coneede that, and 
neither do I coneede Counsel’s application of the 
decisions. We will have decisions, too. 

The Court: We will have to argue that. 

Mr. Westall: Yes, we will have to argue that, 
rather than take up the time of the Court now. 

The Court: I only interrupted now beeause it 
looked to me like the number of documents the wit- 
ness has with him would mean that he was going 
into many matters. that are not in dispute. 

Mr. Johnston: I wanted to get the picture before 
the Court, the great lengths to which we have gone 
in. our program to give that meaning to the term 
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“Safeway”’ as applied to Safeway Stores, Incerpor- 
ated. | 

The Court: All right. I will have to interrupt 
this case for a few moments to settle a matter in 
connection with a jury I have out in another case. 


(Recess. ) 


The Court: You may proceed. 

Q. (By Mr. Johnston): You mentioned one 
program that came [33] from Los Angeles. 

A. Yes. 

Q. And there were other programs? 

A. There were other programs. Another pro- 
gram sponsored by Safeway, according to our ree- 
ords, was broadcast in 1933, commencing about Feb- 
ruary or March and going through November. 

Q. What was the name of that program? 

A. The title of that program was “Safeway to 
Happiness,’’ and it featured Eddie Peabody. 

Q. Do you have a sample of one of those pro- 
grams? 

Mr. Westall: We object, incompetent, irrelevant 
and immaterial. 

Mr. Johnston: Your Honor, I haven’t yet 
offered it or shown what it was—what I proposed 
to do. 

The Court: All right. 

Mr. Johnson: I ask that this be marked for 
identification. 
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* (The transeript of radio program was there- 
upon marked Defendant’s Exhibit A for Identi- 
fication. ) 


Q. (By Mr. Johnston): I show you, Mr. Wilde, 
Defendant’s Exhibit A for Tdendification, and I ask 
you if that is a transeript of the Eddie Peabody pro- 
gram as given on Friday, November 3, 1933? 

A. If is, according to the information reecived 
by me from our advertising department. 

Q. According to the information yon received 
from the advertising department and their records ? 

A. ues. 

Q. And these records are kept im the regular 
course of business ? 

A. It may have come from the nroadeasting com- 
pany records. They retain scripts of the progiwms. 

Mr. Johnston: I will offer this exhibit in evi- 
dence as a representative and sample and type of 
radio program given by the company at that time. 

Mr. Westall: It is objected to as ineompetent, 
irrelevant and immaterial to any issue in the case. 

The Court Is this a part of the reeord, or is this 
in addition thereto? 

Mr. Johnston: This is in addition and I might 
say. I have here a copy of it and your Honor will 
see that the word ‘‘Safeway’’ was used throughout 
the program alone and without reference to the 
‘“‘Stores’’ or the ‘‘Ine.’’. It was advertised and 
presented as Safeway’s program, and that is onr 
purpose in offering it at this time. 
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The Court: All right, let it be admitted. 


(The document in question, previously 
marked Defendant’s Exhibit A For Identifica- 
tion, was thereupon received in evidence. se 


The Court: Can’t you shorten this econ gen- 
eral question [35] that the company conducted ra- 
dio broadcasts referring to the stores as *“Satfe- 
way’’? | 

The Witness: Yes. Fab 

Q. (By Mr. Johnston): What were the prinei- 
pal media used ? | 

A. Those which I named a few moments ago. 

Q. Have yon yourself made any observations of 
the use of the name ‘‘Safeway”’ to identify the de- 
fendant organization by members of the public nét 
connected with the defendant organization ? 

A. On the course of my activities both here and 
outside of town I have had occasion among strangeis 
to identify myself when I have been asked with 
whom I work and with whom I am connected in a 
business way and I generally answer the inquiries 
by saying, ‘‘I am with Safeway’. In those cases, 

generally speaking, there was no further informa- 
fon as to the name of my employer. 

Q. As far as you can tell, they midemeae Eat 
you meant by “‘Safeway’’? A. Yes®,, 

The Court: I am sorry, gentlemen, 1. will have 
to interrupt this case again. I have a jury. coming 
in on another case on trial. Aa 


(Recess. ) 
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The Court: You may proceed. 

Mr. Johnston: As I mentioned this morning, I 
have a [86] witness, Mr. Knight, and may I with- 
draw Mr. Wilde temporarily and put Mr. Knight 
on? 

The Court: Yes. 


JOHN B. KNIGHT, 


called as a witness on behalf of the defendant; 
and having been first duly sworn, testified as fol- 
lows: 

The Clerk: Will you state your name to the 
Court? A. John B. Knight. 


Direct Examination 
By Mr. Johnston: 


Q. Your residence, Mr. Knight? 

A. 1009b North Glendale Avenue, Glendale, Cali- 
fornia. 

Q. What is your business? 

A. Market and consumer research. 

Q. With what company are you associated? 

A. Knight and Barker. 

Q. Is that connected with Safeway Stores, In- 
corporated ? A. Not in any way, sir. 

Q. How long have you been in that business? 

A. Since 19388—about nine years. 

Q. Will you tell the Court very briefly what 
kind of work you do in your business? 

A. Our business is to inquire into the habits and 
understanding of people with regard to consumers’ 
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goods in the case of brand preference or where they 
purchase their merchandise in [87] the ease of 
stores, what they think about a product, or what 
they think about an idea, and from and by means 
of a representative cross-section we bring back a 
report which is representative of the entire popu- 
lation in this study. 

Q. Could you indicate the kind of clientele you 
have ? 

A. We serve the Bank of America, the Sunset 
Magazine, the Scripps-Howard newspapers, partic- 
ularly the San Francisco News in San Francisco, 
the Pacific Gas and Electric Corporation, Spark- 
lettes Bottling Company and many other corpora- 
tions, large and s arily business houses, 
however. 

@. Have you been employed by Safeway ? 

A. We have. 

Q. To perform a job? A. We have. 

Q. And what was that job? 

A. We were asked to perform a public opinion 
survey or to determine what the people understand 
the name ‘‘Safeway’’ to mean. 

Where ? A. In Los Angeles County. 
When was this employment? 
The latter part of November of 1946. 
Did you accept that engagement? 
We did. 
Will you state generally how your: survey 
is conducted? [388] 
A. The first step of the performance of the sur- 
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vey is the preparation of a questionnaire which will 
yield the information required on the particular 
point involved. After we have prepared the ques- 
tionnaire we decided arbitrarily the number of in- 
terviews which we believe would be required, and 
we use as a method of arbitrary measurement a 
chart like this, a statistical chart published by the 
Fellows of Harvard University. This is a copy of 
that ehart whieh tells us the number of interviews 
we have to make to obtain a maximum margin of 
error, or whatever percentage our client desires. 
Mr. Johnston: I ask this chart be marked for 
identification. 


(The chart in question was thereupon inarked 
Defendant’s Exhibit B For Identification.) 


QO. (By Mr. Johnston): ‘The chart we have just 
referred to for identification as Defendant’s Ex- 
hibit B, is the basis on which vou determine the 
number of questions that must be asked ? 

A. ‘The number of respondents we must seck. 

Q. Yes. 

A. his is.a ‘rule of thumb’ measurement. I will 
deseribe the statistical principle used in deciding 
the method. This is a chart telling our elient how 
many interviews and the calls. After we have de- 
termined the number of interviews we are going to 
make in a given area, as Los Angeles, we [39] pro- 
portion each of the interviews with each of the 
marketing areas in exact proportion as the popula- 
tion, or each: interview or marketing area as they 
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bear, the relationship they bear to the total popula- 
tion. That gives us a proper distribution of our” 
interviews. - 

Mr. Johnston: I ask this be marked ag Defend-' 
ant’s Exhibit next in order for identification. 


(The map of Los Angeles County was Pa: e, 
upon marked Defendant’s Exhibit C For Iden- 
tification.) 


Q. (By Mr. Johnston): Now, T hand you Ex-: 
hibit C For Identification and I ask you what that 
is. 

A. This is a map of Los Angeles County which 
is identical with the market area map published by 
the Regional Area Planning Commission of Los 
Angeles. 

Q. That is the map that is the basis of he sur- 
vey you are about to describe? A. Correct. 

Q. Will you proceed ? 

A. After the questionnaire is prepared and the 
map and the distribution of the interviews is deter- 
mined on, we call in our interviewers, some of whom 
we have employed on a full-time basis and others we 
dvaw from a common pool used by other people in 
the same business as us and we carefully train them 
on the use of the questionnaire they are to use in the. 
field. In no case are these people given the name: 
or [40] allowed to learn the identity of the elient,: 
for the reason that that would suggest a bias to the 
interviewer and give him a personal reason, per-" 
haps, or allow him to pass that information: 6n toa 
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respondent who might bias his reply, so the identity 
of the client remains absolutely anonymous as far 
as the interviewer is concerned and also, of course, 
in the ease of the respondent. 

Q. Are the interviewers told the purpose of the 
inquiries, or which are relevant to the survey and 
which are not? 

A. No, they are not told the purpose of the 
survey in any manner, shape or form. ‘They are 
instructed to use an individual questionnaire for 
each respondent and to read from the questionnaire 
at every time they make an interview and not to 
differentiate in any manner, shape or form from 
the actual printed questionnatre. 

Mr. Johnston: I wonld like to have that copy of 
the questionnaire marked as Defendant's Exhibit in 
order for identification. 


(The document in question was thereupon 
marked Defendant’s Exhibit D For Identifica- 
tion.) 


Mr. Johnston: I would like to hand this to your 
Honor, if I may. 

Q. You may continue, Mr. Knight. 

A. When the interviewer takes the field he is 
assigned a given area as delineated on the map and 
is given written [41] instructions as to the number 
of interviews he is to make in that particular area. 

Q. You are referring now to the map, Defend- 
ant’s Exhibit C For Identification ? 

A. Yes, and on top of his interviews which he is 
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to make is a control] sheet that describes the natur 
of the interviews he is to make. In other words, we 
don’t send them out to just interview 45 people i 
any given area. They are to get so many men in 
each area, and so many women in each area, so 
many men in each income group and so many men 
in each occupational group; and the same goes for 
the women there, and a certain number of women 
in each income group within certain age brackets. 

Q. How do you decide how many men and 
women, and the income groups, and so on? 

A. We use the information provided us by sta- 
tistieal authorities, like the Department of Com- 
merce Bureau of Census, or the Regional Planning 
Commission of Los Angeles that tes us how many 
people within each group reside in a certain area 
as indicated on the map, your Exhibit C, and how 
many people within each age group and how many 
people within each income group, as far as the 
statistical information of those various sources goes. 


Mr. Johnston: May I have this document marked 
as Defendant’s Exhibit E For Identification? [42] 


(The document entitled ‘‘Control Sheet’? was 
thereupon marked Defendant’s Exhibit EK For 
Identification.) 


Mr. Johnston: This control sheet, Defendant’s 
Exhibit E For Identification, is what you have just 
been referring to? 

A. Yes. So, contrary to some popular miscon- 
ceptions, the interviewer does not take the field 
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looking for a particular name, by name and address, 
but rather by description. 

Q. In other words, if I understand you cor- 
rectly, you have aseertained what the population is 
according to the latest census material of a particu- 
lar area, Los Angeles, for example, and then you 
plot that out by sections and put those sections down 
by population as shown by the census ? 

A. That’seorrect. 

Q@. And vou determine as shown by the census 
the number of male and female and age groups and 
income groups in those particular areas ? 

A. Census and other sources, such as the Re- 
monal Planning Commission or other rehable 
sovress, When the interviewer has taken the field, he 
uses the control sheet that is Exhibit I, ‘This is a 
manual means fo rthem not only in deseribing the 
number of interviews and type of interviews they 
must have, but it is also the manual means for the 
recording of the interviews after they have made 
them. For example, we will circle in red or in blue 
24 men indicating they have to interview 24 people 
and they strike out the [48] numbers until they 
reach 24, and then they know they have made enough 
interviews of those men. When the interviewers 
come in they fit it into our master control system 
so they have a cross-section. 

Q. You have a cross-section from the record and 
on which you base 


A. Yes, and when the interviewers come in. we 
may be sure that the interviewers have followed our 
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instructions. So we verify ten per cent of our in- 
terviewers by reinterviewing those people either by 
telephone or personal interview or by postcard in 
which we go back over the questionnaire in detail 
So we know the answer we have on the questionnaire 
is the same as they were giving us on the phone dur- 
ing the verification process. Then the questionnaires 
are edited to be sure that everything is in order for 
the tabulating process and during the course of the 
interviewing we maintain what is known as a stabi- 
lization chart. 

Mr. Johnston: I would like to have the stabilima- 
tion chart marked as Defendant’s Exhibit ® Bos 
Identification. 


(The stabilization chart was thereupon 
marked Defendant’s Exhibit F For Identifier- 
tion.) 


Q. (By Mr. Johnston): Go ahead, Myr. Knight. 

A. While Exhibit B gives us a “rule of tbumb”’ 
method of the sufficiency of the samples, the stabili- 
zation chart provides the means of determining 
when we have reached the point [44] beyond whieh 
no further interviews would make any material dif- 
ference in the outcome of the survey. 

Q. This tabilization chart which you use is De- 
fendant’s Exhibit F, is that correct? 

A. That is correct. 

Q. How do you determine, and could vou explain 
a little more fully from your stabilization chart, 
that is, the number of interviews you have taken is 
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a sufficient number to give you the views or the 
answers of the entire population ? 

A. We take our sample in our interviews in 
groups of fifty. We will take a key question and 
tabulate the result of the key question. We add 
another fifty, making a hundred, and select at ran- 
dom fifty, and then the results of that tabulation 
are put on the stabilization chart. Then the next 
group of interviews that come in of fifty, we mix 
with the first one hundred, making a total of one 
hundred and fiftv, and select at random fifty, and 
plot that on the map. Then we take the next fifty 
and so forth, until the lines on that chart, or the 
responses to this particular question, levelling out 
for three successive increments or samples, so there 
is not a swing of more than one per cent. That is 
the ‘levelling out proeess’’. When we reached that 
point where the three successive increments don't 
permit a swing of more than one per cent, we reach 
the point where no further interviews would make 
any difference in the outcome of the [44] survey. 

Q. Does that make the general picture, then, as 
to how vou conduet your surveys ? 

A. That is the general picture of how we con- 
duct our field operations and the mechanical means 
of determining when we have a sufficient sample. 

Q@. What questions do you use for this survey, 
or what questions did yon use in the survey you 
made for Safeway, and how were they selected? 
Those are the questions that I beheve appear on 
Exhibit D of which you have a copy. 


‘Warren W. Dunnell 101 


(Testimony of John B. Knight.) 

A. May I ask you a question ? 

OnerVies: 

A. Of course, there is the mechanical means of 
tabulating which I did not deseribe. 

Q. Suppose you describe that first. 

A. When all of the interviews have been re- 
ceived and we have reached the stabilization point, 
we punch one or more cards on the Hollerith Sys- 
tem, but we use the Remington Rand, and these 
eards are run through out counter-sorter and then 
are run through the tabulator. It has an error 
factor of about 1/4000th of one per cent. When 
the totals have been returned from the tabulator we 
take those totals and compute them on our regu- 
lar machines for that purpose. ‘l‘hat completes the 
description. Then it becomes a matter of mechani- 
eally typing the report. [46] 

Q. Will you state how you selected the questions 
you did which were used in the Safeway question- 
naire ? 

A. I was called by the Safeway organization to 
make this survey and told the purpose of the sur- 
vey and asked to assist in the preparation of the 
questionnaire to find out, to determine what was the 
public understanding of the word ‘‘Safeway’’ in 
Los Angeles County. We determined to make, just 
offhand, a thousand interviews. We used this ques- 
tionnaire consisting of three questions. 

Q. Three categories of questions, didn’t you say? 

A. Yes, that is correct, because each one of them 
has more than one part—yes, that’s right. 
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Q. When an interviewer went out with this ques- 
tionnaire he presented the material as shown on this 
questionnaire, is that correct? 

A. Each respondent was interviewed on a sepa- 
rate questionnaire, read the contents thereof verba- 
tim and made his reply. 

Q. <A separate questionnaire, but they were all 
this fern? A. Yes, on this form. 

The Court: What was the result? How did they 
answer No. 5, or Subdivision 5 in No, 2? 

Mr. Johnston: ‘Do you think Safeway Con- 
struetion Company is connected with another com- 
pany, or is an individual corporation?” 

The Court: No, “What isethe first. thingevon 
think of [47] when vou see the word ‘Safeway"?”’ 
What is the result of that? 

A. 91.6 per cent identified it with a commercial 
prodnet or brand name. Of those, 85.2 per cent 
said ‘‘store or grocery or market”. 44 per cent 
said ‘‘food, groceries, meats’. 1.6 per cent said 
‘“Ghain store’. And .f per cent said “shopping’’. 

The Conrt: That is the crucial point in the re- 
port? 

The Witness: That's correct. 

The Court: In other words, the other questions 
are asked to give a certain amount of window 
dress, so to speak, so the people do not exactly 
know what vou are actually seeking, so you would 
be more inchned to get more accurate responses. 

‘he Witness: We have to train their minds, sir. 

Mr. Johnston: I will offer this tabulation from 
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which the witness just read of the result of the 
question, ‘‘What does the word ‘Safeway’ mean to 
vou?’’, as our next exhibit in order. 


(The tabulation in question was thereupon 
marked Defendant’s Exhibit G For Identifica- 
tion.) 


The Witness: As indicated by the questionnaire 
we gave them this little preamble and gave them 
a card with these named and asked them immediately 
what was in their mind or what their understanding 
was of that word. [48] 

Q. (By My. Johnston): And you used these 
exhibits B, C, D, E, F and G in making this sur- 
vey? A. Yes—what was G? 

Q. G shows the results or tabulation you just 
read us. A. Yes. 

Mr. Johnston: Now, if your Honor please, I 
offer in evidence Exhibits B through G, inclusive. 

Mr. Westfall: We object to that as incompe- 
tent, irrelevant and immaterial to any issue before 
the Court. 

The Court: I will overrule the objection. It is 
part of the witness’ testimony as to the method by 
which the survey was conducted. 


(Defendant’s Exhibits B through G, previ- 
ously marked for identification, were there- 
upon received in evidence.) 


Mr. Johnston: There is one further matter, your 
Honor, which it is immaterial to us whether we go 
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into or not. I am just indicating what we might 
prove, and maybe we can short-cut it. In answer 
to the other questions as shown on the question- 
naire, I take it the results thereof are irrelevant 
in this case and I did not intend to offer them, but 
I simply wanted to show your Honor what the 
general picture was. 

The Court: Very well. 


Mr. Johnston: That’s all. 


Cross-Examination 


By Mr. Westall: 


Q. Did you take pains to pick out those [49] 
whom you assumed, or whom vou were told were 
customers of the Safeway Stores for this inquiry? 

A. No, the people were interviewed at random 
according to the map I have furnished and the 
same proportion of interviews. Tn other words, 
there was no previous or predetermination of whom 
we were going to interview, except the interviewers 
were given a description of the person they must 
find. 

@. <And this deseription would be just a house- 
wife or a professional man or an engineer or a 
working man, or anything? That would be the 
general description that you gave them? 

ao Yes 

@. And when they had the interview they would 
show the list and ask what these words indicated 
in their minds? 
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A. No, not exactly. They read the preamble and 
then they would show them each question and would 
begin showing them these cards, one right after the 
other and they would show the ecard with the word, 
say, ‘“‘Diamond’’, and ask them what it meant to 
them, and the person would respond, and the re- 
sponse would be noted on the questionnaire. 

Q. They would be shown, for example, a card 
with the word ‘‘Standard’’ on it and they would 
probably say ‘““Standard Oi] Company’”’? 

A. Some did; some didn’t. 

Q. And they would be shown a card with the 
word ‘‘Thrifty’’ on it and some would probably 
say ‘“‘Thrifty Stores’? [50] 

A, Some did. 

Q. That was the idea of the whole thing? 

Uaes. 


Mr. Westali: That’s all. 


Redirect Examination 
By Mr. Johnston: 


Q. Do you have the percentages with respect to 
“‘Standard’’ and ‘‘Thrifty’’ and the others there? 

A. Yes. 

Mr. Westall: I think this is incompetent, irrele- 
vant and immaterial. 

Mr. Johnston: It is proper redirect examination 
and indicates the results with respect to ‘‘Standard 
Oil Company’’ as compared to ‘Safeway’? and 
“Thrifty Stores,’’ a well-known chain store in Los- 
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Angeles, and gives a better picture of how this 
worked ont. 

The Court: You may answer the question. I 
take it from the fact that Counsel asked the ques- 
tion, it is going to appear that more people identi- 
fied ‘‘Safeway’’ with Safeway Stores than ‘‘Stand- 
ard”? with Standaazd O11. 

The Witness: Are vou asking me a question, sir? 

The Court: Yes. 

A. That is trne; 66 per cent of the people iden- 
tified “Standard”? with the Standard Oi] Company. 

The Court: Standard Oi] Company might not 
he happy to hear that. [51] 

The Witness: They might he a possible client 
for ie. 

Q. (By Ma. Johnston): Will you give the full 
answer ? 

A. Twill start with “Diamond”: 85 per cent of 
the people expressed ‘* Diamond”’ as jewelry of some 
suit; 9.6 per cent suggested a commercial product 
av brand name hke *‘Diamond T Company’’, or 
‘Diamond Match Company’: 3.9 suggested names 
of places or objects. 

In the case of “Standard’’, 66 per cent sug- 
gested commercial produet or brand name, like oi] 
company gasohne brands, service stations; 14.3 per 
cent suggested abstract ideas like ‘‘Standard of 
Living’’; 1.9 per cent suggested some tangible object 
like ‘Standard Equipment’’ or ‘‘Standard Dietion- 
ary’’. 
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In the case of ‘‘Rose’’, 69 per cent suggested a 
flower; 7.3 per cent suggested a commercial name; 
0.9 per cent suggested a person or a place, like 
‘‘Rose Bowl’’, or ‘‘Rose Parade’’, and miscellaneous 
places; 3.9 per cent suggested a commercial product 
or brand name like peanut butter or liquor; 3.8 per 
cent said it suggested a color; 3.9 per cent sug- 
gested perfume or scent; 2.9 per cent expressed 
abstract ideas. 

I have read ‘‘Safeway’’. 

In the ease of “Thrifty’’, 80.3 per cent suggested 
a retail outlet like drugs or drugstores, or stores or 
markets, or marts. Also, ice cream or cigarettes. 
12.2 per cent suggested an idea of savings, like 
money in the bank, economical, frngal. [52] 

In the case of ‘‘Secnritv’’, 60.3 per cent said 
‘Security First National Bank’’. 12.2 per cent 
said “‘tangible objects like gold and money im the 
bank, life insurance, home, job or health’; 10.6 
per cent thonght it suggested an abstract idea hike 
stability or scenrity for the future safety or old age; 
2.9 per cent mentioned social security. 

Have I covered them all? 

In the ease of ‘‘General’’, which was the Inst one, 
45.7 per cent said it suggested a military general, 
like MacArthur ov Eisenhower; 27.1 per cent sug- 
gested commercial product or brand name like 
General Electric’, or ‘‘General Petroleum’, or 
“General Tires’, and food products; 12.4 per cent 


said it suggested an abstract idea like ‘‘everything 
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in general’’, ideas like ‘‘general nuisance’’, and 
‘‘seneral opinion’’, and ‘‘general average’’, or ‘‘or- 
dinary’’; 3.8 per cent said it suggested an object 
or place like ‘‘General Delivery”’, or ‘‘general store, 
merehandise’’, and miscellaneous places and objects. 
Then, there was 10 per cent for ‘‘miscellaneous’’ 
there. 

The Court: These other names were not put in 
there for the purpose of making comparisons with 
Safeway, were they, or were they just for the pur- 
post of providing other names of some kind, any 
kind, so that the inquiry would not be knowingly 
directly solelv to Safewav ? 

A. T don’t know what the legal objective was, 
vour Honor. 

The Court: What was your objective? I am 
trying to [53] find out whether you put these other 
six questions in for the purpose of seeing how they 
compared with Safeway, or to cover up the fact 
that you wanted to get an unprejudiced answer to 
the inquiry as to Safeway ? 

A. They were put in for both reasons; primarily, 
to hide the identity of Safeway so there wouldn’t be 
any prejudice, and, secondly, to see if there was a 
measure of comparison whieh would show. 

Q. Of course, there are just myriads of names 
you can use for purposes of comparison ? 

A, MWaivserent. 

Q. And you might have used many other names 
that might have been associated in the public mind 
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stronger association with an organization than 


‘‘Safeway’’? A. That’s xight. 
Q. So the main point was to get an unprejudiced 
answer ? A. That’s right. 


Q. (By Mr. Johnston): In your opinion, what 
do these figures mean with respect to the population 
of the County of Los Angeles? 

A. The latest estimate for the population of Los 
Angeles County is 3,700,000. ‘This is the estimate 
of the Regional Planning Commission of Los An- 
geles; so this would be 90 per cent of the 3,700,000, 
or about 3,300,000, using round figures. [54] 

Q. It is your conclusion that in Los Angeles 
County the name ‘‘Safeway’’ means to that number 
of people, some three million people or more, Safe- 
way Stores, Incorporated? A. Yes, sir. 

Mr. Johnston: That’s all. 

The Court: Is there anything else? 

Mr. Westall: That’s all. 

Mr. Johnston: I will ask to have these introduced 
as a summary of the witness’ testimony. 

The Court: Very well. 

Mr. Johnston: Could these others be marked and 
introduced ? 


(The computations of the witness Knight 
were thereupon received in evidence and 
marked Defendant’s Exhibit H.) 
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recalled as a witness on behalf of the defendants; 
and having been previously sworn, testified as fol- 
lows: 
Direct Examination 
(Resumed) 


By M r. Johnston: 


Q. What, Mr. Wilde, is the basic policy of the 
defendant, Safeway Stores, Incorporated, with re- 
spect to the conduct of its business ? 

Mr. Westall: I object to that. [It is broad, 
gencral and indefinite. 

The Court: It is a pretty general question. I 
imagine [55} anyone with any degree of loyalty for 
the concern might have a very long and elaborate 
answer, but it might not be very helpful to me. 

Mr. Johnston: What I am directing my question 
to, your Honor, is what is the published poliey of 
the company which J am going to ask the witness 
to give your Honor with respect to the conduct of 
its operations. In other words, what are its instruc- 
tions to its staff, to its employees and others in the 
basie over-all conduct of its merchandising business. 

Mr. Westall: We object to that. 

The Court: What is the relevancy of that? 

Mr. Johnston: The relevancy is that an organiza- 
tion of this size, with thousands of employees, issnes 
directives to its employees as to what the policy of 
the company is, and that must of necessity have an 
effect on their conduct and is evidence of the prac- 
tice and policy of the company which has been 
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pursued in building up the reputation pune the 
company has. 

The Court: Is there any dispute about the fact 
that the Safeway Stores, Incorporated have a good 
standing in the community as a selling enterprise? 

Mr. Westall: I think they are well known. I 
don’t think there is anything in the evidence to 
show they are any higher grade than other grocery 
stores. J think most of them have [56] to have a 
pretty good reputation for their customers, for fair- 
ness, or they wouldn’t stay in business. 

Mr. Johnston: [ am simply making this showing 
in this equitable proceeding on this material matter. 

Mr. Westall: I could ask the same question with 
respect to Mr. Dunnell’s business and he would 
state the same policy in dealing with his customers. 

Mr. Johnston: I am talking about, your Honor, 
a published directive given to these thousands of 
employees which is quite different than a New 
Year’s or other resolution made by an individual. 

Mr. Westall: I don’t think go. 

The Court: I don’t know whether f would want 
to agree as to that. I suppose the little fellow has 
just as much right to assert he has a good reputa- 
tion as a big organization. I don’t see how that is 
going to help me decide the question of law as to 
whether or not this decision in the Patent Office was 
not lecognized. 

Mi. Johnston: <A lot of my evidence is directed 
in this case to show what the word ‘‘Safeway’’ has 
come to mean as the result of our efforts. We have 
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introduced evidence intending to show what this or- 
ganization and its name means to the public. 1 
think it is also relevant to show how that organiza- 
tion conduets itself, and what kind of an organiza- 
tion it is. [57] 

The Court: Would not a stipulation cover that, 
a stipulation from your opponent to the effect that 
this is a well-regarded and well-operated large chain 
store business? Wouldn’t that cover what you have 
in mind? 

Mr. Johnston: In part, yes, and also it operates 
with respeet to the public on the basic policy of 
reducing the cost of food to the consumer while yet 
maintaining the highest quality. 

The Court: It is a well-regarded and well-known 
chain store enterprise which offers good values to 
the public. Would there be any dispute as to that? 

Mr. Westall: There would not be if we just limit 
it to that. That also applies to Mr. Dunnell, also, 
who puts out a wonderful product and whose use of 
the word ‘‘Safe Way” has made the word of value 
and benefit because he distributes—— 

Mr. Johnston: That is another question. 

The Court: We are getting into another question. 
What I am trying to do is to see if we can save 
some time on which is perhaps an obvious matter. 
I do not understand, Counsel, that there is any 
dispute with regard to the fact that your client has 
a good standing and reputation in his business as 
such. 

Mr. Westall: Yes. 
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The Court: Counsel is asking you to stipulate 
that the Safeway Stores, Incorporated are well re- 
garded, well operated [58] chain store organization 
which offers good values to the buying public. 

Mr. Westall: I think that is perfectly accurate, 
if you will add the same thing with regard to Mr. 
Dunnell. 

The Court: Of course, your client, however, does 
not run a chain store. 

Mr. Westall: I know, but as to his business, if 
we stipulate to that, we should stipulate Mr. Dunnell 
has a good policy of running his business. He sells 
goods at as low a price as possible. 

Mr. Johnston: I am sorry, J am not in a posi- 
tion to make that stipulation as to Mr. Dunnell. 
There will be evidence introduced subsequently in 
the trial concerning Mr. Dunnell’s reputation by 
going directly to this issue. We feel his use of the 
name will definitely damage the high standards 
which as a result of our practices and policies we 
have acquired. 

My. Westall: There is no evidence like that in the 
record so far. 

The Court: I suppose I had better hear all of the. 
evidenee. Could you have your witness make a 
general statement without reading a lot of things 
as to prononneements that executives made to the 
employees? Can’t he state how the business is con- 
ducted, how in general the business of Safeway 
Stores, Incorporated is conducted so far as its [59] 
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general operations and treatment of the public are 
concerned. 

The Witness: <As to pricing poliey, it is our 
policy to pass on to the consumer the benefit of 
savings that may resnit from the way in which we 
do business and still yield to us a reasonable profit. 
That is the basic prineiple as far as pricing 1s con- 
cerned. 

As far as the merchandising policy is coneerned, 
we guarantee unconditionally that all merchandise 
sold and distributed by our stores, regardless of 
whether we manufacture, or whether it is mann- 
facinied by an outside coneern, will satisfy the eus- 
tomer. The eustomer is entitled to have his money 
refunded if he is dissatisfied with the merehandise. 
In come cases we do not require merchandise to be 
returned or the unused portion, in some cases. That 
will all depend on the eicumstances. 

Mr. Westall: As a matter of fact, the witness 
does not know these individual circumstanees except 
hy hearsay. So therefore, we object to most of this 
testimony and move it be stricken as_ hearsay, 
namely, that which he heard from others and what 
he assumed the employees did or would do. 

Mr. Johnston: THe ean testify as to the directives 
hat were issued so far as he knows, with respeet 
to the practices followed. 

The Court: Have vou another witness besides 
this one? 

Mr. Johnston: I do have other witnesses, yes. 

The Court: What are they going into? 
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Mr. Johnston: I have testimony with respect to 
the company’s operations in Los Angeles at the time 
the plaintiff first commenced the use of the product 
in Los Angeles. I understand his testimony and 
his allegations are to the effect that he had no 
knowledge of Safeway at that time, or little knowl- 
edge, and I expect to show, or I expect to disprove 
that statement. I will introduce evidence showing 
very briefly the volume of the company’s business, 
Safeway’s business, as further evidence of: the 
secondary meaning which should be attached to it, 
and also J will introduce evidence with respect to 
the number of eustomers it has and people who 
must know the name ‘‘Safeway”’ through it. 

The Court: The reason why I ask you this and 
why I am endeavoring to shorten this case is that 
I have other cases that are waiting for trial. I am 
not trying to prejudge this case, but it is difficult 
for me to see how a great organization like this 
company can be so concerned about a little piece 
of paper used on a toilet seat and how it affects this 
enterprise. Surely if I went into a washroom in 
a hotel to take care of my wants in a toilet F am not 
concerned whether a piece of paper has the word 
‘“Safeway’’ on it, nor would I identify it with any 
such institution as the Safeway Stores, Incorpor- 
ated. It seems to me to be kind of a tempest in a 
teapot, and that is why I cannot understand [61] 
why there should be any great objection to the plain- 
tiff using a simple term like this in connection with 
this piece of paper that is used in a toilet. If it is 
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of such vital concern as that to take up the time of 
the Court to hear testimony, I suppose I am duty 
bound to hear it, but I have some doubts as to 
whether or not it can be of such grave importance. 
Of course, everyone’s rights are important, but this 
doesn’t seem to have much significance. 

Mr. Westall: We have Mr. Dunnell’s deposition 
and he testified what Safeway stores he knew of at 
the time and he is just repeating it. 

The Court: What is the importanee of this case 
that should take up so much time ina Federal court? 

Mr. Johnston: The defendant spends each year 
millions of dollars building up the name and mean- 
ing of the name ‘‘Safeway”’ which we think is in the 
public mind. This is, as I say, a small use, and 
it is hard to see how this use has damaged us in 
this volume of business. However, this is simply 
a beginning. Now, there were a number of trade- 
mark registrations of the name ‘Safeway’ handed 
to your Honor this morning by Mr. Westall and 
they show over a period of years that use of the 
name ‘‘Safeway’’? by others is inereasing. We 
haven't any desire to discourage these people from 
their business, but I don’t see why they have to 
use the name to which we have given such a value 
and in which we have made [62] such a tremendous 
investment. It seems to us that will damage us 
and the public and it will not hurt them at all to 
be prevented from using that name which we have 
taken and built up by the special combination of 
words, ‘‘Safeway Stores, Incorporated’. 


Warren W. Dunnell 117 


(Testimony of Drummond Wilde.) 

The Court: Ina general merchandising business, 
I can understand that, but what is the relationship 
to this type of thing that has nothing to do with 
merchandising at all? 

Mr. Johnston: It is just as Judge Learned Hand 
stated in the famous Yale Lock case. That was a 
case where some people put out flashlight batteries 
under the name ‘‘Yale’’ and Judge Hand discussed 
that very question and said, of course, much more 
eloquently than I can, that a man’s name is like 
his face. It becomes his indicia. and his reputation 
is built up or broken up in that manner. If others 
are permitted to use that name he Joses control of 
that reputation for good or for bad and that should 
not be permitted. 

The Court: I fully appreciate that, Counsel. In 
the few years I have been on the bench 1 have had 
quite a few copyright and patent cases, and T have 
read many of these decisions, but it is only within 
the general field of business activity that concerns 
the party who wishes to protect his name that we 
have these rules you speak of. For example, if I 
were to devise a formula describing it—to pick on 
the most most insignificant thing I can think of— 
describing it as [63] the ‘‘Safe way to use scissors 
to cut toenails,’’ I could use that word, but how 
would it be in the field in which there would be any 
damage to the goodwill that has been put into the 
use of the name in a certain field of human en- 
deavor? J don’t think that Judge Learned Hand 
or any of the judges who have written in the patent 
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or copyright field have indicated that the coverage 
-extends beyond a reasonable limitation of business 
activity. It is not intended to cover everything 
that everybody might do in using the word ‘*Safe- 
way’. 

Mr. Johnston: Well, it goes pretty far and I 
think the ceases do, too. Surely it must be coneeded 
that there is a closer connection between these toilet 
sent covers and our toilet tissue than there is be- 
tween texture fabrie and radio appliances. 

The Court: No, it is in the general merchandis- 
ing field there. The public might well think that 
the RCA was the fabric that you have mentioned, 
but certainly heeanse of the field of activity of the 
RCA 

Mr. Johnston: If 1 may interrupt, your Honor, 
1 am not sure that your Honor has clear the use 
of the name. Counsel showed you the tab of paper. 
Actually that is not the important use. The impor- 
tant nse is on every cabinet through which these 
articles are dispensed whereon is written the word 
“Safe Way’, which is placed in the public toilet 
stall, [64] and that will appear from the evidenee 
now just as a baby business. It is going to inerease 
tremendously, for example, as the paper towel busi- 
ness inereased. In this manner the name ‘Safe 
Way” will be brought to the attention of the Ameri- 
ean publi¢ who know our name. In other words, 
this may become a very great usage of the name. 

The Court: But the people that go into lavatories 
are not misled. They are not bnying anything. 
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They are not buying something the Safeway ‘Stores 
put out. This is not a piece of merchandise. It is 
a sanitary service rendered just the same as they 
might quirt some liquid in there out of a can that 
is marked “‘Safe Way”. The people that go in 
there are not misled. They are not buying a com- 
modity that they think is being offered for. sale in 
there. 

Mr. Johnston: If they find it niet eh tee that 
will be part of their association with the name 
“Safeway”. If they know the manufacturer and 
don’t like that, that will be part of their association 
with the name ‘Safeway’. Multiply that manv 
times and that must have a damaging effect in our 
relations with people who don’t know whether or 
not we are connected with that manufacture. Ags T 
have pointed out and the evidence shows, Safeway 
Stores, Incorporated manufacture many lines and 
we deal extensively in paper products. It would be 
very reasonable to assume a connection or sponsor- 
ship of this product by Safeway when these toilet 
seat covers [65] are used. 

The Court: I tell you these things so you can be 
prepared here to meet them instead of me sitting 
here stony-faced. It appeared to me that the case 
was rather insignificant. I don’t mean insignificant 
in the sense of rights, because everyone’s rights are 
important, but I mean whether the case had enough 
substanee to warrant it being in the Federal court 
teking up a lot of time. Tnsofar as your client is 
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concerned it is important to the plaintiff, relatively 
much more important. 

Mr. Johnston: We are simply trying to keep the 
plaintiff from using what we think is our name, but 
we are not at all attempting to keep him from con- 
tinuing to manufacture his product. 

The Court: Very well, gentlemen. We will take 
a recess now In this ease until tomorrow morning at 
ten o’elock. 


(Thereupon an adjournment was taken until 
tomorrow morning, March 13, 1947, at 10:00 
o’eloeck a.m.) [66] 


Thursday, Mareh 13, 1947, 10:00 o’Clock A.M. 


The Clerk: Dunnell vs. Safeway. 

Mr. Westall: Ready. 

Mr. Jolinston: Ready. 

The Court: You may proceed. 

Mr. Westall: If the Court please, I would lke 
to make just a brief statement of how I think we 
might possibly shorten this trial. The testimony 
that was taken yesterday on the part of the defen- 
dant is purely corroboratory to evidence that is 
thoroughly developed in the depositions which were 
taken dealing with the use of the word ‘‘Safeway”’ 
and in newspapers and so on. Advertisements were 
produeed and the matter was most thoroughly gone 
into. 
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The Court, of course, has power to limit the 
amount of evidence on such a, I might say, sub- 
sidiary issue. Otherwise the defendant might fili- 
buster. The Court’s time is valuable, and while I 
say filibuter, I will justify that in a moment. I 
made an uncontroverted statement of facts on which 
I could base my argument in this case and referred 
to very little of these things here, but not, however, 
overlooking them. I am very anxious to make an 
argument and show our reasons, and while the Court 
understood those facts and while the Court correctly 
stated that it is merely a simply application of the 
law to those facts; yet it may not be so simple [67] 
as the Court would think for the moment. The 
explanation of the law is very simple, and yet the 
fact is that the Commissioner of Patents as well as 
opposing counsel absolutely ignored the arguments 
we rely upon. 

The Court: Then you are really arguing the 
matter now? 

Mr. Westall: I am merely laying a foundation 
for this. I am very anxious to present the brief 
argument at the end of the case. 

The Court: Last evening I was merely attempt- 
ing to indicate the questions that arise in my mind 
in the case and I will rely on Counsel not to unduly 
take up the time of the Court in presenting cumula- 
tive matters. J think we can dispose of the evidence 
in the ease rather briefly, but I don’t want to de- 
prive any lawyer of the right to make his record. 

Suppose we proceed. 
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My. Johnston: Thank you, your Honor, and I 
will do my very best to hasten along with the evi- 


dence. 
DRUMMOND WILDE 


recalled as a witness on behalf of the defendant; and 
having heen previously sworn, testified as follows: 


Direct Examination 
(Resumed) 


By Mr. Johnston: 


Q. Mr. Wilde, as head of the legal department, 
are you in charge of the company’s affairs with re- 
spect to opposition of attempted registrations of the 
name ‘‘Safeway’’? [68] &. ‘es; I am: 

Q. Will von state briefly to the Conrt the facts 
with respect to other applications for the name 
“Safeway and the company’s position with respect 
to them? 

Mv. Westall: We object to that as entirely in- 
eompetent, irrelevant and immaterial. 

Mr. Johnston: I think in view of your Honor 
questioning whether this case is of such importance 
that the time of the Court should be taken up with 
it, that T should show to your Honor 

The Court: I will overrule the objection. 

Mr. Johnston: Very well. 

Q. Will you please proceed and answer the 
question, Mr. Wilde? 

A. About the vear 1938 or thereahouts we became 
aware of the problem with which we were faced as 
the result of the use of the name ‘‘Safeway’’, or 
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confusingly similar variations thereof by others in 
their lines of business and related lines of business 
such as drug stores as well as other lines of business. 
It was in 1939 that we caused our first opposition 
proceeding to be brought regarding the name ‘‘Safe- 
way’. ‘That was an application brought by a gentle- 
man in New York to register the brand ‘Safeway 
1450”, the numbers ‘11450’ following “Safeway” 
as a trademark for use on sanitary napkins. We 
opposed that application successfully. Following 
[69] that we had another proceeding regarding the 
attempt to register the name ‘‘Safeway’”’ for use 
on gasoline, motor oils and greases by a concern in 
Evansville, Indiana. That opposition proceeding 
was not successful and the registration of the trade- 
mark was allowed following the final outcome of 
those proceedings. 

Another case we had was the use of the name 
““Safeway”’ for a cleaning fluid. We lost that in 
an opposition procecding. 

Following that we had a case involving the use 
of the name “‘Safeway’’ and its registration for use 
on ophthalmic lenses or eyeglasses. We succeeded 
in that opposition after a trial on the merits before 
the Examiner of Interference. At about the same 
time in 1944 we had another opposition proceeding 
involving an application by a concern in Kokomo, 
Indiana, for the registration of the name “Save- 
Way”’ for poultry-house equipment. That opposi- 
tion proceeding ended successfully for us. As T 
remember, those were all of the opposition pro- 
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ecedings in which we have been involved in connec- 
tion with the attempted registration of the name 
‘““Safewav’’. This case is just one part of a pattern, 
your Honor. We have been faced with a very 
serious problem throughout the country in which 
other coneerns and individuals have started to use 
the name ‘‘Safeway’’ or variations. In some cases 
they have attempted to simulate the color effects 
on [70] their stores, used on their stores or store 
signs for the purpose of apparently trading upon 
our goodwill. We have a number of cases in which 
we are proceeding. In some of these we have al- 
1eady proceeded to litigation. 'This is just one of 
these eases in whieh Mr. Dimnell was the original 
moving party. He attempted to have the name 
registered as a trademark for use on paper toilet 
seat covers. Naturally our reaction was to oppose 
that registration. As the reeord will show, our 
opposition was successful before the Patent Office. 
Mv. Dunnell has brought this action to attempt to 
upset the decision of the Patent Office. We felt the 
natnial thing to do would he to oppose that action 
and also attempt to enjoin Mr. Dunnell from the 
continued use of the name on his particular product. 
In other words, this is just one of many situations 
with which we are faced and which others are biting 
off piece by piece, or attempting to hite off piece by 
piece the rights and substantial investment which 
we have built up with regard to the use of the name 
“Safeway” to identify our stores and our business. 
We have spent over £4,000,000 a vear in advertising, 


Warren W. Dunnell 125 


(Testimony of Drummond Wilde.) 

most of which, or a large part of which is devoted 
to advertising in which the name ‘‘Safeway’’ alone 
appears. 

Mr. Westall: We move to strike the answer as 
not the best evidence. Rather than making a recita- 
tion of what happened in these prior registrations, 
the proper way to prove [71] it would be by certified 
copies of the official records and then we could find 
out if they were at all pertinent and how they dif- 
fered from the case at issue. 

The Court: It is somewhat argumentive, but I 
will allow the answer. The motion to strike is 
denied. 

Mr. Westall: The latter part of the answer re- 
garding Safeway and how he felt about this suit 
against Mr. Dunnell we move to strike. 

The Court: J think the answer is argumentative 
and irrelevant, but it is in line with the plan of 
presentation of the defense and at least it presents 
the point of view of the defendant. 

Q. (By Mr. Johnston): Mr. Wilde, is the stock 
of Safeway Stores, Incorporated listed on any stock 
exchanges ? 

A. It is listed on the New York Stock Exchange, 
the San Francisco Stock Exchange and the Los 
Angeles Stock Exchange. 

Q. Can you say how the stock is commonly re- 
ferred to—by what name? 

Mr. Westall: We object to the question as totally 
irrelevant. 

The Court: Objection overruled. 
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The Witness: ‘‘Safeway’’. 

Q. (By Mr. Johnston): What number of shares 
are outstanding, approximately ? 

Mr. Westall: The same objection is made to all 
these [72] questions as to the stock and amount of 
stoek. 

The Court: Objection overruled. 

The Witness: 2,585,952—all common, and 22,321 
shares of preferred. 

Q. (By Mr. Johnston): Approximately how 
many stockholders does the eompany have? 

A. As of June 18, 1946, which was the last date 
on which we made a count, we had 14,612 common 
stockholders and 5,115 preferred stockholders. 

@. Does the eompany distribute to the stoeck- 
holders and other interested persons an annual 
report? A, Wes. 

Q. Do you have those annual reports with vou? 

A. Yes. 

Q. You have produced at my request annual 
reports for the years 1926, 1928, 1930, 1932) 1635 
1940 and 1945? A. Yes. 

Mr. Johnston: I would hke to have these marked 
as our next exhibit in order, if the Court please. 

(The reports in question were thereupon 
marked Defendant’s Exhibit I for Identifica- 
tion.) 

Q. (By Mr. Johnston): These annual reports 
contain a statement of the company’s affairs to the 
stockholders each year, is that correet ? 

A. Yes. [ivay 
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Q. And these annual reports make common use 
of the word “Safeway” alone: Is that also correct ? 

A. In some cases the name ““Safeway’’ appears 
also in the balance sheet and profit and loss sheet. 

Mr. Johnston: I will offer these in evidence. 

Mr. Westall: We object, if your Honor please. 

The Court: I will sustain the objection. T cannot 
see that I should be required to read all of the 
annual reports of this company to see whether or 
not there is a trademark infringement. 

Mr. Johnston: It seems to me that the distribu- 
tion of these reports is so large, and shows the use 
of the name “Safeway”’, which tends further to 
show the meaning of the term. 

The Court: The statement of the witness would 
be sufficient that in the annual report to the stock- 
holders the use of the word “Safeway” is used 
without the reports themselves being admitted in 
evidence. 

Mr. Johnston: I think they are also admissible 
to show the size of the company’s operations and its 
business. 

The Court: The witness has testified to that. 
I don’t think the record should be encumbered with 
the annual statements of the defendant. The wit- 
ness can state the general extent of the business of 
the corporation. If T should decide in your favor 
and your opponent wanted to appeal it [74] would 
be an inordinate burden to prepare all these ex- 
hibits and this record, 
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Mr. Johnston: They are cumulative, but they 
certainly help in giving the full picture. 

The Court: How mueh business do they do in a 
year, ordinarily? What is the volume of the busi- 
ness ? 

A. The sales were over six hundred million. 

The Court: Did you state yesterday about how 
many stores there were throughout the United 
States? You said there were two or three hundred 
in Los Angeles? mh Yesi 

Q. Approximately how many stores are there 
throughont the United States. 

A. About twenty-three hundred. 

0. (By Mr. Johnston): How are the stores 
leeated with reference to shipping centers, arterials 
and Inghways, and so forth? 

Mr. Westall: That is objected to. We eonld go 
on for weeks with this, 

Mr. Johnston: Tam simply asking the questions 
having regard to the company’s general practice 
and show the stores are located prominently where 
the public can see them. 

The Court: T will allow the question. 

The Witness: ‘The stores are generally loeated 
in strategie positions or loeations in or adjacent to 
shipping [75] areas or neighborhoods. 

Q. How will Safeway be injured by Dunnell’s 
registration and use of the name ‘‘Safeway’’? 

A. By his use of the name ‘“‘Safeway”’ on toilet 
seat covers we have no control over his policies 
or his operations or what he may do, or how he 
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may transact his business; even though his business 
may be transacted properly from time to time, we 
have no control how it may be transacted over the 
future. That is something we have nothing to do 
with, the quality of the product that he manu- 
factures, or what satisfaction he may give his cus- 
tomers. 

Q. Do you think it is possible the company may 
stock this toilet tissue in the future? 

A. They would, depending upon entirely the 
demand for it, I think, and our facilities for handl- 
ing it. 

Q. I think I said “toilet tissue’—I imeant 
‘“toilet seat covers’’? eS 

Mr. Johnston: You may cross-examine. 

Mr. Westall: No eross-examination. 


J. CLINTON EVANS 


called as a witness on behalf of the defendant; and 
having been first duly sworn, testified as follows: 

The Clerk: Will you state your name to the 
Court? [76] A. J. Clinton Evans. 


Direct Examination 


By Mr. Johnston: 

What is your address, Mr. Evans? 

1809 Wellington Street, Oakland, California. 
By whom are you employed ? 

Safeway Stores, Incorporated. 

In what capacity ? 

I am an accountant in their Bradford Ac- 
counting Division. 


POPrPOPO 
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Q. What type of records are kept under your 
supervision ? 

A. We keep all types of profit and loss state- 
ments and balance sheets and all financial reports 
of the company in our offiee, as well as other statis- 
tical reports that may be sent to us for examination 
and accumulation for information for the companies 
in general. 

Q. Will you state very briefly the number of 
stores operated in Los Angeles in 1926 when the 
exapany commenced operation ? 

My. Westall: We object on the grounds the ques- 
tion is incompetent, irrelevant end immaterial. The 
question about Los Angeles is net important. 

Mr. Johnston: This will take just a few moments, 

The Court: J] will overrule the objection. 

The Witness: There were 322 stores operating 
under the name of Safeway in Los Angeles in 1926. 

Q. (By Mr. Johnsten): Will vou tell the Court 
the munber of stores operated each vear since 1926 
in Califorma? [77] 

A. Yn thesvear 19297 thefe were 573 Stor@as aie 
the vear 1928 there were 751. In the year 1929 there 
were 1.010. In the vear 1930 there were 977. Im 
the vear 1931 there were 1,499. In the year 1932 
there were 1,320. Tn the vear 1933 there were 1.288. 
In the vear 1934 there were 1.274. [n the year 1935 
there were 1.312. In the year 1936 there were 1,296. 
In the year 1937 there were 1.225. In the year 1938 
there were 1,113. Tn the vear 1939 there were 1,015. 
In the year 1940 there were 893. In the year 1941 
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there were 805. In the year 1942 there were 738. 
In the year 1943 there were 708. 

Q. I think that gives the picture. Now, Mr. 
Evans, will you tell the Court in what states the 
company stores are located 2? 

A. The company operates in 19 western states, 
four eastern states, the District of Columbia, and 
also in Canada, in five provinces. Do you want me 
to list the names of the states? 

Q. Yes. 

A. Arkansas, Arizona, California, Colorado, Dis- 
trict of Columbia, Idaho, Iowa, Kansas, Maryland, 
Missouri, Montana, Nebraska, Nevada, New J ersey, 
New Mexico, New York, Oklahoma, Oregon, South 
Dakota, Texas, Utah, Virginia, Washington and 
Wyoming. And the five Canadian provinces are 
British Columbia, Alberta 

Q@. That is all right. Will you tell the Court, 
Mr. Evans, [78] the annual retail sales of the com- 
pany since 1932? 

Mr. Westall: Same objection. 

The Court: T will let him put this in the record. 
Objection overruled. 

A. The Witness: The total sales for the year 
1932 were $229,173,468.67. Tn 1933, $222,156,841.68. 
In 1934, $242,966,383.20. In 1935, $294,697,599.81. 
In 1936, $346,178,061.20. In 1937, $381,868,220.28. 
In 1938, $368,254,991.28. In 1939, $385,882,083.00. 
thie), $399.322122.15. In 1941, $475,124,885.09. 
In 1942, $611,139,476.85. In 1943, $588,833,620.10. 
In 1944, 656.571.505.296. In 1945, $664,771 5 49.03. 
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Q. Now, L ask you, Mr. Evans, this exhibit which 
has just been marked by the Clerk Defendant’s 
Exhibit J. for Identification, entitled, ‘‘Dollar Vol- 
ume Los Angeles Division, ‘Toilet Paper Sales,”’ 
and { ask you if that was prepared under your 
supervision, or from records kept under your super- 
vision ? A. Wes. 

(The doeument in question was thereupon 
marked Defendant’s Exhibit J for Identifica- 
tion.) 

Q. (By Mr. Johnston): Docs that correctly 
show the Dollar volume sales during the vears 1934 
to 1946 in the Los Angeles Division, for toilet 
paper? A. It does. 

Mr. Jolmston: I offer this in evidence as De- 
fendant’s [79] Exhibit J. This shows a range of 
toilet paper sales of from $73,651 in 1934 to $389,- 
642 in 1946. 

The Court: That is in Los Angeles County? 

Mr. Johnston: Jos Angeles County alone, yes. 

The Witness: No, Los Angeles Division. 

Mr. Johnston: The Los Angeles Division in- 
cludes, roughly, what territory ? 

A. It would inelude Los Angeles County, Kern 
County, Riverside County, Orange County, and a 
couple of other small counties down there that have 
a very small population. 

Mr. Westall: We object to the admission of the 
exhibit into evidence as incompetent, irrelevant and 
immaterial to any issue in the ease. 
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The Court: It may be admitted. IT will overrule 
the objection. 

Q. (By Mr. Johnston): Can you give the com- 
pany’s overall toilet. paper sales throughout the 
country within the last two or three years, since 
1942? 

.A. I believe I am unable to present that to the 
Court. 

Q. What have been the company’s advertising 
expenditures in each of the years since 19322 

Mr. Westall: That is objected to as totally im- 
material. They have advertised peas and pins and 
everything else that hasn’t anything to do with 
the case, but never toilet seat covers. [80] 

The Court: Counsel’s objection may go to the 
point that the advertising expenditures might have 
to do with other things than just the use of the name 
“Safeway”. Wouldn’t you have to have some 
breakdown on that? 

Mr. Johnston: We have shown what the adver- 
tisements have consisted of. 

The Court: You mean all of the advertisements 
having the word ‘‘Safeway’’ on them? 

Mr. Johnston: Yes. 

The Court: As well as the radio program? 

Mr. Johnston: Yes, as well as everything, surely. 

The Court: All right, but just give us the first 
year and the last year. 

Mr. Johnston: Surely. 

@. What is the range, nationally ? 

A. Total advertising expense for the year 1932 
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amounted to $2,505,166.12 and that was inereased 
year by year until 1945, in which the company spent 
$4,959,549.43. 

Q. Will you tell us how much of that was spent 
in those two years in the Los Angeles Division? 

A. The information I have was for the year 1942 
in the Los Angeles Division. 

Q. ‘That will be satisfactory. 

A. We spent during the year 1942 in the Los 
Angeles Division $271,417.49 in newspaper advertis- 
ing, handhills, spot [S1] radio announcements and 
ents and misecHaneous materials. 

Q. Do you have a breakdown with you of those 
advertising figures in terms of the amount spent 
for newspapers, and so on? 

Mr. Westall: We object to that on the ground 
that he is going into unnecessary matters. 

The Court: Js that necessary? 

Mr. Johnston: I had in mind the rest of what 
your Honor thought ! should show. 

The Court: No, the only point I had made was 
whether or not that advertising all mentioned the 
name “Safeway”? or whether you should break it 
down. You pointed out the evidence showing all of 
the advertisements contained in the word ‘‘Safe- 
way’. 

Mr. Johnston: Yes, I will withdraw that ques- 
tion. You may cross-examine. 

Mr. Westall: No ecross-examination. 
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called as a witness on behalf of the defendant; and 
having been first duly sworn, testified as follows: 

The Clerk: Will you state your name to the 
Court ? A. Gerald E. Brown. [82] 


Direct Examination 
By Mr. Johnston: 


Q. Mr. Brown, you are employed by Safeway 
Stores, Incorporated ? A. That’s correct. 

Q. What is your address? 

A. 2630-77th Avenue, Oakland. 

Q. In what department are you, Mr. Brown? 

A. Iam in charge of the Survey Section of the 
Market Research Department. 

Q. At my request did you make a study to deter- 
mine or to estimate the number of customers that 
Safeway has? A. That’s correct. 

Q. I show you Exhibit A for Identification, 
marked Kxhibit 1 at the top, and consisting of 
several tabs and ask you if that is one of the studies 
which you prepared at my request? 

A. That’s correct. 

Q. Will you please state to the Court what that 
sttidy consists of and what it shows? 

Mr. Westall: We object to the question again as 
entively irrelevant and immaterial and cumulative 
to matters in the use of the word ‘‘Safeway’’ which 
has already been sufficiently shown. 

Mr. Johnston: What we are trying to show is 
how many people must patronize the Safeway 
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Stores. The volume is tremendous as proven by 
the statistical studies Mr. Brown [83] has prepared 
and which goes to earry out the proof of one of the 
basie issues in this ease, namely, the meaning of 
the word “Safeway”’ to the public. 

Mr. Westall: The Court could very well assume 
or surmise the number of families which would be 
sufficient for their purposes, if they sell so many 
produects—and so forth. So it is all cumulative. 

The Court: I don’t quite understand this. This 
refers to the number of families that the defendant 


would serve if the customers bought all of their 
requirements there? 
Mr. Johnston: The witness will explain this, if 


permitted by Counsel. The point is this 

The Court: What are vou trying to show by 
this? 

Mr. Johnston: We have no aetual customer 
counts and it is impossible to show the number of 
people that patronize the store. What we have tried 
to do by this study, namely, by taking the over all 
population census figure and the over all census 
record of food sales and comparing with the latter, 
to the sales of food, finding out what per cents of 
the total food business ‘‘Safeway’’ handles, and by 
applying that against the total population and esti- 
mating that, at least that number of people must 
have bought their food requirements at our stores. 

The Court: What conclusions do you come to 
from this survey you have referred to as to the 
number: of customers, [84] Mr. Brown? 
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The Witness: We have estimated it roughly as 
18 million persons being served by food that. is 
purchased at ‘‘Safeway.”’ 

The Court: Is that annually? 

A. Yes, for the country as a whole at any one 
time there are that many persons that are regular 
customers of Safeway Stores in all of our divisions. 

The Court: You mean by that, you inelude a 
person that might go in onee and buy once? 

A. Yes, we have estimated about thirteen and 
one-third millions persons are served regularly by 
food from ‘‘Safeway’’ and around eighteen million 
either regularly or occasionally. That is, they are 
familiar with “Safeway”? and do buy there from 
time to time. 

The Court: And that conclusion is reached as the 
result of the method you have used in this survey ? 

A. In this survey we have taken the census 
figures and estimated their figures in terms of cus- 
tomers who buy all of their food requirements at 
‘‘Safeway’’. 

The Court: That is contained in the four sheets? 

A. The first four, and Exhibit 2—we have made 
surveys at various times and have asked persons 
living in various cities we have served, where they 
buy their foods regularly, and roughly sixty per 
cent of the persons living in the area we [85] serve 
show regularly at “Safeway”. We apply that to 
the estimated population we serve, which is 22 mil- 
lion to arrive at a figure of 17.7 million who do 
shop regularly at ‘‘Safeway’’. 
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The Court: The reasons why you have come to 
the conelusions you have stated are set forth in 
detail and analyzed in these three exhibits? 

A. Yes. 

The Court: Now, do you wish to object to these, 
Mr. Westall? 

Mr. Westall: We object to those as totally un- 
necessary and cumulative, and the theory of the 
name ‘‘Safeway”’’ and its meaning has been proven. 

The Court: For the purpose of explaining the 
opinion and statement of the witness in that regard 
I will allow these exhibits to be marked in evidence. 


(The doeuments in question were thereupon 
received in evidence and marked Defendant’s 
Exhibits K, L and M, respectively.) 


Mr. Johnston: ‘hat’s all, Mr. Brown. 
Mr. Westall: No eross-examination. 


WILLIAM A. VOLLMER 


ealled as a witness on behalf of the defendant; and 
having been first duly sworn, testified as follows: 
The Clerk: Will you state vour name to the 
Court? 
A. William A. Vollmer. 


Direct Examination 
By Mr. Johnston: 


Q. What. is your address, Mr. Vollmer? 


A. 5221 James Avenue, Oakland. 
Q. You are employed by Safeway Stores? 
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eee fet s right. 

Q. In what capacity? 

A. Manager of the Map Procurement Depart- 
ment of the Real Estate Division. 

Q. As manager of the Map Procurement De-. 
partment of the Real Estate Division you are 
charged with the duty of procuring maps showing 
the location of the company’s stores throughout its 
organization ? A. That’s right. 

Q. At my request have you prepared a map 
showing the location of the company’s stores in 


1932 in Los Angeles? AS Theat’s rieht: 
@. And that is this map over here, is it (point- 
ing to map on blackboard) ? As” Wesiesin, 


Mr. Johnston: Could I have that map marked 
for identification as our next exhibit? 

The Court: Are you going to have the witness 
explain it? [87] 

Mr. Johnston: Yes, vour Honor. 


(The map in question was thereupon 
marked Defendant’s Exhibit N for Tdentifica- 
tion. ) 


(). (By Mr. Johnston): Now, Mr. Vollmer, will 
you step over to the map and describe to the Court, 
or tell the Court, and you may use the pointer if 
you wish, what the various pins in the map show: 
and explain what area is there covered by the 
whole map very briefly. : 

Mr. Westall: We object to that as entirely in-: 
competent, irrelevant and immaterial. We remem- 
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ber they have already told how many stores they 
have in Los Angeles. They have already stated 
they are in the best locations just like any good- 
size store will get a good location, and that is what 
they have done. That map and the explanation 
of the details cannot possibly aid the Court in 
determining the pertinent issnes in this ease. 

Mr. Johnston: If your Honor please, the pur- 
pose of this map is somewhat different in the main 
than the previous evidence that has been introduced. 
Mr. Dimnell has testified, I think, in this deposition 
in this ease that he didn’t know of Safeway Stores 
when he adopted the name ‘‘Safeway”’ and we wish 
to show that he lived in Los Angeles at that time, 
that he moved around Los Angeles at that time and 
that he was on the road five or six honrs a day and 
must have known of the existence of Safeway 
Stores and even their locations. [88] 

Mr. Westall: Mr. Dunnell didn’t say he had 
seen Safeway Stores before. He said he had, but 
didn’t pay any attention to them becanse they 
didn't seem to have anything to do with his busi- 
ness, that he probably may have seen them as any- 
one would see, for example, the Thrifty Drug Stores 
or anything else. He did not. deny having seen 
them at any place in his deposition which has been 
taken. 

Mr. Johnston: May I take just a moment to 
refer to the deposition? Reading from Page 50 in 
the deposition of Mr. Dunnell introduced im evi- 
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dence yesterday by Counsel and which was taken 
in the Patent Office proceeding 

Mr. Westall: You are not talking about the de- 
position taken in this case? 

Mr. Johnston: No, I am referring to the 
deposition, in evidence in this case which was in- 
troduced in evidence by you yesterday. 

Cross-Question 157: 


“Q. You had heard, however, or did know 
of a grocery business being conducted under 
the name ‘Safeway’? 

“A, Not at that particular time in 1933 
when I first adopted and used that name.’’ 


158: 

“You didn’t know at that time that there 
was a grocery company in Los Angeles operat- 
ing under the name of ‘Safeway’ or ‘Safeway 
Stores’? 

‘CA. T didn’t know that there was, no.’’ [89] 


Now, we are simply trying to meet that. evidence, 
vour Honor. 

The Court: I think you are perfectly entitled 
to mcet evidence, but is that a relevant issue in the 
ease? 

Mr. Johnston: I think it bears on the equities 
of the case whether he had in adopting the name 
reason to know or knew it had already been ap-. 
propriated by another organization. 

The Court: Even though he knew that the Safe- 
wav Stores, Incorporated were operating under the 
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name ‘‘Safeway’’, that still would not be a relevant 
issue on the question of trademark priority. 


Mr. Westall: No, it would not be relevant at all 
and there is no question about the title. As T said 
before, that is admitted even in the Patent Office. 

The Conrt: 1 am trying to find out your op- 
ponent’s reason. 


Mr. Johnston: IT think this proceeding is funda- 
menially equitable and the federal Trademark 
Statute is applied by the Court tn determining 
what is registerable in conformity with the law of 
unfair competition. IT am about to show by this 
witness that at the end of 1932, shortly prior to the 
time he adopted the name we had these stores 
loeated in strategic and prominent places through- 
out the Los Angeles area. [90] 

The Court: Can’t you make a statement on that 
without eneumbering the record with this large map 
and all the details of it? Can you not make a state- 
ment that is not controverted that at this time there 
were in Los Angeles some three hundred and twenty 
stores loeated at prominent points in the business 
and residential areas in the general Los Angeles 
area all with the word ‘‘Safeway’’. You don’t need 
a map with all this detail. Is there any dispute on 
that ? 

Mr. Westall: No, there is not any dispute. They 
have already covered that. 

Mr. Johnston: <All right, vour Honor. We 
simply wanted to meet that issue. 
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recalled as a witness on behalf of the defendant; 
and having been previously sworn, eerie as i 
lows: 

Direct Examination 


By Mr. Johnston: 


Q. You testified yesterday, I believe, Mr. Dun- 
nell, that vou engaged in various forms of adver- 
tising and you put ont certain circulars, is that 
correct, to the trade? A. Yes. 

@. Showing you Exhibits O, P, R, S and Q, for 
Identification, I ask you if those are the types that 
are representative of the advertising material you 
put out? [91] 

A. Yes, those represent the types that I usually 
distributed. 

@. And you recognize these as having been pub- 
lished by you? 

A. Yes, I think they are all put out by me. 

Q. You are sure of that, aren’t you? 

A. Yes, these are all put ont by me, circulars 
that I published. 

Mr. Johnston: If your Honor please, I would 
like to eall your attention to the circumstances of 
these various circulars marked for identification as 
Exhibits showing that these products are suitable 
for sale in the stores. The reverse side of that one, 
for example, shows that the travel-aid unit is in 
the word, they are ‘packages for resale by stores, 
perfect and popular items if displayed for gale to 
the travelling public’. Substantially the same 
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statement appears on these other publications which 
are shown to have been issued during the period 
trom [930eto 1945: 

The Court: What dates, did you say? 

Mr. Johnston: They are not all dated, but there 
are the dates 1939 and 1942 on them. 

T will offer these in evidence. 

Nhe Court: Very well. 


(The cireulars in question, previously 
marked as Defendant’s Exhibits O, P, R, 8 and 
( for Identification, were thereupon received 
in evidence.) 


Q. (By Mr. Johnston): Yon testified, f believe, 
Mr. Dunnell, [92] that vou first used the produet 
Safe Way Toilet Seat Covers in October, 1933? 

A. That was when I first adopted and used the 
name. 

Q. In fact, at that time vou were employed as 
the representative on the Pacific Coast of Morton 
Manufacturing Company, were vou not? 

A. No, I was in business for myself. 

Q. Prior to that time, before you erigina‘e |] 
that product, you had a product known as ‘‘Sani- 
Gard”’. 

Q. For Morton Manufacturing account? 

A. I was an independent operator buying and 
selling on my own account. 

Mr. Johnston: I ask this contract be marked for 
identification. 
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(The contract in question was thereupon 
marked Defendant’s Exhibit T for Identifica- 
tion. ) 


Q. (By Mr. Johnston): Showing you Exhibit 
T for Identification, I ask you if that is your signa- 
ture at the end of it? 

A. Yes, I beheve this is my signature. 

Q. That is the contract, is it not, under which 
you were distributing Sani-Gard covers? 

A. No, we never carried out the provisions in 
this contract as set out in this contract. This pro- 
vided that I would sell this product, the product 
put out by the Morton Manufacturing Company 
under the name *‘Sani-Gard”’ as their product, tak- 
ing [93] orders for them. That arrangement was 
not feasible at all. It developed that it was not a 
satisfactory way to do that, so I never did take 
any orders in the name of Morton Manufacturing 
Company as this contract sets out. 

Q. You did, however, pay the Morton Company 
for the use of its product, did you not? 

A. No, I bought it from the Morton Company 
and sold it on my own account. 

Q. But you made to the Morton Manufacturing 
Company payment for each item you sold, on the 
merchandise ? 

A. That I bought from them. Later there was 
a different arrangement. 

Mr. Johnston: I will offer this contract in evi- 
dence. 
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The Court: What is the relevancy of this? 

Mi. Westall: It is ineompetent, irrelevant and 
inmaterial, if your Honor please. 

Mir. Johnston: -T am trying to show he was 
actually representing Morton Mannfacturing Com- 
pany at this time when he claims he adopted and 
used this name ‘tSafe Way”’. 

The Court: What difference does it make? 

Mr. Johnston: In order to be entitled to a regis- 
tration of the name **Safe Wav" he must be the 
owner and not using it for somebody else. Actually 
this very same product was registered at about that 
time hy the Morton Manufacturing Company under 
the Federal Trademark Aet. That registration was 
for [91] registration of the cabinets, as I will show 
your Ifenor in a minute. 

The Court: Whose registration is it? 

Mr. Johnston: Morton Manufacturing Company 
of Chicago, who I said this man renresented, and 
he was simply representing them and has rep- 
resented them in ns handling of the ‘Safe Way” 
product. Whatever claim he has is theirs and 
nothing else, and this entire claim of his is based 
on fietion. 

The Court: You mean this article. this toilet 
seat cover, was put out by this firm in the east under 
a different name and then he sold it under that 
name, and he is now selling it under the name of 
‘Safe Way? 

My. Johnston: Yes, now with a new name. The 
name was originated by him as their representative. 
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The Court: What is the name of this concern? 

Mr. Johnston: The Morton Manufacturing 
Company. 

The Court: Did that appear in the proceeding 
in the Patent Office? 

Mr. Johnston: Appar ently they haven’t opposed 
it, as far as I know. There is in evidence and I 
would like to call your Honor’s attention to the 
registration of the name in favor of the Morton 
Manufacturing Company for these toilet seat cover 
dispensing cabinets. 

The Court: Do you assert that you are entitled 
im this [95] proceeding in this matter to make a 
claim of what someone else is entitled to? 

Mr. Johnston: I think I am entitled to show 
anything which prevents the name bemg register- 
able to this man. Jn other words, they are asking 
this Court to make an order on the Patent Office 
to register this name. 

The Court: Did the Patent Office deny this ap- 
plication on the grounds that someone else other 
than the plaintiff was the one who was entitled to 
this ? 

Mr. Johnston: So far as T know, this matter 
was not called to their attention and their clecision 
was based solely upon the name with which your 
Honor is familiar. 

Mr. Westall: Mr. Dunnell adopted that name 
and used it. We have many letters and we still 
have letters in the file where Morton Manufacturi ing 
Company agreed to make the cabinet for him and 
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congratulated him on the selection of the name and 
his advertising and talked about the work that was 
being done for them and work they were doing for 
him on the Safe Way covers. Then, without his 
knowledge, as he testified on the deposition and will 
testify now, they applied for and registered that for 
exbinets which they made for him and under his 
order after he adopted the name and after he asked 
them to hurry up with the cabinets and fill his 
orders, which they had no right to do. 

The Court: Is the trademark claim for use on 
the cabinets? [96] 

Mr. Westall: Ou the eovers and not the cabinets. 
nets. 

The Court: That was dented by the Patent 
Oflice ? 

Mir. Westall: Yes he wht applying for tame 
mark on the covers only and not the cabinets and 
that doesn't have anything to do with the ease. 
Naturally, not being applied for, they didn’t assign 
that registration against him. 

The Court: I would like to see the application 
for the trademark. 

Mt. Westall: Mis Exhibit 1. 

Mr. Johnston: It was Exhibit B in the first 
exhibit. 

Mr. Westall: Jt is Exhibit 1 here in evidence 
now. 

The Conrt: Yes, it is Exhibit 1 here. This ap- 
plication does not have anything to do with any 
cabinets, Counsel. 
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Mr. Johnston: Your Honor, may I e¢all your 
attention to the cabinet included in the deposition 
papers? This isn’t in evidence yet, but this is the 
way Mr. Dunnell dispenses his product. He places 
this cabinet with the name “Safe Way’’ written on 
it in the rest room behind the toilet. 

The Court: But Counsel, irrespective of thot, 
the only matter before this Court is the action of 
the Commissioner upon this patent application. 
This application as I read it is for the use of this 
trademark on toilet seat covers. 

Mr. Johnston: He does not use it on the covers. 
This is the way he uses it 

The Court: You say it is a trademark granted 
to the [97] Morton Manufacturing Company for 
that use. Did you file an intervention proceeding to 
the Morton Mannfacturing Company when they 
apphed for that trademark ? 

Mr. Johnston: We didn’t know about it at that 
time. 


The Court: So they have an existing trademark 
for use on the cabinets. 

Mr. Johnston: As shown by the evidence. What 
I am showing, or attempting to show, is that Mr. 
Dunnell does not own this claim that he is making 
that everything he did was as the representative 
of Morton Manufacturing Company. That is shown 
in part by the contract I have just offered. It is 
shown in part by Morton’s registration and supple- 
mented by the way he actuallv uses the name. 

Mr. Westall: You must remember in the first 
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place it has not anything to do with the case. In 
the second place the registration by Morton was 
without his knowledge and he had adopted the title 
to the name and trademark as it applied to con- 
tainers. 

The Court: Counsel, it isn’t elear to me how 
you can complain if the plaintiff in this case in- 
fringed on a trademark of the Morton Mannfae- 
turing Company. What concern have you on that? 
All that vou can complain about is whether or net 
this application should or shonld not have been 
granted hy the Patent Office for nse of this name 
on the seat covers. If the plaintiff uses the eabi- 
nets that have this [98] trademark en them and 
upon which somebody else has been granted a trade- 
mark, what is your interest in that matter? 

Mr. Johnston: We has alleged in his complaint 
that he in effect owns this by prior adoption and 
use, What I am trving to show Is that he didn’t 
adopt and use it for himself, that he did so simply 
as the representative of another person. 

Mr. Westall: That is not true and if he asked 
the qnestion he will explain that fully. 

The Court: On May 9, 1942, when this appliea- 
tion was filed, yon say he was acting in filing that 
application for someone else? 

Mr. Johnston: No, he was unquestionably acting 
for himself, but the allegation in that application 
and in the complaint in this case that he adopted 
and used and owns the name is not true and T am 
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trying to disprove that. I think that allegation is 
not warranted. 

The Court: You are presenting evidence to show 
that the plaintiff did not adopt and did not use 
the trademark ‘Safe Way”’ on toilet seat covers? 

Mr. Johnston: He was simply acting as the rep- 
resentative of another. 

The Court: I think you should be permitted to 
show he was acting in the representative capacity 
for someone else when he did that. [99] 

Mr. Johnston: Thank you, your Honor. I will 
proceed, if I may. 

The Court: You had me confused, because I 
don’t see the connection with this to the trademark. 

Mr. Johnston: I shouldn’t have brought that up 
at this time. My only point was this, that the fact 
that these other people have it is in further support 
that he was not acting for himself. 

The Court: Have you anybody from that com- 
pany here to testify? 

Mr. Westall: He could have taken depositions if 
he wanted. 

Mr. Johnston: T have offered this contract dated 
May 2, 1932, which in terms covers the period from 
May 2, 1932, to the same date in 1934, between the 
Morton Manufacturing Company and Warren W. 
Dunnell, covering his representation of them out 
here. 

The Court: It may be marked in evidence. 
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(The document whieh was previously marked 
Defendant's Exhibit T For Identification was 
thereupon received in evidence.) 


Mr. Johnston: It is your contention you origi- 
nated the name “Safe Way’’ October 25 or Octo- 
her 28, 1933, is that correct ? 

A. That is the first time I wrote to the Morton 
Manufacturing [100] Company about it, yes. 


(The letter in question, dated October 26, 
1933, was thereupon marked Defendant’s Ex- 
hibit U For Identifieation.) 


Q. (By My. Johnston): I hand you a letter 
dated October 26, 19383. marked for identifieation 
as Defendant's Exhibit U, and ask von if yon wrote 
that letter and if that is vour signature at the end 
of it. 

The Court: Counsel, of course I am not sure, as 
| have never had a ease of this kind before, but I am 
not sure but what a matter of evidence of this na- 
ture should not be re-referred to the Patent Of- 
fice for consideration, You are raising matters that 
were not presented to the Patent Office at all that 
are entirely different issnes than those on which the 
Patent Office decided the matter. While it is true 
that the plaintiff may bring this de novo action nn- 
der the statute, | am wondering whether or not it 
would be proper for the Court to consider in this 
proceeding this patent phase of the matter that you 
are now presenting, whether it would not be barred 
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by reason of the fact that it was not presented in 
the Patent Office. It is a point that I don’t know 
whether has heen considered with other points or 
not, or whether I have given consideration to it or 
not. I want to hear evidence material to the case, 
but I am wondering whether in proper equitable 
proceeding here that you can be permitted to sub- 
mit a case to the Patent Office on the use [101] of 
this name on the so-called ‘‘name theory”? and then 
when the further proceeding is taken whether it 
be by way of appeal to the Court of Custom and 
Patent Appeals or to the proceeding that you can 
introduce an entirely new issue. It does not give 
the others an opportunity to meet that. 

Mr. Johnston: The statute specifically states that 
additional evidence may be taken. Now, as I think 
Counsel and I agreed in our statements to the Court 
yesterday, in part this is an appeal from the Pat- 
ent Commissioner. In other words, you are asked 
in this proceeding to reverse his determination. 
However, as I have just stated, the statute permits 
the submission of additional evidence. So for that 
first reason, that the statute does permit the submis- 
sion of additional testimony T think this is proper; 
and for the second reason that an Appellate Court 
will, if the record supports it, sustain a judgment 
by a lower court, and you are the Appellate Court 
in this ease, and the Patent Office is in effect the 
lower court. If in effect the lower court, the Patent. 
Office, acted correctly, its decision will be sustained 
by your Honor. So if in fact it appears from the 
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record which is now made before this Court that he 
did not adopt and use it and does not own it, then 
it would certainly be proper to affirm the lower 
court, the Patent Office, even though you would dis- 
aeree with its decision on the main clause. 

The Conrt: Your argument I think is sound 
enough in a [102] general way, but it would seem 
to me offhand when you speak about additional evi- 
dence that the statute is referring to additional evi- 
dence in the same issues that were presented. T 
don’t know how much the plaintiff was advised of 
this. but vou might be taking the plaintiff completely 
by surprise and the whele theory of a man having 
an opporfunity on each side to he able to meet the 
issues that are to he decided by the Court would be 
set at nanght. Don’t vou think that when there 
is reference made to additional evidence that that 
means additional evidence coneerning the same 
matters ? 

Mr. Westall: If the Court please. Counsel took 
a deposition which he filed, but he didn’t offer it in 
evidenee, of Mr. Dunnell. He had him produce 
everything and those things he did ont have, he 
proved by secondary evidence. Now, in that depo- 
sition there were a number of letters and corre- 
spondence. We still have them. We have them in 
evidence here and even in the original evidence 
taken by the Patent Office, such letters were put in 
evidence. 
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The Court: Let me interrupt you, Counsel. Are 
you prepared to meet this issue? 

Mr. Westall: Oh, yes, we have already met it. 

The Court: Then I see no harm going into this. 
Proceed, Counsel. 

Q. (By Mr. Johnston): Is that your signa- 
ture? A. Yes. [103] 

Q. Was that letter written by you? 

Demet awas. 

Mr. Johnston: I will offer that in evidence. 

Mr. Westall: No objection. 


(The decument previously marked Defend- 
ant’s Exhibit U For Identification, was there- 
upon received in evidence.) 


Mr. Johnston: This is the letter written by Mr. 
Dunnell on Octoher 25, 1933, just about the identical 
date on which he alleges he adopted and used this 
namie. 

The Court: Who is that letter written to? 

Mr. Johnston: That letter is written to the Con- 
solidated Cover Company in San Francisco. 

Q@. You make, in addition to “Safe Way a 
product known as ‘‘Slide-Away ?” A. “Ves. 

@. And another one known as “Protexs 2 is) it? 

A. That’s right. 


(Sample of cabinet and covers sold by plain- 
tiff was marked Defendant’s Exhibit V For 
Identification.) 


Q. (By Mr. Johnston): Handing you Exhibit 
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V For Identification, IT ask you if this is an exam- 
ple of the cabinet and covers sold by you under the 


name ‘Safe Way.” A. That’s correct. 
Q. And the cardboard and carton in which you 
packed them ? A. That’s correct. [104] 


Q. And it is true, is it not, that the name ‘Safe 
Way’ does not appear on the cover? 

A. The tissue paper cover itself doesn’t have 
it on. 

Q. And this cabinet is installed in the rest rooms 
behind each toilet unit, is that correct? 

A. Not only behind each toilet unit; sometimes 
it is on the door or outside of the stall, but generally 
speaking, it is behind each toilet unit. 

oo 


Q. And the name “Sani-Gard Company’’ does 
not appear on this cabinet? 


A. The usual practice of my 
Q. Will you just answer the question yes or no? 
The Court: Well, that is self-evident. 

Q. (By Mr. Johnston): The only name that ap- 
pears to the public is the name ‘‘Safe Way,”’ is that 
eorreet ? A. That’sscormeet. 

Mr. Johnston: I will offer this in evidence. 

The Court: Tt may be admitted. 

(Thereupon Defendant's Exhibit V, having 
heen previously marked For Identifieation, was 
received in evidence. ) 

Mr. Johnston: I think that. is all. Your Honor, I 
have just one more witness. 

The Court: Suppose we withdraw Mr. Dunnell 
at this time and you may ¢all your other witness, 
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has concluded with the other [105] witness. 


Mr. Johnston: Very well, your Honor. 


EK. R. CREBBS 


called as a witness on behalf of the defendant, and 
having been first duly sworn, testified as follows: 


The Clerk: Will you state your name to the 
Court? 
A. E. R. Crebbs. 


Direct Examination 


By Mr. Johnston: 


What is vour address, Mr. Crebbs? 
15 Williams Avenue. 
San Francisco? A. San Francisco. 
What is your business ? 
Paper converters, toilet seat covers. 
What is the name of your company ? 
Consolidated Cover Company. 
What position do you hold in that company ? 
Vice-President and General Manager. 
How long have you been in the toilet paper 
and seat cover business ? A. Since 1933. 

Q. Could you state to the Court in general fig- 
ures what vour daily production of toilet seat eov- 
ers 18? 


OPrOrOpoope 


A. <At the present time about one million cov- 
ers a day. [106] 
Q. How many days a week? 
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A. Five days week. 

Q. Throughout the year? 

A. Throughout the year. 

Q. With the exception of the usual holidays, I 
suppose ? A. Yes 

Q. And each of your covers normally in being 
distributed to the public passes through a dispens- 
ing unit, as T understand it? 

“A. ‘Thais Tieht. 

Q. Similar in general to this Exhibit V2? 

The Court: You mean it is put out in a eabinet 
form? 

The Witness: Yes, one cover is in a roll in a 
metal eabinet ond another cover is in a paper dis- 
penser. 

Q. (By Mr. Johnston): Can you state approxi- 
mately how many covers go through on the average 
dispenser per year? 

A. Between eight and ten thousand covers. 

Q. A year! Ai A year. 
| Q. How many dispensers in general do you tum 
ont a year? 

A. You mean the metal dispensers ? 

Q. Yes, the cabinets? 

A. Well, probably twenty-five to thirty thousand. 

°Q. Mr. Crebbs, in your business do you produce 
these eovers for sale in stores? [107] 

A. One eover, yes. 

Q. Have you done that over a period of years? 

A. {should eorreet that. We have had a small 
Travel-Aid packet that goes back to when this 
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company started to about 1926, and another cover 
we put on about seven years ago is also handled 
as a resale item. 

The Court: You mean that is a package of seat 
covers that somebody can buy and take with him, is 
that the point? . 

The Witness: Yes. 

Q. (By Mr. Johnston): As I understand it, 
that isn’t a large item, but it has been a continn- 
ous item in vour business, is that correct ? 

A. Yes. 

Q. Now, Mr. Crebbs, can you indicate to the 
Court the Potentialities of this seat cover business, 
whether the market is pretty well supplied or 
whether the field is just beginning? 

A. It hasn’t been touched. 

Q. Do you know Mr. Warren Dunnell ? 

A. I met Mr. Dunnell, yes. 

Q. As I understand it, you put ont a produet 
named “‘Slip-Away,”’’ or you did in the past? 

A. We did at one time. 

Q. After you had come out with that product, 
did he come out with a prodnet under a Siar 
name? 

Mr. Westall: That is entirely irrelevant to this 
ease. [108] 

Mr. Johnston: They have introduced their rep- 
ntation and business practices, and we should ce 
in a position to meet it. 

The Court: IT think that is immaterial. There 
ave controversies that may have taken place with 
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other persons, but they are not material here. T have 
enough to do to decide this case without trying to 
decide some other case. 

Mr. Johnston: Lam not going to introduce any 
evidence of any controversy. This is an unfair com- 
petition case in essence and we are entitled to show 
this plaintiff has been guilty of unfair competition 
in other cases bearing on his reputation and what 
damage ean be done if he is allowed to register and 
use this name. 

The Court: Then they might go into the fact 
that. Safeway had trouble with its employees and 
has labor troubles and somebody does not like Safe- 
way, and so forth. It eould develop into all kinds 
of side issues. } don’t think that is an element that 
has anything to do with this case. Semebody may 
not like your client or this gentleman may not like 
the plaintiff ox thinks he has conducted himself in 
the past in an improper manner; but what has that 
to do with the basic question as to whether or not 
this trademark ean be registered ? 

Mr. Johnston: It shows potential injury to us. 

The Court: How can you be injured because 
the witness [109] on the stand may have a complaint 
against the plaintiff? On the other hand, he could 
come along and show that somebody has complaints 
against the Safeway. I am not saying they have, 
but I point that out to show how we could get into 
lots of side issues here. 

Suppose you state what you want to show. 

Mr. Johnston: We propose to prove and offer 
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to prove that shortly after, or at some time after 
the Consolidated Cover Company with which Mr. 
Crebbs is connected put on the market and had on 
the market its product known as ‘‘Ship-Away’’ Seat 
Covers. Mr. Dunnell came out with his ‘‘Slide- 
Away’’ Covers; that this cover was very similar to 
the ‘‘Slip-Away’’ Cover produced by Mr. Crebbs’ 
eoneern, that when Mr. Crebbs changed—— 

The Court: You mean the name was similar? 

Mr. Johnston: I think that speaks for itself, 
but it was similar in appearance also, and when Mr. 
Crebbs of the Consolidated Cover Company changed 
the structure of a portion of his product, namely, 
the roller on which it was fixed, a similar change 
was made in ‘‘Slide-Away,’’ and when he changed 
the color of that roll, a similar change was made in 
“Slide-Away’’; and when Mr. Crebbs produced a 
produet called ‘‘Protecto”’? and Mr. Dunnell came 
out with a product known as ‘‘Protex.”’ 

The Court: Counsel, it was stated te me that 
the [110] plaintiff has a patent for this seat cover. 
Am I correct about that? 

Mr. Johnston: Yes, that was stated to you. 

The Court: Is there any dispute about that? ° 

Mr. Westall: No, it is in evidence. 

Mr. Johnston: JI think we can concede that, your 
Honor, However, wholly apart from that, even if 
it were patented, it would not be proper or possible 
for Mr. Dunnell to copy Mr. Crebbs’ product in 
various other particulars. 

The Court: But he has filed an appheation to 
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put on toilet seat covers the name *‘Safe Way” and 
he has a patent for those seat covers. What eonecern 
is it of mine to inquire into controversies that may 
have existed between the plaintiff and the witness 
on the stand or his company in other matters? I 
am not deciding the reputations of the parties here, 
am [? 

Mr. Johnston: I think your Honor has to con- 
stder the damage that may oceur to us because of 
his business practices. 

The Court: Because of some other aetions on his 
part ? 

Mr. Johnston: Simply because of his business 
practices. 

The Court: IL hold that is imma‘erial to \his 
case. You made your offer of proof and our dis- 
cussion indieates your purpose and I hold it is in- 
competent, irrelevant and iminaterial. [111] 

Mi. Johnston: You may cross-examine. 

The Cowrt: Are there any questions you wish 
to ask? 

Mr. Westall: Just one or two questions. 

Cross-Examination 
By Mr. Westall: 

Q. You have been a competitor of Mr. Dunnell, 
-haven’t you, for a good many years? 

A. I couldn't hear you. 

Q. You have been a eompetitor of Mr. Dunnell 
for several vears, haven’t you? A. Yes. 

Q. How many years? 

. A. We-ewent in in 1933 and I think Mr. Dunnell 
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was in in 1932. Our cover has been made since 1926. 

Q. Could you say what your annual sales of.. 
toilet seat covers were in the year 1946? 

A. Is that necessary that I give our sales infor- 
mation ? 

Q. You already told how many you make. 

Mr. Johnston: It is simply for the purpose of 
showing the relevant size of Mr. Dunnell in the. 
business and it doesn’t seem necessary to go into 
figures. 

The Court: You are making the same error that 
I held to be the situation in the case of your oppo- 
nent. I don’t want to hear about any controversies 
hetween the plaintiff and this company. 

Mr. Westall: I was only cross-examining on his 
own [112] testimony that he has already made as to 
his amount of covers made and I want to check that 
by a few additional ouestions, is all. 

The Court: Can you give us the volume of sales 
without dollars? Is that a matter you feel free to 
disclose ? 

Mr. Johnston: That is, the number of covers, 
vour Honor means? | 

The Court: How many do you sell? How do 
vour sales in normal compare with production ? 

The Witness: Very good; roughly, twenty-four 
to twenty-five million a month. That runs quite 
regularly straight through each month. 

The Court: In volume of sales? 

Q. (By Mr. Westall): Are you still answering 
the same question as to 1940? 
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A. I eouldn’t answer that without looking at 
my records. I would say offhand it was practically 
the same as 1946, but I would have to cheek that. 

Q. Have you stated the number of covers that 
you sell approximately a year—in 1946, say. 

The Court: He said twenty-five million. 

Q. (By Mr. Westall): That represents how 
many ions of tissue paper made into toilet seat 
covers? 

Mr. Johnston: If I am not mistaken, the evi- 
dence was a month and not a vear, just to make 
this correct. [113] 

Q. (By Mr. Westall): Was it twenty-five mil- 
lion a month vou make? 

A. ‘Twenty-five million a month, correct. 

Q. How many tons of tissue paper does that 
number of seat covers represent ? 

A. Ts that necessary to go into the paper end? 

The Conrt: What is the materiality of this? 

Mr. Westall: I want to check whether these fig- 
ures are eorreet as to so many tons of tissue paper. 


The Court: What differenee does it make? I 
don’t eare whether this man makes twenty-five mil- 
lion or five million. That isn’t an issue in this ease. 


Mr. Westall: I think that is all, your Honor. 

Mr. Johnston: No further questions. 

The Court: We will recess this case until two 
o’elock this afternoon, gentlemen. 


(Thereupon a reeess was taken until two 
o’elock p.m.) [114] 
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Afternoon Session, Thursday, March 13, 1947 
2:00 P.M, 


WARREN W. DUNNELL 


recalled as a witness on behalf of the defendant 4 
previously sworn: 


Cross-Examination — 
By Mr. Westall: 


Q. What were your business relations with Mor- 
ton Manufacturing Company at the time of your 
adoption and first use of the trademark ‘Safe 
Way” as applied to toilet seat covers? 

A. J had an arrangement with the Morton Man- 
ufacturing company whereby I sold a paper toilet. 
seat cover that they manufactured as well as dis- 
pensing cabinets. That was in the nature of an ar- 
rangement whereby they gave me the exclusive sales 
representation in the State of California. The agree- 
ment was that they would sell to no one else in that 
territory. 

Q. You were not acting as their agent in tak- 
ing orders in their name? 

A. No, although the contract that was put in evi- 
dence says something to that effect, that arrange- 
ment was never carried out. In other words, the 
manner in which they proposed that IT carry on 
that business was not satisfactory in this particu- 
lar territory. So we never earried it out in that 
way, and we did carry on business on the basis that 
I as an [115] independent contractor buying mer- 
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chandise from them, paying for it and reselling it 
at prices which I established. 

Q. Did the Morton Mannfaeturing Company at 
any time suggest to you the adoption and use of 
the trademark ‘‘Safe Way” as applied to toilet seat 
covers ? A. No, they never did. 

Q. Will vou explain, please, briefly the cireum- 
stanees of your adoption and first use of the trade 
mark ‘Safe Way’? as so apphed with relation to 
the Morton Manufacturing Company ? 

A. Along in the latter part of 1933 the Morton 
Company had a toilet seat cover which they were 
proposing to put on the market under the trade 
name of Kleen-Seat.””. They sent me semples of 
that particular product, both as to respective paper 
covers and dispensing cabinets, and from my ex- 
perience in the seat cover husiness wp to that time 
and my experience with the ‘‘Sani-Gard’’ cover 
which T had started to first sell. 1 could readily see 
that this cover which they were going to attempt to 
market under this trade name ‘‘Kleen-Seat’’ was 
not satisfactory, both with respect to the paper toilet 
seat cover or with respect to the dispensing ecahi- 
net: and also with respect to the trade name that 
they had decided to use. So I wrote to them to that 
effect sayime that I did not feel that the cover that 
they had designed was satisfactory. I don’t feel 
that the dispensing cabinet that they had [116] swb- 
mitted as a sample was satisfactory and I was not at 
all satisfied with the trade name ‘‘Kleen-Seat”’ 

Mr. Johnston: Excuse me, your Honor, I don’t 
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want to slow up this thing, but if the witness can 
refer to written documents that would be the best 
evidence. i 

The Court: Yes, if you are intending to put the 
letter in, you may do that as that is the best evi- 
dence, but if you are going to have the witness give 
an account of his relations with this company, it 
shouldn’t consist of what he thought unless the 
documents are offered. So I will strike that part 
of the testimony as to what he thought. 

Mr. Westall: Yes, your Honor. 

Q. Let me ask you this: Did you have a carbon 
copy of the original letter you wrote to them at that 
time that you last referred to? 

A. Yes, I believe I have. 

@. Where is it? 

A. I believe it is in evidence. 

The Court: If it is in evidence you ean refer to 
it and that will save time. | 

Mr. Johnston: If it is in evidence it speaks for 
itself. 

Mr. Westall: Yes, but we want to know what 
it is. 

The Court: Is this the letter you are referring 
to, that vonr Counsel has just handed you? 

The Witness: That is correct, yes, sir. [117] | 

The Court: Let me see the letter. 

Mr. Westall: There are only certain parts of 
it that are pertinent. 

The Court: Go on with your examination. I 
think the question was that he was requested to 
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state the circumstances under which he adopted the 
name ‘‘Safe Way.”’ 

Mr. Westall: Yes. 

The Court: Had you completed your answer? 

The Witness: No, IT had not completed my an- 
swer. 

The Court: Go ahead and complete your answer, 
then. 

The Witness: So, as a result of my objections I 
sent proposals in my correspondence that I much 
preferred to use another trade name. I preferred 
to redesign the type of eover and dispensing cabi- 
net and as a result of that I sent them orders for 
a new type of dispensing cabinet which I ealled— 
asked them to label with the trade name ‘‘Safe 
Way.”’ I also suggested a change in the manner of 
making the toilet seat covers which they had sub- 
mitted as samples as not being satisfied, and asked 
them to be labeled “Safe Way.” 

Mr. Johnston: Same objection: he is referring to 
writings he made. 

The Court: Yes, I will sustain the objection. 

The Witness: [ have the orders I have referred 
to and they are in evidence. 

The Court: Counsel can call my attention to the 
documents. [118] 

Mr. Westall: I will show you this. It is already 
in evidence and already explained. This is the origi- 
nal order for the first two ‘‘Safe Way’’ cabinets 
which he referred to. Here is a letter that Morton 
wrote on November 20 referring to the order. 
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Mr. Johnston: Is that in evidence? 

Mr. Westall: Yes, that is in evidence as Dunnell 
Exhibit H, which shows an acknowledgment by the 
Morton Manufacturing Company of his right to that 
trademark and to the cabinets. I don’t believe 
Counsel has offered in evidence a deposition that 
was taken of Mr. Dunnell in Los Angeles a few days 
ago on the 28th of February, and we have here ad- 
ditional letters. Counsel did not issue a subpoena 
duces tecum, but he told us what he wanted us to 
give him, everything, and he requested that at that 
time and if Counsel is not going to pnt that in evi- 
dence, all of which we have given him, we will offer 
the deposition in evidence. 

The Court: Do vou wish to offer the exhibits or 
the deposition ? 

Mr. Westall: We wish to offer the deposition 
and the exhibits, together with the letter that we 
refer to. 

The Court: Which letter is that? 

Mr. Westall: That is another letter from Mor- 
ton Manufacturing Company that Counsel fished out 
and which is also highly pertinent along the same 
lines. [119] 

The Court: Suppose you take the letter you 
have reference to and offer it in evidence, if you 
wish. 

Mr. Westall: Yes, we ean offer the deposition in 
evidence if there is no objection to it. 

Mr. Johnston: I have no objection. 

Mr. Westall: Together with the other exhibits. 
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Among other things there is a trademark registra- 
tion in the State of Califormia with the word ‘Safe 
Wav" that the appheant got in 1937 without any 
objection, and so there are a number of things 

The Court: All right, let the deposition and the 
exbinits be marked in evidenee. 

The Clerk: May they be deemed in evidence 
rather than marking them? We usually follow that 
practice. They are filed as a part of the exhibit. 

Mr. Westall: “Yes: 

The Court: Yes, they may be deemed in evi- 


dence. 

Q. (By Mr. Westall): Have vou any other Jet- 
ters relating to the filling of vour orders for Safe 
Wags” cabinets? 

A. Yes, I have some other photostatic copies of 
letters. 

(). Wall vou produee them? 

“A. Yes, here are three photostatic copies of 
letters: one is dated May 15, 1954; another one, 
June 7, 1934; and the other is dated February 4, 
i935, all referring to furnishing me with my “Safe 
Way’ dispensing cabinets and literature. [120] 

The Court: These are not part of the record? 

Mir. Westall: They are not part of the record 
yet. There are additional acknowledgments of Mr. 
Yymnell’s right to the trademark. While Counsel is 
examining the letters there is one part of the depo- 
sition that is highly pertinent on the present 
Inquiry. 
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The Court: You’d better give Counsel an oppor- 
tunity to look at those letters. 

Mr. Westall: We perhaps had better have these 
letters marked for identification before we proceed. 

The Court: Are you going to offer them in 
evidence ? 

My. Westall: Yes. 

The Court: Is there any objection? 

My. Johnston: I don’t think they are in any 
way relevant to the issues. 

Mr. Westail: They are highly relevant, because 
they constantly acknowledge the trademark and con- 
gratulate him on the trademark and his advertising, 
and all that sort of thing. 

The Court: You’d better let me look at them. 

Mr. Johnston: I think your Honor will see they 
are entirely consistent with the agency theory that 
we have advanced. 

The Court: They may be admitted. Do you wish 
them marked separately, or as one exhibit? [121] 

Mr. Westall: hey can be offered as one exhibit, 
I suppose, pinned together. 


(The photostatic copies of letters dated May 
15, 1934, June 7, 1934, and February 4, 1935, 
were thereupon received in evidence and 
marked collectively as Plaintiff’s Exhibit 
No. 6.) 


Mr. Westall: In this deposition at the time of 
the reading and signing, after reading the deposi- 
tion the witness found it necessary to make a cor- 
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rection and an explanation. This correetion and 
explanation is as follows: 


‘Tn ecomeetion with my deposition taken 
February 28, for Civil Action 26,230-G, I 
should like to make one ecorreetion, and also 
clarify my testimony in respeet to my past 
relationship in the seat cover business with the 
Morton Manufacturing Company. The correc- 
tion is at Line 6 and 7 on Page 65. Instead of 
this answer reading as it does, it should have 
read: 

‘“*No, my agreements that 1 had had with 
Morton were not a revalty basis’.”’ 


He says that should have been, ‘‘No, my agree- 
ments I had with Morton were not royalty, but on 
a territorial arrangement.”’ 

Then he goes on and says, ‘*In order to elarify 
my testimony particularly in regard to the ques- 
tioning beginning on the last line of Page 72, I 
should say beeanse of vour repeated [122] refer- 
enees to the word ‘royalty’, beginning at Page 6 
of my deposition to Page 72 and your usual cor- 
reeting of it to substitute ‘sium of money’ instead 
of ‘royalty’ indicated very clearly that von have the 
impression that 2 


The Court: That is all argumentative, Counsel. 

Mr. Westall: It is to a certain extent, but it is 
still his explanation. 

The Court: Well. it is similar te what he has 
testified to here. 
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Mr. Westall: It is a little different. 

The Court: I would rather you complete the 
testimony of the witness so I can get the facts. 

Mr. Westall: I could go over the same thing by 
questions and answers, but I thought that this might 
be the easiest way to get at it. However, we will 
proceed as your Honor has directed. 

The Court: It is not a question of my directing 
yon, but it is a little confusing to me when vou refer 
to these other matters. I would rather have both 
sides complete the factual matters you have to ask 
of the witness, such as these letters and documents. 

Mr. Westall: Very well, your Honor. 

@. Has the Morton Manufacturing Company 
ever at any time protested to you in any way your 
use of the trademark “‘Safe Way” for either cabi- 
nets or toilet seat covers? [123] 

A. No, they have not. 

Q. Did vou ever at any time put out any toilet 
seat cover for resale in stores? A. Wes 

Q. That is, “Did you’’? 

A, Yes, I pnt out a very few. 

Q. When and during what period did you put 
ont any toilet seat cover for resale in stores? 

A. About ten years ago I manufactured a very 
small quantity of covers made up in that way, that 
is, for resale in stores and have made an attempt 
ever since that time to try and dispose of seat 
covers in that way, although I have been unsue- 
cessful. As a matter of fact, I still have a few of 
the covers I manufactured ten years ago. 
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Q. Do you know about how many you mann- 
factured at that time? 

A. A very small quantity—maybe twenty or 
thirty. 

4). Have you made efforts during the last ten 
years to dispose of those covers to stores? 

A. Yes, I have made an attempt to try and dis- 
tribute them that way. 

Q@ And wath whatiesult? 

A. With practically no result at all. They were 
not suitable, apparently, for distribution m_ that 
manner. 

Q@. Can you state what has heen the latest at- 
tempt you have made in your effort to dispose of 
seat covers to stores? [124] 

A. T made an attempt in the nature of writing 
some letters to stores such as Kress and Woolworth 
and Safeway Stores in 1942, and those letters are 
in evidence. 

Mr. Johnston: The witness covered all this in 
his testimony vesterday. 

Mr. Westall: ‘Phat is trne, but 

The Court: May TI interrupt. Counsel ? 


Q. When did you first nse the word ‘Safe 
Way” in connection with the seat cover? 

The Witness: In the—the first sale I made was 
in December, 1983. T had used the word prior to 
that in correspondenee. 

Q. Where and how was that word used in the 
first sale or sales that von made ? 
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A. It was used in the carton containing the 
seat covers and on the dispensing cabinet. 

Q. Both? A. Both, yes, sir. 

Q. Where was the carton made, in the east, too? 

iA. No, I had it made in Los Angeles. 

Q. The carton was made in Los Angeles and 
printed there? A. Yes. 

@. Did you eall that the dispenser that came 
from the east, from the Morton Manufacturing 
Company ? 

A. That came from the Morton Manufacturing 
Company and the [125] other cabinet they had made 
especially for me had the name ‘Safe Wav’’ on it. 

Q. That was the first instance when vou used 
the word ‘‘Safe Way’’ in the sale of seat covers? 

A. That’s right, sir. 

Q. (By Mr. Westall): The Court has just re- 
ferred to ‘‘cartons.’’ Please state whether these 
exhibits which are already in evidence are the car- 
tons which you refer to. 

A. This document, Exhibit N, is a carton which 
I use to enclose one ‘‘SafeWay’’ dispensing cabinet. 
This carton is now Exhibit O and is a carton which 
Tt packed my ‘‘SafeWay’’ toilet seat covers in and 
it shows the number of covers in the carton and 
by whom it is manufactured. 

The Court: So the record will be clear, these 
exhibit numbers are the exhibit numbers in the 
Commissioner’s record? 

Mr. Westall: Yes, your Honor. 

Q. On all of your cartons in which you distrib- 
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uted your produet, did you always have your name 
on there, ‘‘Sani-Gard Company,”’ or “‘Sales Com- 
pany’’? 

A. ‘*Sani-Gard Sales Company”’ when it apphed 
to ‘‘Safe Way” toilet seat covers. 

Q. In Defendant's Exhibit U, offered this morn- 
ing, a letter from Sani-Gard Sales Company over 
your signature to the Consolidated Cover Company 
at Oakland, California, Counsel read a portion of 
the letter to you. Now, will you please [126] explain 
what that means, if it is not clear? 

A. The explanation of that part of this letter 
is that 1 was the exclusive sales representative for 
the Morton Manufacturing Company in this terri- 
tery for the seat covers. 

Q. But it doesn’t mention or have anything to 
de with “Safe Way’’ overs? 

A. No, this is before the “Safe Way” covers 

Mr. Jolmston: IF think the letter speaks for 


itself, your Honor. 

The Court: Let me see the letter. 

& (By Mr Westall): When did vou firsthear 
of the registration by Morton Manufacturing Com- 
pany of the name “Safe Wavy" as applied to 
‘abinets ? A. It was m 1942. 

Q. That was long after it had been granted ? 

ws «=6TDhet’s correst: 

Q. Did you know they were going to file such 
an application for registration for vour trademark ? 

A. Noy 1 did at 

Q. Did you at any time prior to the time last 
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referred to authorize the Morton Manufacturing 
Company to register the trademark in their own 
name? A. No, I did not authorize them. 

Q. When you discovered that they had without 
your knowledge registered the name as applied to 
“Safe Way” cabinets, what [127] did you do? 

A. I wrote them a letter regarding the matter 
and told them I did not approve of their having 
done that. 

Mr. Johnston: I think the letter should be pro- 
duced. It is the best evidence. 

The Court: Is the letter in evidence? 

Mr. Westall: No, the letter is not in evidence. - 
We searched for it, but could not nd it. All the 
witness is doing is saying that he protested it and 
didn’t agree to it. 

The Court: That is what you want to bring out ? 

Mr. Westall: Yes, that is what I want to bring 
out. 

TiesCourt: Do you still do business with this 
firm ? Eo No: 

Q. How long is it since you have done business 
with this firm? A. 1984 or 1935. 

The Court: Oh, a long time ago? 

A. Yes, a long time ago. 

Q. (By Mr. Westall): Were your relations 
pleasant when you did business with Morton Manu- 
facturing Company ? 

A. Yes, we got along very well. 

The Court: Since that time you have manufac- 
tured your own dispensers and cabinets ? 
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Mm.  Y6RS, Sill’. 

QO. (By Mr. Westall): How did you happen 
after first having [128] Morton Manufacturing 
Company make your covers and cabinets decide to 
make them for yourself or have them made in this 
territory, In the Los Angeles territory or other 
places? 

A. Our arrangement in the beginning was one 
where they were in the position of having the eapi- 
tal and facilities to manufacture an artiele of this 
kind and they did start at that time to manufacture 
that ivpcxof am aati@leaidDehadien Gaiéal 

Lhe Court: Won tMeatt by that we gow dideit 
yourself vou could do it cheaper and make more 
money? [s that the point? Phat is why vou quit 
them? 

The Witness: No, the agreements T had was 
terminated because they discontinued the manufae- 
ture of the Sani-Gard toilet seat caver dispensing 
cabinet. The agreement T had with them was that 
they would furnish that to me and then they decided 
they preferred to discontinue that partienlar type 
of seat vovering and cabinet. 

Q. (By Mr. Westall): You then had to make 
arrangements of vour own for that. is that right? 

A. No, that was the terminatien of the relatiou- 


ship 
The Couwt: That was the termination of the 
relationship ? 
The Witness: Yes. 
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The Court: But they did make dispensers for 
you under the name ‘‘Safe Way’’? 

The Witness: Yes. [129] 

The Court: What caused you to discontinue your 
relations with them at that time? 

A. After I could make my dispenser cheaper 
in Los Angeles. 

Q. (By Mr. Westall): Did you also later find 
vou could have your seat cover made cheaper here 
than you could in the east? 

A. Yes, that is true. 

Q. Now referring to Defendant’s Exhibit T, the 
original contract, will you please state whether or 
not that truly represented the agency agreement or 
other agreement ? 

The Comt: Ue has already answered that and 
explained it in great detail. He has gone into that 
in considerable detail. 

Mr. Westall: hat’s correct. I believe that’s all. 


Redirect Examination 
By Mr. Johnston: 


Q. Mr. Dunnell, did you receive a reply from 
Morton Manufacturing to your letter protesting 
their use of the name ‘‘Safe Way’’? 

A. I don’t recollect of ever receiving any, no. 

Q. I requested you to produce that document and 
you have looked for it and haven’t found it. 

A. I don’t remember any request for producing 
a letter of that kind, no. 
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Mr. Westall: Are you referring to the last re- 
quest for production that you made after you left 
Los Angeles? 

Mr. Johnston: I am referring to the request 
made by [130] wire. 

Mr. Westall: You made it by wire and we left 
Los Angeles and didn’t get it. 

Mr. Johnston: I see. 

Q. Do vou recognize that as a copy of the let- 
ter you received in response to vour letter to them? 
Here is a copy, Mr. Westall. 

Ma. Westall: <iaak yon. 

The Witness: Well, this is a copy of a letter 
which was in the nature of a reply indirectly from 
Morton Mannfacturing Company to this letter I 
mentioned that T sent them protesting their regis- 
tration of the name ‘‘Safe Way.” 

Q. (By Mr. Johnston): Do vou remember that 
now ? 

A. I do remember receiving something of this 
kind, ves. 


(The copy of letter of May 6, 1943, from Mor- 
ton Manufaeturing Company to Mr. Dunnell, 
was thereupon marked Defendant’s Exhibit W 
For [dentifieation.) 


Mr. Johnston: If vour Honor please, we have 
given Counsel a notice to produce the written con- 
traets between Mr. Dunnell and Morton Manufac- 
turing Company. I have also given notice to pro- 
duce the correspondence between him and Morton 
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with respect to his protest of their use of the name 
in 1942 or 1948. They have not produced them and 
they state they cannot find them. The witness just 
identified them as correspondence which ] would 
like to read purporting to be [181] from the attor- 
neys, by Morton Manufacturing Company, in re- 
sponse to Mr. Dunnell’s protest. 

The Court: Let me see that. 


(A document was handed to the Court.) 


The Court: I am of the opinion that both the 
letter and the protest referred to in this letter are 
argumentative statements of both parties to this 
particular controversy, if there was a controversy 
between the plaintiff and the Morton Manufactur- 
ing Company, but you may have it marked in evi- 
dence. 

(The letter in question, previously marked 
Defendant’s Exhibit W For Identification, was 
thereupon received in evidence.) 


The Court: Are there any further questions of 
this witness ? 

Mr. Johnston: Just a few more questions: 

Q. Mr. Dunnell, you testified a few moments 
ago that you always used the name ‘‘Sani-Gard’’ in 
connection with your product, is that correct? 
Whether you did or did not, the point is that the 
publie when they use your product normally only 
see the word ‘‘Safe Way,’’ which is on the eabi- 
net, isn’t that correct ? A. Yes. 

Mr. Johnston: IJ think that’s all. 


182 Safeway Stores, Inc. vs. 


(Testimony of Warren W. Dunnell.) 

Mr. Westall: That’s all. [132] 

The Court: Is that all of this witness? 

Mr. Westall: Yes. 

The Court: <All might. 

Mr. Johnston: <At this time, if vour Honor 
please, I would like to offer a certified copy of a 
decree of the Superior Court of the State of Ore- 
gon for the County of Multnemah, which deeree 
shows the patent on which Mr. Dunnell relies was 
sold in partial satisfaction of a judgment by the 
Sheriff. 


(The document referred to was thereupon 
marked Defendant's Exhibit X For ITdentifi- 
eation.) 


Mr. Westall: We object to that as totally irrele- 
vant to this suit. We can stipulate there was such 
a suit, and it was sold for judgment, but Mr. Dun- 
nell hrought it. But that is totally irrelevant to 
this ease. 

The Conrt: Do vou elaim that he is not the 
owrer of the patent? 

Mr. Johnston: The best evidence we could find 
is that he #s not. 

The Court: Is there anything in the Patent 
Offee record that the ownership has heen changed ? 

Mr. Johnston: I took Mr. Dunnell’s deposition 
a week or so ago in Los Angeles and he testified 
to this suit up in Oregon and I wrote up to get a 
copy of the judgment. to find out what it was all 
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about and [ haven’t been able to [133] get informa- 
tion from the Patent Office, so I don’t know.. 

Mr. Westall: Furthermore, the record is not 
complete. It does not show what happened to that. 
judgment. | 

Mr. Johnston: I have the entire document. 

The Court: Does it show an execution sale? 

Mr. Johnston: Yes. 

The Court: In this execntion sale was the patent 
sold? | 

My. Johnston: What it shows is that the patent 
together with the other property was assigned to 
this man Hearst as security for a time and this: 
foreclosure suit was brought. 

Mr. Westall: Counsel is stating what the record 
shows and what he concludes from it. [ think his 
record is not complete, but I do think it is pertinent. 

The Court: If this is going to be offered you 
have a right to go into the matter further then. 

Mr. Westall: Then TI will call Mr. Dunnell for 
a few questions. | | 

The Court: I can see that if we keep going on 
this thing in this manner I am going to get involved 
in half a dozen lawsuits. 

Mr. Johnston: That completes our case, your 
Honor. 

Mr. Westall: If your Honor please, I am going 
to call Mv. Dunnell to the stand again. [134] 
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recalled as a witness on behalf of the plaintiff; pre- 
viously sworn: 
Direct Examination 


By Mr. Westall: 


Q. Mr. Dunnell, you were the defendant in this 
case as described in this Defendant’s Exhibit X, 
were you not? A. Yes, 

Q. After that judgment, will vou tell me what 
transpired as to the patent? 

A. There was a sheriff’s sale in accordance with 
the Court’s order for all the mortgaged assets at 
that time and [ brought them all the assets that 
the sheriff set forth. 

The Court: Did vou attend the sale yourself? 

The Witness: Yes, I attended the sale myself. 

Q. (By Ma. Westall): So you are now Hille 
owner of the Dunnell patent? 

A. [ always have heen the owner. I merely 
assigned it for purposes of security to this man 
Hearst. 

Mr. Westall: I believe that’s all. 

The Court: Any questions? 

Mr. Johnston: No further questions. 

The Court: Does that conclude all of the evi- 
dence in the case? 

Mr. Johnston: Yes, your Honor. [135] 

Mr. Westall: Yes. 

The Court: You have all the evidence you want 
in the case? 
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Mr. Westall: Yes, I think we have more than 
enough. 

The Court: Do you wish to argue this ease? 

Mr. Westall: Yes, but first I wish to make a 
motion for the dismissal of the counter claim. I 
believe that I can very briefly show the Court that 
that counter claim cannot stand and must be dis- 
missed. I have the authorities here. 

The Court: You mean the whole ease is submit- 
ted to me on the evidence, is it, both on the com- 
plaint and the counter claim? 

Mr. Johnston: It is my understanding the evi- 
dence introduced applies equally to the counter 
claim as well as the complaint. 

The Court: The matter is then submitted, and 
if you don’t have any motion to make on the 
counter claim I will decide the whole ease. 

Mr. Westall: The counter claim is in a depart- 
ment of its own so far as this motion to dismiss.' 
In other words, there is a reason under the law why 
that counter claim cannot stand, which can easily. 
be disposed of. The reason is they have alleged 
damages which was the only ground by which the 
counter claim could stand. We challenged that. We 
denied that in our answer, whether it involved $3,000 
or any other [186] amount and under the authori’ 
ties which I shall cite, and they are all by the Su- 
preme Court except one, if they tend to prove the 
jurisdictional amount, the case must be dismissed 
whatever it is, and I can dispose of that very 
quickly if vour Honor will permit. 
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The Court: Isn’t it the amount claimed that de- 
termines the jurisdiction ? 

Mr. Westall: No, that is wrong. They can claim 
the amount, but they have to prove the jurisdic- 
tional amount. It would be easy in any ease to al- 
lege jurisdictional amount, but if the jurisdictional 
amount is challenged, then the burden is on the 
other side to prove it and we have raised that issue 
and challenged it in our pleading and they haven't 
attempted to prove any damages whatsoever, Iet 
alone $3.000, exelusive of interest and costs. 

The Court: I should like to hear the views of 
the defense counsel in that regard. I say that be- 
cause I still have the same doubt and question m 
my mind that I expressed last evening as to whether 
or not under the law there is any relationship that 
is close enough to the use of the name and goodwill 
as attaehed to the name used by the defendant and 
the use of the name in connection with these toilet 
seat eovers and being in doubt that the law so ap- 
plies I think I should give the defendant the op- 
portunity to argue that matter. My impression in 
this case is that the plaintiff [137] should prevail, 
that I feel that I may not have a clear enough con- 
cept of the law on that and so I should hear from 
Counsel. 


(Thereupon argument was made on behalf of 
the respective parties to the Court.) 


The Court: TI would like very much to have you 
file written memoranda. 
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(Thereupon the case was submitted 30, 35 
and 15.) 


(Certified copy, Patent Application 453,099, 
marked Plaintiff’s Exhibit 1; Patent Office Rec- 
ords marked Plaintiff’s Exhibits 2 and 3; Ex- 
hibits before Patent Office marked Plaintiff’s 
Exhibit 4; Record of Sales of toilet seat cov- 
ers marked Plaintiff’s Exhibit 5.) [137-a] 


PLAINTIFE’S EXHIBIT No. 1 


Department of Commerce 
United States Patent Office 


To all persons to whom these presents shall come, 
Greeting: 


This Is to Certify that the annexed is a true copy 
from the records of this office of the Original Peti- 
tion, Statement and Drawing; and the Notice of 
Publication, being Paper 13, in the matter of the 
Pending Application for the Registration of a 
Trade-Mark of Warren W. Dunnell, Serial Number 
453,099, for Toilet Sea Covers. 


Filed May 19, 1942. 


In Testimony Whereof I have hereunto set my 
hand and caused the seal of the Patent Office to be 
affixed at the City of Washington, this thirtieth day 
of September, in the vear of our Lord one thousand 
nine hundred and forty-six, and of the Independence 
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of the United States of America the one hundred 
and seventy-first. 


[Seal] /s/ CASPER W. OOMS, 
Commissioner of Patents. 
Attest: 
jsf D. A. WILSON, 
Chief of Division. 


Applieation No. 453099 


[Main Division, U. S. Patent Office, May 19, 
1942.] 
PETITION AND STATEMENT 


To the Commissioner of Patents: 


Warren W. Dunnell, a citizen of the United 
States of America, residing at Los Angeles, Cali- 
fornia, and doing business at 3101 Pasadena Ave., 
Los Angeles, California, has adopted and used the 
trademark shown in the accompanying drawing for 
toilet seat covers, in Class 50, Merehandise not oth- 
erwise classified, and presents herewith five speci- 
mens showing the trademark as actually used by 
applieant upon the goods, and requests that the 
same be registered in the United States Patent Of- 
fice in accordance with the act of February 20, 1905. 
The trade-mark has been continuously used and ap- 
plied to said goods since October 28, 1933. The 
trademark is applied or affixed to the goods. or to the 
packages containing the same, by printing thereon 
or placing thereon a printed label on whieh the 
trademark is shown. 

/s/ WARREN W. DUNNELL. 

[Notation]: Cancelled 8/17/42. _ 
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Declaration 


State of California, 
County of Los Angeles—ss. 


Warren W. Dunnell, being duly sworn, deposes 
and says that he is the applicant named in the fore- 
going statement; that he believes the foregoing state- 
ment is true; that he believes himself to be the 
owner of the trademark sought to be registered; 
that no other person, firm, corporation, or associa- 
tion, to the best of his knowledge and belief, has the 
right to use said trademark in the United States, 
either in the identical form or in any such near re- 
semblance thereto as might be calculated to deceive; 
that said trademark is used by him in commerce 
among the several States of the United States; that 
the description and drawing presented truly rep- 
resent the trademark sought to be registered; and 
that the specimens show the trademark as actually 
used upon the goods. 


/3/ WARREN W. DUNNELL. 


Subscribed and sworn to before me, a Notary 
Public, this 6th day of May, 1942. 


[Seal] /s/ EDWARD F. WESTALL, 


Notary Public in and for County of Los Angeles, 
State of Calif. 


 -— 
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[Letterhead]: Department of Commerce, United 
States Patent Office, Washington. 


Joseph F. Westall 
608 South Hill Street 
Los Angeles 14, California 


The application for the Registration of a Trade- 
Mark filed by Warren W. Dunnell, May 19, 1942,: 
Ser. No. 453,099 in Class (37), (Safe Way and de- 
sign), has been examined and passed for publica- 
tion, in compliance with section 6 of the act author- 
izing the Registration of Trade-Marks, approved 
February 20, 1905. 


The mark will be published in the Official Ga- 
zette of Mar. 21, 1944. 


Any person who believes he would be damaged 
by the registration of this mark may oppose the 
same by filing notice of opposition, stating the 
grounds therefor, in the Patent Office within thirty 
days after the publication thereof, which said no- 
tice of opposition shall be verified by the person 
filing the same before one of the officers mentioned 
in section 2 of the act of February 20, 1905. 


If no notice of opposition is filed within said time 
the Commissioner may issue a certificate of regis- 
tration. 


Copies of the Trade-Mark portion of the Official 
Gazette contaming the publication of the mark may 
be obtained as soon as published at 10 cents each, 
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from the Superintendent of Documents, Govern- 
ment Printing Office. 

Respectfully, 


/s/ CONWAY P. COE, 
Commissioner of Patents. 
[Endorsed]: Filed Mar. 12, 1947. ©. W. Cal- 
breath, Clerk. By L. R. Elkington, Deputy Clerk. 


PLAINTIFF'S EXHIBIT No. 2 
Department of Commerce 


To all persons to whom these presents shall come, 
Greeting : 


This Is to Certify that the annexed is a true copy 
from the records of this office of papers 1. 3, 5, 6, 
7, 8, and 37, in the matter of Opposition Number 
23.281, Safeway Stores, Incorporated, vs. Warren 
W. Dunnell,.Trade-Mark for Toilet Seat Covers. 

In Testimony Whereof [ have hereunto set my 
hand and eaused the seal of the Patent Office to be 
affixed at the City of Washington, this sixteenth 
day of Oetober, in the vear of our Lord one thou- 
sand nine hundred and forty-six and of the Inde- 
pendence of the United States of America the one 
hundred and seventy-first. 


[Seal ] /s/ CASPER W. OOMS, 
Commissioner of Patents. 
[Attest :] 
. "Jaf D, APWIESON. 
Chief of Division, 
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In the United States Patent Office 
Before the Examiner of Interferences 


Opposition No. 23281. Safeway Stores, Incorpo- 
rated, Opposer, vs. Warren W. Dunnell, Appli- 
Cant. 


Notice of Opposition 


The Commissioner of Patents 
Washington, D. C. 


Sir: 


In the matter of an application for registration 
of the name ‘‘Safeway”’ for toilet seat covers, in 
Class 37, Paper and Stationery, Serial No. £53,099, 
filed May 19, 1942 by Warren W. Dunnell, doing 
business as Sani-Gard Cover Company, Los Ange- 
les, California, which was published on March 21, 
1944 in the Official Gazette, Volume 560, No. 3, 
page 400, the opposer Safeway Stores, Incorpo- 
rated, of Oakland, California, believes it would be 
damaged by such registration, and it hereby gives 
notice of its intention to oppose the registration of 
said trade mark. 


The grounds for opposition are as follows: 


1. 


The corporate name of the opposer is Safeway 
Stores, Incorporated, and it is a duly organized 
and existing corporation under the laws of the State 
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of Marvland. Opposer and its predecessors have 
been extensively engaged continuously since 1926 
principally in the business of owning and operating 
retail grocery stores, under opposer’s name ‘‘Safe- 
way.’ Approximately 2,500 retail stores are now 
owned and operated by opposer, doing business as 
Safeway" in the following states: Arkansas, Ari- 
gona, California, Colorado, District of Columbia, 
Idaho, Jowa, Kansas, Maryland, Missouri, Montana, 
Nebraska, Nevada, New Jersey, New Mexico, New 
York, Oklahoma, Oregon, South Dakota, Texas, 
Utah, Virginia, Washington, Wyoming. 


“ 


The name ‘*Safeway"’ is the distinguishing and 
dominant part of opposer’s name. Opposer’s name 
“Safeway”? has been and is now prominently dis- 
played in signs on its stores and places of business, 
in newspaper advertisements. price tags, gummed 
tape, cash register reteipts, involées, paper bags, 
displav cards, and other forms of advertising, in 
such manner and to sueh an extent that the op- 
poser’s name ‘Safeway’ alone has ecome asso- 
eiated in the mind of the public with opposer, and 
the name ‘*Safeway"’ by reason of such extensive 
and continuous use by the opposer over a long 
period of vears has come to mean the opposer, and 
the public know and identify the opnoser by the 
name ‘‘Safeway’’ alone. ‘*‘Safeway’’ is a substan- 
tial part of the valuable good will of opposer. 
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The name ‘‘Safeway”’ claimed by applicant, is 
identical to the name ‘‘Safeway’’ owned and in 
prior use by opposer and used by opposer in con- 
nection with the sale of merchandise in various 
classifications, including, particularly, paper prod- 
ucts, such as toilet tissue, paper towels, paper nap- 
kins. The use by applicant of the name ‘‘Safeway’”’ 
is likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers as to the 
origin of such goods, and thereby cause irreparable 
damage to the good-will of the opposer’s business 
in connection with which the opposer’s name ‘‘Safe- 
way’’ is extensively used. 


4. 


On or about August 16, 1939, the predecessor of 
opposer deposited with the Commissioner of Pat- 
ents a certified copy of its corporate charter, show- 
ing its corporate name ‘‘Safeway Stores, Incor- 
porated,’’ and received certificate of deposit No. 
4220 therefor. 

5. 


The unauthorized use by the applicant of op- 
poser’s name ‘‘Safeway’’ on goods such as toilet 
seat covers is likely to cause confusion or mistake 
in the minds of the purchasers or to deceive pur- 
chasers into believing that such goods are in some 
manner associated with or emanate from this op- 
poser. 
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6. 


The name ‘‘Safeway’’ sought to be registered by 
applicant consists merely in the name of the opposer 
corporation, or the distinctive, dominant portion 
thereof, not written, printed, impressed or woven 
in some particular or distinctive manner, or not 
associated with a portrait of an individual, and is 
therefore within the prohibition against registra- 
tion of such name under Scction 5(b) of the Act 
of 1905. 


fe 


The applicant, Warren W. Duwnnell, is not the 
owner of the trade mark sought to be registered by 
him, and he was not entitled to the exclusive use 
“thereof at the time of the filing of Ins appheation, 
nor at any other time. 


8. 


Attached hereto are specimens of the name 
‘‘Safeway”’’ as used by the opposer. 


Wherefore, opposer prays that this opposition 
be sustained and that registration of the trade mark 
‘Safeway’? be refused to the applicant. 


Please recognize as our attorneys in this proceed- 
ing the firm of Mida, Richards & Murray, composed 
of Lee W. Mida, Brayton G. Richards, and Alex- 
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ander W. Murray, whose post office address is 537 
South Dearborn Street, Chicago, 5, Illinois. 


Respectfully submitted, 


SAFEWAY STORES, 
INCORPORATED, 
By /s/ R. E. FOOSHEE, 
Its Vice President. 
April 6, 1944. 


Verification 


State of California, 
County of Alameda—ss. 


R. HE. Fooshee being first duly sworn, deposes and 
says that he is Vice President of Safeway Stores, 
Incorporated, the opposer mentioned in the fore- 
going Notice of Opposition; that he has read and 
signed the same, and knows the contents thereof ; 
and that the same is true of his own knowledge, 
except as to the matters therein stated to be dleged 
upon information and belief, and as to those matters 
he believes it to be true. 


/s/ R. E. FOOSHEE. 
Subscribed and sworn to before me this 6th day 
of April, 1944. 


[Seal] /s/ B. A. CRETSER, 
Notary Public. 


My commission expires 10/20/46. 
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[Letterhead]: Department of Commerce, United 
States Patent Office, Richmond 20, Virginia. 
Mailed May 4, 1944. 


Opposition No, 23281. Safeway Stores, Incorpo- 
rated. ve Dunnell. Application No. 453,099, 
Filed May 19, 1942, Published Mareh 21, 1944, 
for ‘Toilet Seat Covers. 


A notice of opposition to registration of the above 
noted trade--mark was filed April 12. 19:4, by Safe- 
way Stores, Incorporated, Oaklant, California, 
whose attorneys are Mida, Richards & Murray, 537 
South Dearborn Street, Chieago 5, |Hinois. A state- 
ment of the grounds therefor is forwarded herewith 
to Joseph F. Westall, 608 South Thi) Street, Los 
Angeles 14, California, attorney for Warren W. 
Dunnell, 3101 Pasadena Avenue. Los Angeles, Cali- 
fornia. 

Pleadings and procedure with respect thereto 
shall be governed by the Federal Rules of Civil 
Procedure (562 0. G.1). All papers when filed to 
be aeeompanied by proof of service ppon the other 
party. 

Answer due June 5, 1944. 

It is noted that the specimens referred to im para- 
graph 8 of the notice of opposition have not been 
filed. 

/s/ A. A. MACHEY, 
Acting Examiner of Interfer- 
ences, Room 212. 


Warren W. Dunnell 199 


Plaintiff’s Exhibit No. 2—(Continued) 


In the United States Patent Office Before the Ex- 
aminer of Interferences. Opposition No. 23,281. 
Safeway Stores, Incorporated, Opposer, vs. 
Warren W. Dunnell, Applicant. 


Commissioner of Patents 
Richmond 20, Virginia 


Sir: 


Tn response to the Office Action of May 4, 1944, 
of the Examiner of Interferences, and particularly 
to the last paragraph thereof wherein it is said. 
‘It is noted that the specimens referred to in para- 
graph 8 of the notice of opposition have not heen 
filed’’: 

On May 9, 1944, as attorney for applicant, I re- 
ceived through the mail a purported eopy of a re- 
sponse, dated May 6, 1944, of the Safeway Stores, 
Ineorporated, through their attorneys, to Office Ac- 
tion or communication dated May 4, 1944, to the 
effect that opposer ‘‘files the specimens referred 
to in paragraph 8 of the notice of opposition,” and 
that ‘‘a duplicate set of these specimens has this 
day been forwarded to attorney for applieant.’’ 

There seems to be some confusion in this response. 
Paragraph 8 only refers to ‘“‘specimens,’’ and we 
presume that the specimens referred to are such as 
are mentioned in Trade-mark Rule 56 which, so 
far as pertinent, reads, ‘“‘Two specimens (or fac- 
similes) of the mark actually used by opposer, if 
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there be such, should be filed.”’ We presume that 
this must mean the mark as actually used upon 
goods of opposer. Instead, however, of reeciving 
any such specimens accompanying the response 
dated May 6, 1944, of Safeway Stores, Inc., we 
received one blank address label with the same 
‘Safeway’ 
merchandise sent out by opposer, and labelled 
“Merchandise, Fourth Class Mail.’? We also re- 


% 


on it, being a sticker for placing upon 


ceived five sheets of advertising. Now the confu- 
sion referred to results from the fact that sueh ad- 
vertisements are mentioned in paragraph 2 of the 
notice of opposition, and are not thercin defined as 
‘“‘specimens."" Paragraph 8 of such notice reads, 
‘attached Hereto are the speGimens of ‘Safeway 
as used by opposer. We suggest also in clearing up 
this confusion and furnishing us with the speeimens 
mentioned in said response of opposer to the com- 
munication of May 4, 1944, that opposer should in- 
form us as to what particular goeds or merchandise 
suid specimens have been applied, and since when. 

[Inasmnech as the notice of opposition is not com- 


6 33) 


plete until we receive the ‘specimens,’ we request 
that opposer be required to send the specimens 
mentioned in said paragraph 8 of the notice of op- 
position, in order that we may fully move or answer 
as preseribed by the Rules of Civil Proceduie. 
Appheant consents to the filing by opposer of an 
amended and substituted notice of opposition to in- 


corporate the above suggested addifional averments. 
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In view of the uncertainty or ambiguity of the 
notice of opposition in the respects mentioned, and 
the incompleteness of the served copy, we respect- 
fully request that the time for filing answer or 
otherwise moving under the rules be extended for 
thirty days, or for such time as the Examiner shall 
deem adequate. 


Respectfully submiited, 


/s/ WARREN W. DUNNELED, 
By /s/ JOSEPH F. WESTALL, 
His Attorney. 


Certificate of Service 


I, Joseph I. Westall, attorney for Warren W. 
Dunnell, hereby certify that on this 16th day of 
May, 1944, I served a copy of the foregoing com- 
munication upon Mida, Richards and Murray, 537 
South Dearborn Street, Chicago 5, Illinois, attorney 
of record for Safeway Stores, Incorporated, by reg- 
ular mail, postage prepaid. 


/s/ JOSEPH F. WESTALL. 


Joseph F. Westall 

(Registration No. 3894) 

702 Wm. Fox Building 

608 South Hill Street 

Los Angeles 14, California 
fe bs 


¥ ~ * * % * 
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[ Letterhead]: Department of Commerce, United 
States Patent Office, Richmond 20, Virginia. 
May 20, 1944. Opposition No. 23281, Safeway 
Stores, Licorporated vs. Dunnell 


The letter filed May 18, 1944, by the applicant, 
is noted. 

Tn response thereto, it appears, as indicated in 
the letter filed May 8, 1944 by the opposer, that the 
ad@rvess Jahel and advertising sheets served npon 
counsel for the appheant are dupeates of those 
filed in the case by the opposer and are the ‘‘speci- 
mens) which are referred to in paragraph & of the 
notice of opposition. The opposer will be herein- 
after correspondingly restmeted in its proofs, and 
the submission of such specimens is deemed to con- 
stitute a sufficient compliance with the requirements 
of Trade-Mark Rule 56 relative thereto. 

The time for filing an answer to the notice of 
opposition is extended to June 9, 1944. 

/s} &. D. BALLEY, 
Examiner of Interferences, 
Room 212. 

In the Umited States Patent Office Before the 
Examiner of Interferences. Opposition No. 
23.281. Safeway Stores. Incorporated, Opposer. 
vs. Warren W. Dunnell, Appheant 


Answer to Notice of Opposition 


Appheant, for answer wnto the grounds of notiee 
of opposition above entitled, alleges: 
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aE 


Applicant is without knowledge or information 
sufficient to form a belief as to the truth of each 
and every of the averments of paragraph 1 of said 
notice of opposition, and upon such ground denies 
that opposer is a duly organized and existing cor- 
poration under the laws of the State of Maryland; 
and also denies that opposer and its predecessors 
have been extensively engaged continuously since 
1926 principally in the business of owning and oper- 
ating retail grocery stores under opposer’s alleged 
name ‘‘Safeway’’; and also denies that approxi- 
mately 2,500 retail stores are now owned and 
operated by opposer doing business as ‘‘Safeway”’ 
in the states as Ested in said paragraph; and 


2. 


Denies that the name “‘Safeway”’ is the distin- 
guishing and dominant part of opposer’s name, and 
denies that opposer’s alleged name ‘‘Safeway”’ has 
been and is now prominently displayed in signs on 
its stores and places of business, in newspaper ad- 
vertisements, price tags, gummed tape, cash register 
receipts, invoices, paper bags, display cards, and 
other forms of advertising in snch manner and to 
such an extent that the opposer’s name ‘‘Safeway”’ 
alone has become associated in the mind of the 
pubhe with opposer; and denies that the name 
‘“Safeway’’ by reason of any such alleged extensive 
and continuous use by the opposer as alleged in 
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paragraph 2 of said notice of opposition over a long 
period of years has come to mean the opposer; and 
denies that the public know and identify the opposer 
hy the name ‘‘Safeway’”’ alone; and denies that 
‘Safeway’ is a substantial part of the valuable 
good will of opposer; and 


3. 


Denies that the name ‘Safe Way’’ claimed by 
applicant is identical with the name ‘‘Safeway’”’ 
alleged to be owned and in prior use by opposer, 
and asserted to be used by opposer in connection 
with the sale of merchandise in the varions elassi- 
fications mentioned in paragraph 3 of the notice of 
opposition; and alleges that applicant is without 
knowledge or information snfficient to form a belief 
as to the truth of each of the remaining averments 
af paragraph 5 of the notice of opposition, and 
particularly as to the alleged prior use by opposer 
in connection with the sale of merehandise in alleged 
various classifications incliding particularly paper 
products such as toilet tissue, paper towels, and 
paper napkins, and upon such ground denies each 
of said allegations and demands strict proof 
thereof. Demes that the use by applicant of the 


name ‘ 


Safe Wav’’ is likely to cause confusion or 
mistake in the mind of the public or to deceive 
purchasers as to the origin of such goods and 
thereby canse irreparable or any damage to the 
good will of opposer’s alleged business in connec- 


tion with which the name ‘‘Safeway”’ is extensively 


Warren W. Dunnell 205 


Plaintiff’s Exhibit No. 2—(Continued) 
used; and, upon information and belief, applicant 
alleges that opposer has never applied the name 
‘““Safeway’’ to toilet seat covers and has never sold 
or distributed toilet seat covers in any of its stores 
under the name ‘‘Safeway”’ or any other name; and 
alleges that said product is not appropriate or suit- 
able for distribution in grocery stores, such as re- 
ferred to in said notice of opposition as being 
owned or operated by opposer, but that on the con- 
trary said toilet scat covers have never been sold 
by applicant or, according to the knowledge and 
belief of applicant, by any other concern to the 
trade or publhe who purchase from such stores as 
those of opposer, but that said product has always 
been sold by applicant to large public organizations 
or institutions, such as oil service stations and 
others, for distribution as part of said service, and 
that such purchasers have long known of the source 
of manufacture of applicant’s toilet seat: covers ito 
which the name *‘Safe Way’’ has been applied, and 
in no instance have any of them been confused .or 
misled as to the source of applicant’s manufacture. 
Alleges that applicant has, since his adoption and 
use of the name ‘‘Safe Way’’ as a trade-mark for 
toilet seat covers in his application referred to in 
the notice of opposition set forth, built up a large 
business and good will in the sale and distribution 
of toilet seat covers throughout the United States, 
and during all this time applicant’s said product 
has never come into competition with any product 
sold by opposer, nor has opposer to any extent what- 
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soever become known as a distributor of toilet seat 
covers; 2nd applicant alleges that opposer has built 
up no good will whatsoever in the sale or distribu- 
tion of toilet seat covers, while applicant from the 
time of his said first adoption and use of said trade- 
mark has beeome widely known throughout every 
state in the union as a manufacturer and distributor 
of said product, and the source of such manufacture 
is well known to the special part of the publie as 
above defined who purchase toilet seat covers, Ap- 
pheant also denies that such paper produets as 
toilet tissue, paper towels, and paper napkins men- 
tioned in paragraph 3 of the notice of opposition 
complete in any manner with the sale of toilet seat 
covers of applicant’s manufacture. 


4. 


As to each of the allegations in paragraph 4 of 
the notice of opposition: Applicant is without in- 
formation or knowledge sufficient to form a belief 
as to the truth of such allegations, and on such 
ground denies each and every of the allegations of 
said paragraph 4. and demands strict proof thereof, 
and also demands oyer of said original eertifieate 
of deposit No. 4220. 


3. 


Applicant denies that the use by applicant of the 
name “Safe Way,’’ alleged in paragraph 5 of 
the notice of opposition to be opposer’s name, on 
goods such as toilet seat covers is likely to cause 
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confusion or mistake in the minds of purchasers 
or to deceive purchasers into believing that such 
goods are in some manner associated with or ema- 
nate from opposer, alleging, on the contrary, that 
applicant is a manufacturer of toilet seat covers and 
has never distributed and does not intend to dis- 
tribute such seat covers in stores such as those of 
opposer for distribution to the public but, on the 
contrary, applicant only distributes such goods to 
large companies or institutions, public and private, 
which furnish such seat covers as part of the publie 
service to users of toilet facilites without charge to 
such users, and that each and all of the purchasers 
of applicant’s said toilet seat covers are, and have. 
long been, fully aware of the source of manufacture,. 
the same being plainly marked upon each package 
and, furthermore, being made clear to each of such 
purchasers by applicant’s special advertisements, 
letters, billheads, and receipts, and: moreoyer the 
part of the trade and public which. purchases -seat, 
covers knows that such product is not, and has not. 
been, sold by opposer; 


6. 


Denies that the name ‘‘Safe Way’’. sought to 
be registered by applicant consists merely in the 
name of the opposer corporation, or the distinctive 
dominant portion thereof, not written, printed, im- 
pressed or woven in some particular or distinctive 
manner; admitting, however, that it is not asso- 
ciated with a portrait of an individual and asserts, 
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on the contrary, that appleant’s name ‘‘Safe 
Way”’ is printed or impressed in a_ partieular 
distinctive manner with an accompanying design, 
and is therefore not wthin the prohibition (as al- 
leged in paragraph 6 of the notice o/ opposition) 
against registration of sneh name under Section 
5 (b) of the Act of 1905, or any other law; and 


te 


Denies each and every of the allegations of para- 
graph 7. of the notice of opposition, alleging on the 
contrary that appheant is the owner of the trade- 
mark sought to be registered by him, and has been 
such owner and entitled to the exelusive use thereof 
sinee his first adoption and use of said name as 
set for in his petition and statement forming part 
of his application as identified in the first paragraph 
of the notice of opposition herein, i.e., October 28, 
1933, the same having been extensively used in inter- 
state commeree by applicant as applied to seat 
eovers from and since his said first adoption and 
use of said name. 

First Affirmative Defense (Laches and Estoppel) : 

For a further defense to said notice of opposition, 
applicant alleges: 


i 


That applicant has extensively used the mark 
‘‘Safe Way,’’ as in his application for registra- 
tion deseribed, in interstate commerce sinee October 
28, 1933, as applied to toilet seat covers, and pre- 
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vious to such adoption and use had sold seat covers 
extensively throughout the United States under the 
trade name ‘‘Sani-Gard’’ and had become well 
known throughout the United States as a manufac- 
turer and/or distributor of toilet seat covers, always 
also using the word ‘‘Sani-Gard’’ as part of the 
fictitious name under which applicant at all such 
times operated and still continnes to operate, and 
had built up an extensive interstate business and 
good wil] in the sale of said seat covers long before 
applicant’s first adoption of the nome ‘Safe. 
Way” as applied to said product; that said name 
‘*Sani-Gard’’, under which fictitious name he had 
operated and still operates in the sale of said 
product, and had become widely known as the name 
of his business and as indicating the source of manu- 
facture of his said product, and all of the purchas: 
ing public of such toilet seat covers, namely publie 
and private corporations and concerns purchasing 
said seat covers for free distribution as part of their 
public service, knew of this source of manufacture; 
that when the name ‘‘Safe Way’’ was, as afore- 
said, adopted and used by applicant as applied to 
said seat covers it was always used in connection 
with said fictitious name under which he had there- 
tofore and since has adopted, and none of such 
purchasers could possibly under the cireumstances 
be confused or mistaken as to the souree of such 
product when in October, 1933, applicant adopted 
and first used the name ‘‘Safe Way’ as afore- 
said; that, during all this time during which appli- 
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cant built wp a business and good will throughout 
the United States in the distribution of seat covers 
under said trademark ‘Safe Way,’’ opposer well 
knew of this distribution and of the extensive 
good will of applicant in the sale of said seat covers 
under said trade name, and at no time, notwith- 
standing such knowledge and notice, did opposer 
or any of its predecessors question in any manner 
applicant’s title to such trade-mark ‘‘Safe Way” 
as so applied, nor was there any competition be- 
tween opposer and this appheant in any way relat- 
ing to said product of said name, opposer during all 
such time, and at the present time, not selling seat 
covers nor using the name ‘‘Safeway’’ in connee- 
tion therewith; that opposer has been guilty of 
laches in not giving notice to appheant at any time 
during the aforesaid long continued use by applicant 
of such trade-mark of its asserted rights to an 
exclusive use of said name and under equitable 
prineiples is estopped now, after such long delay 
during which applicant’s said interstate business 
and good will were built up, from questioning by 
this opposition applicant’s right and title to said 
name ‘‘Safe Way’”’ as applied to seat covers, and 
in this proceeding attempting to in effect avail 
itself of and appropriate applicant's business and 
good will in the sale of seat covers under the trade- 
mark ‘Safe Way.”’ 
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Second Affirmative Defense: 


For a further defense to said notice of opposition, 
applicant alleges: 


II 


That applicant has adopted and used extensively 
in interstate commerce the name ‘‘Safe Way’? 
as applied to toilet seat covers since October 28, 
1933, and applicant alleges on information and be- 
hef that opposer has never applied such name to any 
article of like descriptive properties; that applicant 
has built up a large interstate commerce in the 
use of said name as so applied since the time of 
said first adoption and use and long before opposer 
had extensively used the name “Safeway”? on 
connection with its said grocery stores, and long 
before the date of the earliest ‘‘specimens” referred 
to in the communication dated May 20, 1944, of the 
Examiner of Interferences in this proceeding, and 
to which dates opposer is now limited by said last- 
mentioned Office Action; that the toilet seat covers 
to which applicant has so applied said mark are not 
suitable for sale in grocery stores, and are not and 
have not been sold in stores of such character, and 
customers at such stores do not. associate opposer’s 
said name with any article whatsoever of like de- 
scriptive properties (of which there are none) sold 
in opposer’s said stores; that on the contrary said 
toilet seat covers as aforesaid are only sold to large 
public companies or organizations which offer toilet 
facilities for customers, distributing said seat covers 
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free of charge as part of said service, and that none 
of the applicant’s customers or potential customers 
have been or could be confused as to the source of 
manufacture of applicant’s product as all are and 
have been continuously during the time of appli- 
eant’s said use of said name sufficiently advised, 
and have always reeognized applicant as the dis- 
tributor of said produets, and have never recognized 
opposer as a distributor of toilet seat covers under 
any name; alleges on information and belief that 
opposer does not and has not sold any article in 
its said grocery stores of the same deseriptive prop- 
erties as applheant’s toilet seat covers, and that 
extension of opposer’s said business in operating 
grocery stores to include the sale of toilet seat covers 
is not and would not be a natural extension of said 
opposer’s business. 


Third Affirmative Defense: 


For a further defense to said notice of opposition, 
applicant alleges: 


inh 


‘“‘Safeway’’ is an expression of such common- 
place significance in the language that its use in 
association with produets unrelated to opposer’s 
business would not be likely to, and does not, sug- 
gest such opposer in the mind of the public in 
connection particularly with applicant’s toilet seat 
covers. Opposer does not deal in toilet seat covers, 
nor would purchasers expect to find merchandise 
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of that character in a chain grocery store; and 
applicant alleges that it thus appears umprobable 
that applicant’s use of the mark he seeks to register 
would confuse the public to opposer’s injury—all as 
decided by the Commissioner of Patents in Safeway 
Stores, Inc. vs. Southern Independent Oil and Re- 
fining Company, Inc., January 8, 1941, reported 
48 U. S. P. Q. 220, of which we request the Exam- 
iner to take judicial notice. 


Fourth Affirmative Defense: 


For a further defense to said notice of opposition, 
applicant alleges: 
IV 


That the trade-mark ‘‘Safeway’’ was and has 
been applied to many kinds of articles of merchan- 
dise both of a character which might be sold in 
chain grocery stores, and of a character (hke apph- 
cant’s said seat covers) which would not be found 
in said grocery stores such as those of opposer, from 
a time long prior to the first use by opposer in its 
alleged corporate name, and said name has a com- 
mon place significance in the language; and the 
adoption and use of said name by opposer is in- 
equitable as attempting to trade upon the business 
and good will of other prior trade-mark registrants 
of the name ‘‘Safeway,’’ and such use would 
tend to confuse the public as to the source of manu- 
facture of merchandise of said prior registrations. 
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; Fifth Affirmative Defense: 
ae cae further defense to said notice of opposition, 
‘applicant alleges: 


Vv 


‘That the word “Safeway” is a predominating 
word “in the'name of a number of corporations 
fhrotighout the’ United States, and has been used 
many times in so many different ways that it is no 
more calculated to denote one corporation than any 
other eorporation. 


Sixth Affirmative Defense: 


For further defenses in law under Rule of Civil 
Procedure 12 (b) to said notice of opposition, 
applicant alleges: 


é va 


. 


™ (a) That the notice of opposition does not state 
a cause of action or any legally sufficient ground for 
opposition, in that the grounds stated for said 
opposition are not within the purview of the Act 
eited in paragraph 6. of said notice of opposition, 
i.e, §5 (b) of the Act of 1905, Title 15, §85, U. S. 
Code, particularly in that the word ‘Safeway”’ 
is no more the name of opposer than the word 
‘“Stores’’ or “TIne.’’, and that the statute cited does 
not include any reference to part of a name of a 
corporation, obviously on the contrary referring to 
the name of an opposer as a whole; and that it thus 
appears from the averments of said notice of 
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opposition that the word ‘Safeway’? was not 
opposer’s name, but only one word in opposer’s 
name, and applicant’s registration of said name jis 
therefore not prohibited by the terms of said 
statute ; 

(b) That it is not alleged in said notice of op- 
position that said name ‘‘Safeway” (said to 
have been used by opposer since 1926) became 
widely or otherwise known as a name for. opposer’s 
stores in 1927 or at any other time prior to the 
date of adoption and used by applicant, ice., Octo- 
ber 28, 1933, as hereinbefore set forth; on the con- 
trary, the specimens forming parts of or exhibits 
to said notice of opposition show as dates of said 
widespread advertisements of opposer’s use .of said 
name to have been long after applicant’s first.adop- 
tion and use. 

Wherefore, applicant prays that said opposition 
be dismissed, and that the registration of the:tradé 
mark ‘‘Safe Way”’ as described in said applien- 
tion be granted to applicant. 


/s/ WARREN W. DUNNELL, 
Applicant. 


/s/ JOSEPH F. WESTALL, 
Attorney for Applicant. 


JOSEPH F. WESTALL 
(Registration No. 3894) 
702 Wm. Fox Building 
608 South Hill Street 

Los Angeles 14, California. 
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Verification 


State of California, 
County of Los Angeles—ss: 


Warren W. Dunnell, being first duly sworn, de- 
poses and says that he is apphcant in the foregoing 
Answer to Notice of Opposition; that he had read 
said answer and signed the same, and knows the 
eontents thereof; and that the same is true of his 
own knowledge, except as to the matters therein 
stiited to be alleged upon information and _ belief, 
and as to those matters he believes it to be true. 


/s/ WARREN W. DUNNELL. 


Subscribed and sworn to before me this 31st day 
of May, 1944. 


[Seal] /s/ AGNES KE. HIGGINS, 
Notary Public in and for County of Los Angeles 
and State of California. 

My Commission Expires July 13, 1947. 


Certificate Of Service 


I, Joseph F. Westall, attorney for Warren W. 
Dunnell, hereby certify that on this 2nd day of 
June, 1944, I served a copy of the foregoing 
‘Answer to Notice of Opposition’? upon Mida, 
Richards and Murray, 537 South Dearborn Street, 
Chicago 5, Illinois, attorney of record for Safeway 
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Stores, Incorporated, by regular mail, postage pre- 
paid. 

/s/ JOSEPH F. WESTALL. 


JOSEPH F. WESTALL 
(Registration No. 3894) 
702 Wm. Fox Building 
608 South Hill Street 

Los Angeles 14, California. 


[Letterhead]: Department of Commerce, United 
States Patent Office, Richmond Va., mailed 
June 6, 1944. Opposition No. 23281. Safeway 
Etores, Incorporated, vs. Dunnell. 


Paper No. 8. All communications respecting this 
application should give the serial number, date 
of filing, title of invention, and name of the 
applicant. 


Records and briefs at final hearing must be filed 
as directed in rules 162 and 163. 

Briefs for junior parties to be filed 25 days before 
final hearing. Brief for senior party to be filed 10 
days before final hearing. 

In contested trade-mark cases, only a single rib- 
bon copy of typewritten briefs need be filed; and 
where a party seeks to have printing of his testi- 
mony dispensed with, in addition to the original 
transcript thereof a single typewritten copy for 
office use and one for each adverse party will suffice; 
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but the requirements of rules 162 and 163 must be 
otherwise observed. 

The answer of the applicant having been filed, 
times for taking testimony and for final hearing are 
set as given below. The testimony should be taken, 
forwarded and printed in aeeordanee with the pub- 
lished Rules of Practice of the Office governing 
patent interference proeeedings. 


Testimony in chief of Safeway Stores, In- 
corporated to close August 5, 1944. 

Testimony of Dunnell to close September 5, 
1944. 

Rebuttal testimony of Safeway Stores, In- 
corporated to close September 20, 1944. 

Final hearing Deeember 20, 1944, at 10 a.m. 


/s/f/ A. T). BAILEY. 
Examiner of Interferences, 
Room 212. 


Hearing: January 23, 1946. In the United States 
Patent. Office. Safeway Stores, Incorporated, 
vs. Warren W. Dunnell. 


Appeal from Examiner of Interferences 


Opposition No. 23,281 to registration of trade-mark 
of Warren W. Dunnell for toilet seat covers, 
application filed May 19. 1942, Serial No. 453,- 
099, published Mareh 21, 1944. 

Mida, Richards & Murray for Safeway Stores, 

Incorporated. 

Joseph F. Westall and Joseph W. Milburn and 

John R. Milburn for Warren W. Dunnell. 
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This is an appeal from the decision of the ex- 
aminer of interferences sustaining the opposition of 
Safeway Stores, Incorporated, to the application 
of Warren W. Dunnell for registration of a trade- 
mark for ‘‘toilet seat covers.”’ 


Applicant’s mark is essentially the notation ‘“‘Safe 
Way.” The opposition was sustained on the ground 
that the mark constitutes a substantial appropria- 
tion of opposer’s corporate name. 


In Safeway Stores, Incorporated, vs. Safeway 
Opticians. Inc., 584 O. G. 498, 68 US. POP 332 mae. 
cided since the appeal in the instant case was argued, 
I found that: 


“While ‘Safeway’ is not opposer’s complete 
corporate name, it has nevertheless become so 
identified with opposer that it designates op- 
poser to the mind of the public in the same 
manner, albeit to be a lesser degree, as do the 
letters ‘ROA’ designate Radio Corporation of 
America.”’ 


Accordingly, on authority of Radio Corporation 
of America vs. Rayon Corporation of America, 31 
C.C.P.A. 808, 189 Fed. (2d) 833, I held the word 
nonregistrable. And if ‘Safeway’’ is nonregis- 
trable, so of course is ‘‘Safe Way.’? White Cap 
Co. vs. Allied Stores Corporation, 508 O. C. 870, 
elm. P.O). 554. 


As stated in the Safeway Opticians case, and as 
shown by the evidence here: 
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‘“Opposer operates a chain of more than two 
thousand grocery stores, which are scattered 
through half the States of the Union. In them 
it sells not only groceries, but all such more 
or less related items as the public demands. It 
has been in business for many vears, and has 
come to be widely known merely as ‘Safeway.’ 
In fact, it has almost invariably used that word 
alone as its name. And while it may not be 
as universally recognized as is Radio Corpora- 
tion of America, its customers constitute a very 
considerable portion of the American publie.”’ 


Tn that case, as in this, opposer was not dealing 
in the partienlar merchandise for which registration 
was sought; but that fact was held to be immaterial. 
Moreover, as pointed out by the examiner of inter- 
ferenees, opposer does sell sueh paper products as 
toilet tissue and paper towels. which are clearly of 
the same descriptive properties as applicant’s paper 
toilet seat covers. 

Applicant has been using his mark sinee the fall 
of 1933, and his sales have steadily inereased. He 
thus argues that hecause opposer must have had 
knowledge of such use, it is estopped by laches to 
maintain this proceeding. Referring to the ex- 
aminer’s observation that ‘‘opposer could not file 
an opposition to registration of a trade-mark until 
applieation for such registration had first been 


Jp) 


made,’’ applicant says: 


‘‘Certainly opposer could not file an opposi- 
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tion until applicant requested registration, but 
during the many years during which applicant 
had maintained an impregnable title to the 
name ‘Safe Way’ as applied to toilet seat 
covers, if opposer had been injured in any way, 
opposer should have instituted an unfair com- 
petition suit.’’ 


But surely its failure to sue did not deprive op- 
poser of the statutory right to oppose the registra- 
tion of its name as a trade-mark. Presumably, 
opposer did not object to applicant’s use of the 
mark; but the proposed registration would be prima 
facie evidence of applicant’s exclusive ownership of 
the term ‘‘Safe Way,”’ not only as applied to toilet 
seat covers, but as applied to all other goods of the 
same class. It seems to me that if there has been 
laches, applicant is the guilty party. If he intended 
to register his trade-mark he should have done so, 
as he might have done, before the word ‘‘Safeway,”’ 
through extensive advertising, had come to be re- 
garded by the public as merely opposer’s corporate 
name. 

The decision of the examiner of interferences is 
affirmed. 

/s/ LESLIE PRAGER, 
First Assistant Commissioner. 

April 24, 1946. 


No. 26230-G—Pitfs. Exhibit No. 2 


[Endorsed]: Filed Mar. 12, 1947, C. W. Cal- 
breath, Clerk, by L. R. Elkington, Deputy Clerk. 
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390 


Department of Commerce 
United States Patent Office 


To all persons to whom these presents shall come, 
Greeting: 


This Is to Certify that the annexed is a true copy 
from the records of this office of Papers 11 and 16, 
in the matter of Opposition Number 23,281, Safe- 
way Stores, Incorporated, vs. Warren W. Dunnell, 
Trade-Mark for Toilet Seat Covers. 


In Testimony Whereof I have hereunto set my 
hand and caused the seal of the Patent Office to be 
affixed at the City of Washington, this sixth day 
of September, in the year of our Lord one thousand 
nine hundred and forty-six and of the Independence 
of the United States of America the one hundred 
and seventy-first. 


[Seal] /s/ CASPER W. OOMS, 
Commissioner of Patents. 
Attest: 
T. A. COULTER, 
Acting Chief of Division. 
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In the United States Patent Office 
Before the Examiner of Interferences 


OPPOSITION No. 23,281 


SAFEWAY STORES, INCORPORATED, 
Opposer, 
vs. 


WARREN W. DUNNELL, 
Applicant. 


Deposition of Milton L. Selby 


Taken before Dorothy Dillard, a Notary Publie 
in and for the County of Alameda, State of Cali- 
fornia, on Tuesday, August 8, 1944. 


INDEX TO EXHIBITS 


Opposer’s Exhibits: Page 
1. Copy of certificate of incorporation of Safeway Stores, 
Incorporated, a Maryland corporation, as amended 


Fe asc cn acs cncesasnsncas sleubiae thesis dou eee 4 
2. Certified copy of Articles of Incorporation of Safe- 
way Stores, Inc., of Nevada...o..occcccccceccoeecccoecceee 14 


3. Certified copy of Articles of Incorporation of Safe- 
Way Stores, Incorporated 2... .ceccccccec ccecceces----- 15 
4. Certificate of the Secretary of State Tax Commission 
of the State of Maryland certifying to the fact that 
Safeway Stores, Incorporated, is incorporated under 


the laws of the State of Maryland... 16 
5. Photograph of Safeway Store No. 371, 305 South 
Moet, Denver, Colorado 2020 16 


6. Photograph of Safeway Store No. 846 at 15 Ocean 
Avenue, San Francisco, California.................. 16 
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Opposer’s Exhibits (Continued) : Page 
7. Photograph of Safeway Store located at 4922 Swope 
Parkway, Kensas, Citjy MiGSO0i 2 eee 16 
8. Photograph of Safeway Store No. 55 at 115 No. First 
Street; Tucumeart, INOW MICRICO <o. cc... ce cce cerca 16 


9, Reproduction of Brown Derby Beer advertisement, 

ad No, 4056, published in various Arizona newspapers 

Un) TQ yc accesccivccnceccassseseneseeeancueneeeeettes cone eet ameee= eames eenee 18 
10. Reproduction of advertisement regarding new Safe- 

way buying set-up for farm produets published in 

various farm papers in 1948, ad No. 4203A...........-.....+. 18 
11. Reproduction of general form and set-up of a Safe- 

way advertisement to be published in various news- 


papers during week beginning February 28, 1944.0... 18 
12. Tear sheet from The Enid, Oklahoma Morning News, 
Ghte@d Wine 20. .....cccecc:..- eee ee 19 
13. Tear sheet from the Oklahoma City Times, dated 
iC, WR codecs ons ec 19 
14. Tear sheet from the El Dorado, Kansas, Times, dated 
VUEVS ll gull (S).5.8 aa NEO rer rrerrer ese 19 
15. Tear sheet from the Tacoma, Washington, News 
Trilbunes datethelannes], 10tibe:............222. eee ee 19 


16. Tear sheet from the Seattle, Washington, Times, dated 


June 1070 ..........2 eee ere... 19 
17. Tear sheet from the Lewiston, Idaho, Morning 
Tribunesdated June2, 19igewc............——— . oe 
18. Tear sheet from the Grand Island, Nebraska, Daily 
Independent, dated May 30, 1944... -eeecceeceeeoee 19 
19. Tear sheet from the Evening World Herald, Omaha, 
Nebraska, dated May 31, 1944.0... neeeeneneceeeoee Ji 
20. Tear sheet from the Evening Star, Washington, D. C., 
dated June 1, 199*:.............. 0... 19 
21. Tear sheet from the Bronx Home News, New York 
City, dated June), TOS... ae... ee 19 
22. Tear sheet from The Herald Statesman, Yonkers, 
New York, datediJune 1,194... To 


23. Tear sheet from the Bergen Evening Record, New 
Jersey, dated June], 1944... eee 19 


Warren W. Dunnell 
Plaintiff’s Exhibit No. 3—(Continued) 


Opposer’s Exhibits (Continued) : 


24. Tear sheet from the Arizona Republic, Phoenix, 
mwazona, dated May 31, 194.6... 
25. Tear sheet from the Post Register, Idaho Falls, Idaho, 
emeamime 2, 19440 ee, 
26. Tear sheet from the Salt Lake Tribune, Salt Lake 
City, Utah, dated June 3, 1944... ccc. 
27. Tear sheet from the Billings, Montana, Gazette, dated 
ct? Cll. 6 5 eee cece is 
28. Tear sheet from the Great Falls, Montana, Leader, 
CGC 2| JT RR CL Er 
29. Tear sheet from the Daily Sentinel, Grand Junction, 
Colorado, dated June 2, 1944......cccccceecesccoocc.-. 
30. Tear sheet from the Wyoming Leader, Cheyenne, 
Wyoming, dated June 3, 1944.00 ccceccceeeceecce cee, 
31. Tear sheet from the Tribune-Sun, San Diego, Cali- 
qomme, dated June 1, 1944... 
32. Tear sheet from the Oregon Journal, Portland, Ore- 
Be ecered May 31, 1944 cc ccccsscssseccsceeeses 
33. Tear sheet from The Medford, Oregon, Mail Tribune, 
Cima 1, 1044 cece ccccsccstencesemecccecce ccc 
34. Tear sheet from The Kansas City Missouri Times, 
<0 EE: Scr rrr 
35. Tear sheet from The Topeka Kansas Daily Capital, 
colo! OV 755 22 aa crc tae eee nnn 
36. Tear sheet from the Wichita Beacon, dated June 1, 
LEO) 53: oh a re a ne een eee 
37. Tear sheet from the Humboldt Times, Eureka, Cali- 


fornia, dated June 2, 1944 


. Tear sheet from the San Francisco, California, 


Examiner, dated June 1, 1944 


. Tear sheet from the Fresno, California, Bee, dated 


May 30, 1944 


. Tear sheet from the Los Angeles Herald Express, 


dated May 31, 1944 


. Tear sheet from the Ventura, California, County 


Star-Free Press, dated May 31, 1944 
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In the United States Patent Office 
Before the Examiner of Interferences 


Opposition No. 23,281 


SAFEWAY STORES, INCORPORATED, 
Opposer, 
vs. 


WARREN W. DUNNELL, 
Applicant. 


DEPOSITION OF MILTON L. SELBY 


Deposition of witness produced and examined on 
behalf of Safeway Stores, Incorporated, Opposer, 
pursuant to the annexed notice, at the offices of 
Safeway Stores, Incorporated, in Room 403 at 4th 
and Jackson Streets. in the City of Oakland, Ala- 
meda County, California, on Tuesday, August 8, 
1944, hetween the hours of 10:00 a.m. in the fore- 
noon and 4:30 p.m. in the afternoon before Dorothy 
Dillard, a notary pubhe in and for the County of 
Alameda, State of California. 


Present: 
Drummond Wilde, Esq., in behalf of oposer Safe- 
way Stores, Incorporated ; 


Joseph F. Westall, Esq.. in behalf of applicant 
Warren W. Dunnell. 

Mr. Westall: JI understand that it is stipulated 
that each of the parties to this proceeding will fur- 
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nish to the other without cost a copy of its or his 
testimony taken at this proceeding, and will, before 
filing the original of such deposition accord to the 
opposite party an opportunity to secure photostatie 
copies of any exhibits which may have been offered 
in evidence, such photostats, however, being at the 
cost of the party to whom they are furnished. 

Mr. Wilde: T accept that stipulation. 


MILTON L. SELBY, 


being first duly sworn, doth depose and say, in an- 
swer to interrogatories propounded to him by Drum- 
mond Wilde, Esq., Counsel for Opposer, as follows, 
to-wit: 


Question 1. What is your name, address and 
occupation ? 

Answer: My name is Milton L. Selby. My ad- 
dress is 107 Camino Don Miguel, Orinda, California. 
My occupation is that of an attorney in the employ 
of Safeway. By that I mean Safeway Stores, In- 
corporated, a Maryland corporation. 

Q. 2. How long have you been employed by Safe- 
way Stores, Incorporated ? 

A. Since January 1, 1943. 

Q. 3. By whom were you employed before that 
date? 

A. Safeway Stores, Inc., a former California 
subsidiary of Safeway Stores, Incorporated, a 
Maryland corporation. 
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Q. 4. How long were you employed by Safeway 
Stores, Inc., a California corporation ? 

A. From about July 5, 1926, to December 31, 
1942, which is the date on which Safeway Stores, 
Tnec., a California corporation, was liquidated and 
all of its assets, husiness and good will were trans- 
ferred and distributed to its then parent corpora- 
tion, Safeway Stores, Incorporated, a Maryland cor- 
poration, in complete liquidation of the former. 

Q. 5. What are your general duties in your 
present employment? 

A. 1am the head of the Legal Department of 
Safeway Stores, Incorporated. and in such capacity 
I am in charge of the handling of all legal matters 
pertaining to the business and affairs of that com- 
pany and its subsidiaries. In addition, I am the 
Secretary and a Direetor of the company and per- 
form the duties incident to such offices. 

Q. 6. What were your general duties in your 
employment with Safeway Stores, Tne., the former 
California subsidiary ? 

A. Substantially the same as they are now, ex- 
eept that from 1926 to 1935 I was an attorney in 
the employ of the company but was not the head 
of its legal department. For a number of years 
prior to 1943 I was also the Secretary and a Direetor 
of this former California subsidiary and performed 
the duties incident to such offices. 

Q. 7. What is the business of Safeway Stores, 
Ineorporated ? 
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A. The operation of a retail chain grocery sys- 
tem consisting of retail grocery stores and markets, 
warehouses, offices, manufacturing plants and other 
facilities. In addition, the company supervises and 
finances the operations of various subsidiaries, some 
of which do business in the United States and others: 
of which do business in Canada. 

Q. 8. Under the laws of what state is Safeway 
Stores, Incorporated, organized? 

Mr. Westall: Objected to as not the best evi- 
dence, and further as not identifying what Safe- 
way Stores or what corporations are referred to. 

A. Maryland. 

Mr. Wilde: Q. 9. When was it incorporated ¢ . 

Mr. Westall: Objected to as not the best evi-. 
dence of incorporation. 

A. March 24, 1926. 

Mr. Wilde: Q. 10. I show you this document 
marked Exhibit No. 1 and ask you if you ean’ 
identify it and, if so, state briefly what it is. 

Mr. Westall: Objected to on the ground that. 
this is not the best evidence; the document on its 
face speaking for itself as to its identity, and, fur- 
thermore, as to the document itself, that it appears 
to be a copy, not the best evidence and not properly, 
or, in fact, in any manner, certified by the ‘proper - 
officer as a true, complete and correct copy. 

A. Yes, I can identify it. The document is a 
true and complete copy of the certificate of ineor- 
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poration of Safeway Stores, Incorporated, a Mary- 
land corporation, as amended to date. 

Mr. Wilde: Q. 171. 

Mr. Westall: Move to strike out the answer so 
far as it asserts the fact of corporate existence and 
the grounds heretofore stated in the previous 
objection. 

Mr. Wilde: I offer this doeument in evidenee as 
Opposer’s Exhibit No. 1. 

Mv. Westall: Objected to on the gromnds here- 
tofore stated, namely, that the doeument just offered 
is not the best evidence of anything it may contain. 

Mr. Wilde: Q. 11. What records of Safeway 
Stores, Ineorporated, are kept under your super- 
vision ? 

A. Reeords and doeuments of a corporate nature 
such as minutes of Directors and Stockholders Meet- 
ines of the company and its subsidiaries, reeords 
pertaining to claims and law suits involving the 
company and its subsidiaries, various contraets and 
agreements to which the company or its subsidi- 
avies is a party, various other records, correspond- 
ence and doeuments pertaining to the business and 
affairs of the company and its subsidiaries. 

Q. 12. What products are sold by Safeway 
Stores, Incorporated ? 

A. Various items of food, food products, meats 
and non-food items whieh are handled generally by 
grocery stores. 
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Q. 13. When was the business of Safeway Stores, 
Incorporated, established or founded? 

Mr. Westall: Is counsel referring to Maryland 
corporation ? 

Mr. Wilde: Safeway Stores, Incorporated, a 
Maryland corporation. 

Mr. Westall: I understand from vour statement 
a moment ago that the California corporation is and 
has been referred to as Safeway Stores, Inc., the 
abbreviation for ‘‘incorporated,’’ while the Mary- 
land corporation has been distinguished by the name 
Safeway Stores, Incorporated, that is correct, is it 
not, Mr. Wilde? 

Mr. Wilde: Yes. 

A. The two main roots of the business were 
founded on a small seale in 1914 and 1915 and 
through expansion and as a result of acquisitions, 
consolidations or mergers most of which took place 
before 1932, has grown to its present size. From 
1926 until December 31, 1942, most of the opera- 
tions of the Safeway organization in this country, 
were owned and operated directly by wholly owned 
subsidiaries. At the end of 1942 all retail subsidi- 
aries in this country and all but one manufacturing 
subsidiary were liquidated and their assets, busi- 
ness and goodwill were transferred and distributed 
to the Maryland company. Since then all retail op- 
erations of the organization in this country have 
been ownéd and operated directly by the Maryland 
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company, which, since its organization in 1926, has 
been the parent company of the affilhated group. 

Mr. Westall: I move to strike ont the part of the 
answer referring to the vears 1914 and 1915 and 
what happened at that time as not bemg put in 
issue or referred to in any wavy in the Notice of 
Opposition and, therefore, not relevant or pertinent 
to the present proceeding, objecting to all such mat- 


(Continued) 


ter of such answer and repeating the motion to 
strike up to the year 1926. 

Mr. Wilde: Q. 14. During what period of time 
has the designation or name ‘‘Safeway’’ been used 
in connection with the business of the Safeway or- 
ganization ? 

Mr. Westall: Objected to on the ground that the 
question is trrelevant, immaterial. the word, ‘‘Safe- 
way’’ alone, not being put in issue as a trade name 
or name of a corporation alone, the opposition he- 
ing founded upon the use by opposer of the name 
‘‘Safeway Stores, Incorporated,’’ and not the word 
‘“Safeway’’ alone. 

A. At all times since 1926, which was after the 
date on which the name of the former California 
subsidiary, Safeway Stores, Inc., was changed from 
Sam Seelig Company to Safeway Stores, Incorpo- 
rated; the name of this former subsidiary was later 
changed to the abbreviated form, Safeway Stores, 
brie 

@. 15. In what states does Safeway Stores, In- 
corporated, a Maryland corporation, operate? 
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A. It operates retail grocery stores and markets 
under the name ‘‘Safeway”’ and other facilities m 
California, Oregon, Washington, Idaho, Montana, 
Nevada, Utah, Arizona, New Mexico, Colorado, Wy- 
oming, South Dakota, Nebraska, Kansas, Missonri, 
Towa, Arkansas, Oklahoma, Texas, New York, New 
Jersey, Maryland, Virginia, and the Distriet of Co- 
lumbia. In most of the states so named it also 
operates other facilities and conducts other activi- 
ties. In addition, it conducts seasonal or year- 
around buying operations in many of said states as 
well as in Wisconsin, Tlinois, Georgia, Mississippi, 
Tennessee, North Carolina, South Carolina, Louisi- 
ana, Florida, West Virginia, Pennsylvania and 
Maine. The company is qualified to do business in 
all of the states so named and the District of Co- 
lumbia. 

Mr. Westall: It is moved to strike out the an- 
swer in so far as it refers to other states than those 
mentioned in paragraph 1. of the Notice of Oppe- 
sition and as to such states is irrelevant and. imma- 
terial as not within the issues tendered by the No- 
tice of Opposition. It is also moved to strike out 
the last sentence of the answer as to qualifications 
to do business as not the best evidence of sueh quali- 
fication, no foundation having been laid for secon- 
dary evidence, and also as to said last sentenée; re- 
ferring to and including the names of states ae set 
forth in the Notice of Opposition: ie: 

Mr. Wilde Q. 16. How -many ‘stores did: Sate. 
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way Stores, Incorporated, own and operate at the 
end of 19:43? 

A. Two thousand three hundred thirty-one 
stores as of December 31, 1943, exclusive of one 
hundred forty-one stores in Canada, which are 
owned and operated by a Canadian subsidiary. 

Mr. Westall: The question is objected to and 
it is moved to strike out the answer in that the 
question ineludes, apparently. all alleged Safeway 
Stores in states not put in issue or mentioned im 
the Notice of Opposition, and it is moved to strike 
out the answer as immaterial and irrelevant so far 
as it ineludes in the number of stores any of the 
stores in the states not listed in paragraph 1. of the 
Notice of Opposition. The same objection 1s made 
to the referenee to the number of stoves in Canada 
on the ground that Canadian owned stores are of 
no relevance or pertinence whatsoever in this pro- 
eceding, are not mentioned in the Notice of Oppo- 
sition, and if intended to be ineluded in the ques- 
tion are totally irrelevant and immaterial. 

Mr. Wilde Q. 17. Has there been any material 
change since December 31, 1943, in the number of 
stores so owned and operated by Safeway Stores, 
Incorporated ? 

A. No. As of June 30, 1944, Safeway operated 
about two thousand three hundred and twenty-one 
stores in this country. 

Mr. Westall: I move to strike out the number 
of stores alleged to be so operated in this country 
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insofar as that number includes states not mentioned 
in paragraph 1. of the Notice of Opposition. 

Mr. Wilde Q.18. About how many stores were 
operated by Safeway in the states and the District. 
of Columbia previously named by you? 

Mr. Westall: The same objection, as including 
states not put in issue in the Notice of Opposition. 
Objection is also made to the use by counsel of the 
word, ‘‘Safeway,”’ implying that that was the full 
name of Safeway Stores, Incorporated, which is con- 
trary to the Notice of Opposition. 

A. About seven hundred and eight stores in Cali- 
fornia, about 106 stores in Oregon, about 184 stores 
in Washington, about 32 stores in Idaho, about 45 
stores in Montana, about 11 stores in N evada, about 
46 stores in Utah, about 37 stores in Arizona, about 
28 stores in New Mexico, about 108 stores in Colo- 
rado, about 22 stores in Wyoming, about 2 stores in 
South Dakota, about 76 stores in Nebraska, about 
91 stores in Kansas, about 75 stores in Iowa, about 
32 stores in Arkansas, about 100 stores in Oklahoma, 
about 152 stores in Texas, about 153 stores in New 
York, about 80 stores in New Jersey, about 28 stores 
in Maryland, about 75 stores in Virginia, about 127 
stores in the District of Columbia. 

Mr. Westall: I move to strike out the answer in 
so far as it refers to any states not set forth in Para- 
graph 1. of the Notice of Opposition and as entirely 
irrelevant and immaterial. 
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Mr. Wilde Q. 19. Under what name are these 
stores operated ? 

A. All of these stores are operated under the 
name ‘‘Safeway.”’ 

Q. 20. What were the total sales of Safeway 
Stores, Incorporated, a Marvland corporation, for 
the calendar year 1943? 

A. The total sales of this company in 1943 were 
$5-44,555,337.95. 

Q.. 21. In what manner does the company use 
the name ‘‘Safeway”’ in the operation of its retail 
stores ? 

Mr. Westall: Objected to on the ground that the 
assumption that the stores are called ‘‘Safeway”’ 1s 
contrary to the Notice of Opposition in which it is 
wleged that such stores are called ‘Safeway Stores”’ 
or. “Safeway Stores, Inc.’? and not merely ‘‘Safe- 
wajr”’ 

A. The name ‘Safeway’ 


, 


alone is used very 
prominently on large store signs which are attached 
to or. painted on the outsides of the stores and on 
signs whieh are maintained at parking lots or areas 
which are located next to many of the stores and 
which-are maintained by the company for the con- 
venienee of customers trading at such stores. It is 
also used. in extensive newspaper advertising which 
appears regularly in newspapers which are pub- 
lished: and. circulated in areas in which the com- 
pany’s stores are located. The name ‘‘Safeway”’ 
alone is used very prominently to identify the stores 
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at which the merchandise so advertised is offered 
for sale. Other media of advertising such as radio 
broadeasts and billboards are used frequently by 
the company to advertise its stores or some of the 
products sold by its stores and the name ‘‘Safeway”’ 
alone is used in such advertising to identify its 


(Continued ) 


stores. The name ‘‘Safeway”’ alone is also used by 
the company extensively by having it printed or 
placed on gummed tape, gummed labels, store post- 
ers, bags, cash register receipts and similar items. 
which are used in connection with the operation’ 
of its stores. 

Mr. Westall: I move to strike out all parts of 
the immediately preceding answer as irrelevant and 
immaterial, particularly on the ground that in the! 
office action in this opposition, dated May 20, 1944,.. 
which was in response to a letter filed May 18, 1944, 
by applicant, it was ruled by the Examiner of In-: 
terference that the Opposer will be hereinafter re-' 
stricted in its proofs to the specimens or evidence: 
filed with the Opposition, namely, Ad No. 4967, farm : 
papers, 1989; Ad No. 9171, California Grange News, 
November 20, 1940; Ad No. 799, newspapers, fall 
1941; Ad No. 9174, newspapers 1941; and Ad No. 
2617A, farm papers, 1942, and that consequently all 
parts of the answer suggesting further proof of 
other advertisements or testimony of the witness: 
that there were such other advertisements or speci- 
mens or labels, signs, is contrary to the restriction 
of the Examiner of Interferences above referred to; 
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that this motion being also made on the ground that 
the witness’ statement of such advertisements is not 
the best evidence. 

Mr. Wilde Q. 22. Has the name “Safeway” 
alone heen vsed in similar ways in the past by the 
company and its former subsidiaries to identify its 
business and stores? 

Mr. Westall: Objected to on the ground ampli- 
ficd in the immediately preceding objection, i.e., that 
the question contemplates going out of and beyond 
the restriction as to proof in the office action of May 
20, 1944, in this proceeding. 

A. Yes, for a number of years. 

Mr. Wilde Q. 23. What sums of money have 
been expended by the company and its former sub- 
sidiaries for such purposes ? 

Mr. Westall: Objeeted to on the ground that the 
question refers to and includes money expended by 
the eonpany and alleged subsidiaries for advertising 
bevond the advertising to which the proceeding has 
been restricted in said office action of May 20, 1944. 

A. I do not know the exact amount so expended 
up to the present time, but by reason of my connec- 
tion with the company and its former subsidiaries 
for a number of years I know that the amounts of 
money so expended have been substantial and would 
total many millions of dollars. In 1948 the total 
amount expended by the company for advertising of 
all kinds amounted to $3,631,561.35. .A very large 
partiof.the-amount so expended in 1943 was for ad- 
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vertising in which the name ‘‘Safeway’’ alone was 
used to identify the stores operated by the company. 

Mr. Westall: Move to strike out the part of the 
answer referring to the use of ‘‘Safeway’’ alone as 
contrary to the issues raised in the Notice of Oppo- 
sition, and, hence, irrelevant and immaterial. 

Mr. Wilde Q. 24. In what manner and to what 
extent is the name ‘‘Safeway’’ alone used by the 
company to identify the corporation and its busi- 
ness ? 

Mr. Westall: Insofar as the question relates to 
any of the advertising matter other than filed with 
the Notice of Opposition and to which Opposer is 
hmited by the office action of May 20, 1944, the 
question is objected to, as irrelevant and immaterial, 
and a violation of said restriction. 

A. The name ‘‘Safeway’’ alone is used very 
prominently on large store signs which are attached 
to or painted on the outsides of the stores and on 
signs which are maintained at parking lots or areas 
which are located next to many of the stores and 
which are maintained by the company for the con- 
venience of customers trading at such stores. The 
name ‘Safeway’? alone is used very prominently 
in extensive newspaper advertising which ‘appears 
regularly in newspapers which are published and 
circulated in areas in which the company’s stores 
are located to identify the stores at which the mér- 
chandise so advertised is offered for sale.. Other 
media of advertising such as radio broadéasts and 
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billboards are used frequently by the company to 
advertise its stores or some of the products sold by 
its stores and the name ‘‘Safeway” alone is used in 
‘such advertising to identify such stores. The name 
‘‘Safeway’’ alone is also used by the company ex- 
tensively through having it printed or placed on 
‘summed tape, gummed labels, store posters, bags, 
eash register receipts and similar items whieh are 
used in connection with the operation of its stores. 

Mr. Westall: J move to strike out the testimony 
relating to methods of advertising the name ‘‘Safe- 
way’’ alone and also all parts of the answer refer- 
ring to any advertising other than the specimens of 
advertising to which Opposer is limited in said office 
action of May 20, 1944. 

Mr. Wilde Q. 25. By what pame is the eom- 
pany known generally to the purchasing public? 

Mr. Westall: Objected to on the ground that the 
witness has not been qualified to testify concerning 
by what name the company is known generally to 
the purchasing public and such answer, obviously, 
would only amount to a surmise by the witness. 

A. The company and its business is known gen- 
erally to the purehasing public hy the name ‘‘Safe- 
way’’ by reason of the long continued and extensive 
use of the name ‘‘Safeway”’ alone. 

Mr. Wilde Q. 26. How do you know that the 
company and its business is generally known to the 
purchasing: public by the name ‘‘Safeway ?”’ 

. Mx, Westall: Objected to as incompetent, irrele- 
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vant and immaterial, and also on the ground here- 
tofore amplified in objection to other similar ques- 
tions. 

A. I know this by reason of my numerous busi- 
ness and social associations both in California and 
in other parts of the country over a period of years 
with many people who are not employed by or con- 
nected with the company or any of its subsidiaries. 
In referring to the company in the course of my 
conversations with such people, many of whom were 
not known to me previously, I have referred to the 
ecompanv by the name ‘‘Safeway’’ alone, and such 
people have known immediately that I was refer- 
ring to the company and its business. In addition, 
as a result of the long-continued and extensive nse 
of the name ‘‘Safeway”’ alone on store signs, in ad- 
vertising, and by other means to identify the com- 
pany and its business, it is my opinion and belief 
that there would be very few, if any, people in the 
locality in which the company does business who 
would not know that the name ‘‘Safeway’’ alone 
means or refers to the company and its business. 
The people buving or trading in such localities know 
that the name ‘‘Safeway”’ alone identifies the com- 
pany its its business as they see the name on store 
signs and in newspaper advertisements. Those who 
trade with Safeway would also see the name as used 
in connection with the sale of merchandise in the 
retail stores. The farmers, producers, manufactur- 
ers and other suppliers from whom Safeway pur- 
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chases merehandise for distribution in its stores, and 
the many concerns with which Safeway does busi- 
ness in connection with the operation of its stores 
know that the word ‘‘Safeway’’ alone identifies the 
company and its business. 

Mr. Westall: It is moved to strike out all refer- 
ences in the immediately preeeding answer to store 
signs and advertising other than those to which 
Opposer has been limited by the office aetion of 
May 20, 1944, and also it is moved to strike out 
the statement of the opinion of the witness as 
obviously not qualified to say whether the public 
at large or any great proportion of them knew of 
the eompany otherwise than as ‘‘Safeway Stores, 
TIne.,’’ or ‘Safeway Stores, Incorporated.”’ 

Mr. Wilde: Q. 27. I show you this document, 
marked Exhibit No. 2, and ask if vou ean identify 
it, and, if so, tell what it is. 

A. This is a certified copy of the Articles of 
Incorporation of Safeway Stores, Inec., of Nevada, 
formerly a Nevada subsidiary of the Maryland 
company and now dissolved. The name of. this 
former subsidiary was originally Skaggs-Safeway 
Stores, Incorporated, the name having been changed 
to Safeway Stores, Incorporated, in 1929, and later 
in 1941 to Safeway Stores. Inc., of Nevada. This 
former subsidiary began business in 1926 and prior 
to its dissolution on December 31, 1942, this former 
subsidiary owned and operated under the name 
‘Safeway’? alone a large number of stores now 
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owned and operated by the Maryland company, such 
stores being located in a number of the states 
previously named by me. 

Mr. Westall: We move to strike out the state- 
ment regarding when the former subsidiary began 
business and also the statement of its operation 
under the name ‘Safeway’? alone as irrelevant 
and immaterial, not within the issnes raised in 
the Notice of Opposition and being advertising 
matter outside of the restriction of the office action 
of May 20, 1944. 

Mr. Wilde: I offer exhibit No. 2 in evidence. 

Mr. Wilde: Q. 28. I show you this document 
marked Exhibit 3 and ask if you can identify it, 
and, if so, state what it is. 

A. This is a certified copy of the Articles of 
Incorporation of Safeway Stores, Ine., formerly 
a California subsidiary of the Maryland company 
and now dissolved. The name of this former sub- 
sidiary was originally Sam Seelig Company, th 
name having been changed to Safeway Stores, In- 
corporated, in 1925, and later, in 1934, to Safe- 
way Stores, Inc. This former subsidiary began 
business in 1914 and, in 1926, after its name had 
been changed to Safeway Stores, Incorporated, it 
started to use the name “Safeway” alone on many 
of the stores owned and operated bv it and con- 
tinued the use of this name until December 31, 
1942, when these stores and the assets, business 
and good will of said corporation, were transferred 
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and distributed in hquidation to the Maryland com- 
pany. This former subsidiary operated in Cali- 
fornia and for several years in the Territory of 
Hawaii. 

Mi. Westall: I move to strike out any refer- 
ence to any date prior to 1926 as not within the 
issues of this Interference, the same objection 
being made to the use of the name ‘‘Safeway”’ 
alone as being irrelevant and immaterial and out- 
side the scope of the ruling of the Examiner of 
Interference in office action of May 20, 1944. 

Mi. Wilde: The Opposer offers Exhibit No. 3 
in evidence. 

Mr. Wilde: Q. 29. IT show vou this document 
marked Exhibit No. 4 and ask if yon can identify 
it, and, if so, state what it is. 

4. This is a certificate of the Secretary of the 
State Tax Commission of the State of Marvland, 
certifying to the fact that Safeway Stores, Incor- 
porated, is imecorporated under the laws of the 
State of Maryland; that it was in existence and 
in good standing on the date of the certificate. 

Mr. Wilde: The Opposer offers Exhibit No. 4 
in evidence. 

Mr. Wilde: Q. 30. During what period of 
time has Safeway Stores, Incorporated, and _ its 
predecessors used the name ‘‘Safeway’’ to identify 
these stores and this business ? 

Mr. Westall: Objected to on the grounds im- 
mediately above amplified in objection to like. 
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questions, namely, as irrelevant and immaterial and 
contrary and outside of the issues raised in the 
Notice of Opposition. 

A. The name ‘‘Safeway’’ was first placed in 
use by the former California subsidiary in 1926, 
and thereafter the use of the name was gradually 
extended to all stores operated by the company 
and its predecessors. 

Mr. Westall: The same objections. 

Mr. Wilde: Q. 31. I show you these photo- 
graphs marked Exhibits Nos. 5 to No. 8, inclusive, 
and ask if you can identify them, and, if so, state 
briefly what they purport to be. 

A. Exlnbit No. 5 is a photograph of Safeway 
Store No. 371 at 305 South Logan, Denver, Colo- 
rado. Exhibit No. 6 is a photograph of Safeway 
Store No. 846 at 15 Ocean Avenue, San Fian- 
cisco, California. Exhibit No. 7 is a photograph 
of a Safeway Store located at 4922 Swope Park- 
way, Kansas City, Missouri. Exhibit No. 8 is a 
photograph of Safeway Store No. 55 at 115 No. 
First Street, Tucumeari, New Mexico. 

Mr. Wilde: The Opposer offers Exhibits Nos. 
5 to 8, inclusive, in evidence. 

Mr. Westall: Each of these exhibits is objected 
to on the ground that they are apparently speci- 
ments or labels, duplicates of which have not been 
attached to the Notice of Opposition and are, there- 
fore, not within the restriction imposed by the 
Examiner of Interferences in office action of May 
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20, 1944, and are, therefore, irrelevant and im- 
material, and, furthermore, are not within the 
issues raised by the pleadings in this ease, and, 
furthermore, the witness has not been qualified 
to testify to the accuracy of the photographs, nor 
has he identified when they were made. 

Mr. Wilde: Q. 32. Have you seen stores oper- 
ated by Safeway in California and other parts of 
the country ? “. I dave: 

Q@. 33. Are the stores, the photographs of which 
have been identified and offered in evidence as 
Exhibits Nos. 5 to 8, inclusive, fairly representa- 
tive of the tvpe of stores operated by Safeway? 

Mr. Westall: Objeeted to as incompetent, irrele- 
vant and immaterial, and not identifying subject 
matter of the photographs, and also as not within 
the restriction of office action of May 20, 1944. 

A. I have seen completed store buildings occu- 
pied by stores of Safeway Stores, Incorporated, 
in most of the states in which it operates stores, 
and the stores which I have seen are similar to 
the stores whose photographs are contained in 
Exhibits 5 to 8, inclusive. The stores which I have 
seen have earried the sign “‘Safeway’’ on the store 
and in many cases on the parking lot adjacent to 
the store. In addition, it has been a part of my 
duties with Safeway to examine blueprints and 
drawings for new stores and blueprints showing 
the fixture layouts for these stores and the drawings 
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so examined have carried the name ‘‘Safeway”’ 
on the store. 

Mr. Westall: The answer is objected to as not 
responsive to the question and also as irrelevant 
and immaterial, and, furthermore, not the best 
evidence regarding any blueprints or drawings or 
signs and as going beyond the restriction contained 
in the office action of May 20, 1944. 

Mr. Wilde: I will stipulate that the objection 
and the ground for the same which vou have made 
to the effect that the exhibits offered in evidence 
are not within the scope of the restriction of the 
office action cf May 20, 1944, with respect to each 
and all of the exhibits numbered 9 to 41, inclusive, 
whieh I propose to have identified and offer in 
evidence. It being also stipulated that when said 
exhibits have been identified each of them will be 
regarded as having been offered in evidence by the 
Opposer, subject to the objection mentioned above. 

Mr. Westall: The stipulation is accepted, it 
being assumed that counsel will briefly through 
the witness identify each of the exhibits so that 
the matter may appear of record and that there- 
after it will be not necessary for me to repeat or 
amplify of record the objections referred to to 
each of said exhibits. 

Mr. Wilde: This stipulation is acceptable to me. 

Mr. Wilde: Q. 34. I show you these papers 
marked Exhibits Nos. 9 to 11, inclusive, and ask 
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you if vou ean identify them, and, if so, state 
briefly what they are. 

A. Exhibit No. 9 is a reproduction of a Brown 
Derby Beer advertisement which was published in 
‘arious Arizona newspapers in 19438, ad No. 4056. 
srown Derby Beer is brewed and bottled by vari- 
ous breweries and is handled by Safeway alone. 
Exhibit No. 10 is a reproduction of an advertise- 
ment regarding a new Safeway buving set-up for 
farm products which was published in various farm 
papers in 1948. This bears the designation, ‘‘Ad 
No. 42084." Iexhibit No. 11 is a reproduction of 
the general form and set-up of a Safeway advertise- 
ment planned for publication in various news- 
papers during the week beginning Monday, Feb- 
tuary 28, 1944. The above three exhibits show 
the use of the name ‘*Safeway”’ as a designation for 
the eompany. 

Mr. Wilde: Q. 35. I show von this group of 
newspaper tear sheets marked Exhibits Nos, 12 
to 41, inelusive, and ask you if vou ean identify 
them, and, if so, state bmefly what thev are. 

A. These are tear sheets containing retail price 
advertising used by the company with the name 
‘“Safeway’’ as the sole designation for the com- 
pany, which appeared in the following newspapers 
on the dates given: The Enid, Oklahoma, Morn- 
ing News, Jime 2, 1944, Exhibit No. 12; The Okla- 
homa City Times, June 2, 1944, Exhibit No. 13; 
The E] Dorado, Kansas, Times. June 1, 1944, Ex- 
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hibit No. 14; The Tacoma, Washington, News 
Tribune, June 1, 1944, Exhibit No. 15; The Seattle, 
Washington, Times, June 1, 1944, Exhibit No. 16; 
The Lewiston, Idaho, Morning Tribune, June 2, 
1944, Exhibit No. 17; The Grand Island, Nebraska, 
Daily Independent, May 30, 1944, Exhibit No. 18; 
The Evening World Herald, Omaha, Nebraska, May 
31, 1944, Exhibit No. 19; The Evening Star, Wash- 
ington, D. C., June 1, 1944, Exhibit No. 20; The 
Bronx Home News, New York City, June 1, 1944, 
Exhibit No. 21; The Herald Statesman, Yonkers, 
New York, June 1, 1944; Exhibit No. 22; The Ber- 
gen Evening Record, New Jersey, June 1, 1944, 
Exhibit No. 23; The Arizona Republic, Phoenix, 
Arizona, May 31, 1944, Exhibit No. 24; The Post 
Register, Idaho Falls, Idaho, June 2, 1944, Exhibit 
No. 25; The Salt Lake Tribune, Salt Lake City, 
Utah, June 3, 1944, Exhibit No. 26; The Billings, 
Montana, Gazette, May 31, 1944, Exhibit “jo. °7; 
The Great Falls, Montana,, Leader, June 1, 1944, 
Exhibit No. 28; The Daily Sentinel, Grand June- 
tion, Colorado, June 2, 1944, Exhibit No. 29; the 
Wyoming Leader, Cheyenne, Wyoming, June 3, 
1944, Exhibit No. 30; The Tvibune-Sun, San Diego, 
California, June 1, 1944, Exhibit No. 31; The Ore- 
gon Journal, Portland, Oregon, May 31, 1944, Ex- 
hibit No. 52; The Medford, Oregon, Mail Tribune, 
June 1, 1944, Exhibit No. 33; The Kansas City, 
Missouri, ‘Times, June 2, 19-44, Exhibit No. 34; Phe 
Topeka, Kansas, Daily Capital, June 2, 1944. Ex- 
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hibit No. 35; The Wichita, Kansas, Beacon, June 
i. 1944, Exhibit No. 36; The Humboldt Times, 
Eureka, California, June 2, 1944, Exhibit No. 37; 
The San Francisco, California, Examiner, June 1, 
1e44, Exhibit No. 38; The Fresno, Cah forniay Bee, 
May 30, 1944, Exhibit No. 39; The Los Angeles 
Terald Express, May 31, 1944, ExInbit No. 40; 
The Ventura, California, County Star-Free Press, 
May 51, 1944, Exmbit No. 41. 

Mr. Wilde: The Opposer offers exlnbits Nos. 
9 to 41, inelnsive, in evidence. 

Mr. Wilde: @. 36. In what ways would Safe- 
way be damaged or injured by the use and regis- 
tration by Warren W. Dunnell of his pending 
application for the registration of the trademark 
Safeway’ fov use on toilet seat covers? 

A. Safeway handles and sells in its stores vari- 
aus paper products sueh as toilet tissue, paper 
towels and paper napkins, in addition to other 
numerous items of merchandise which are generally 
sald in retail grocery stores. The use of the name 


_ 


“Safeway’’ on toilet seat covers manufactured or 
distributed by the applicant in this matter or any 
eoncern other than Safeway would, in my opinion, 
cause members of the purchasing public in the 
territory in which Safeway operates to believe that 
such toilet seat covers are manufactured or distrib- 
uted by Safeway or an affiliate when such is, in 
fact. not the case, and the appheant or such other 


coneern would thereby be trading upon the good 
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will which has been created and built up by Safe- 
way at a very substantial cost for the name ‘‘Safe- 
wayv’’ alone as applied to its stores and business. 
The registration and the use of the name ‘‘Safe- 
way’’ for toilet seat covers by the applicant in this 
matter or anv concern other than Safeway would, 
in my opinion, encourage and foster the adoption 
and use of this name on other products and would 
thereby impair and further damage the good will 
created and built up by Safeway in connection 
with the word ‘‘Safeway’’ alone as applied to its 
stores and business. Jn addition, Safewav would 
be forced to expend additional sums of money and 
valuable time of members of its staff would be used 
to restrain such infringements as it is Safeway’s 
policy to vigorously protect its legal and equitable 
rights to the exclusive use of the name ‘‘Safeway”’ 
as against those who see fit to trade or attempt 
to trade upon such good will by the adoption and 
use of the name ‘‘Safeway’’ or some substantially 
similar name or word as a trademark to identify 
merchandise. 

Q. 37. Has Safeway or any of its predecessors 
ever given Warren W. Dunnell permission to use 
the name “‘Safeway’’ on toilet seat covers or any 
other item of merchandise? A. No. 

No. 38. Although toilet seat covers may not 
now be handled by Safeway, is it in your opinion 
possible or probable that this item of merchandise 
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may later be handled by Safeway and other retail 
erocery stores or other types of retail stores? 

A. Yes. The tendency in the retail merchan- 
dising field has been to add new items to those 
usnally handled and in the case of Safeway it is 
our policy to add new items in our general line 
which we are equipped to handle and for whieh 
theer is an adequate demand to justify our stoek- 
ing the same for sale. For example, many grocery 
stores are now handling beer, wine, liquor, house- 
hold remedies, vitamin and nnneral preparations 
and other items which were formerly not stoeked 
by grocery stores. 

No. 39. Was the purported use by Warren W. 
Dunnell of the name ‘‘Safeway’’ on toilet seat 
covers known to Safeway before notice of Mr. 
Dimnell’s application in this matter to register 
this name came to Safeway's attention? 

A. No, not to my knowledge, or aceording to 
any information which is 11 my possession. 

Q@. 40. If such use had been known to Safeway, 
is it likely that you would have been informed of it? 

A. Yes. It is the policy and practice of Safe- 
way to have such matters referred promptly to 
the legal department, of which I am the head. 

Q. 41. When vou referred to the dissolutions 
and liquidations of the retail subsidiaries at the 
end of 1942 will you please tell me whether or not 
these retail subsidiaries were going coneerns at 
the time they transferred their assets, properties, 
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business and good will to the Maryland company ? 

A. These subsidiaries were all going concerns, 
carrying on retail store operations and other activi- 
ties under the name ‘‘Safeway’’ in the territories 
in which they operated. 

Mr. Wilde: That is all the direct examination 
I have for the witness. 

Cross-Examination 
By Mr. Westfall: 

XQ. 42. In your answer to question 13 you 
stated from 1926 until December 31, 1942, most 
of the operations of the Safeway organization in 
this country were owned and operated directly 
by wholly owned subsidiaries. By operations did 
you not mean stores? 

A. I meant all of the operations earried on 
by the company. 

XQ. 43. In other words, the buying and sell- 
ing you mean were the things that were owned, 
or was it the stores that were owned ? 

A. Both were owned and operated by the sub- 
sidiaries. The Maryland corporation acted purely 
as a holding company during most of that period. 

XQ. 44. By that you mean as a stockholding 
company, do you not? 

A. Yes. The Maryland corporation owned all 
of the issued and outstanding capital stoek of the 
subsidiaries which owned and operated the retail 
stoers and other facilities and carried on the busi- 
nesses therein. 
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> XQ. 45. Jn the states which vou have mentioned ? 

‘A. In. the states which I have mentioned. The 
operations .in the states of New York and New 
Jersey. have: at all times been carried on directly 
by the Maryland eorporation. 

/ XQ. 46.. Do you know when the New York 
corporation was formed ? 

A. here has never been a New York corpora- 
tion. ‘Those operations have at all times been ear- 
ried on direetly by the Marvland corporation. The 
operations in New York and New Jersey com- 
menced in August, 1941. 

XQ. 47. And then it’s eorrect to say that in 
all of the corporations in all the other states whieh 
you have mentioned the ownership of the Mary- 
land corporation predicated on the ownership of 
stoek in all these corporations, ts that correct? 

A. Yes, until sueh time as the assets, business 
and good will of these corporations were trans- 
ferred to it. 

XQ. 48. When was this transfer made? 

A. The transfer was made on December 31, 
1942, with the exeeption of the business in the 
State of Utah, which was transferred to the Mary- 
land corporation in 1941. Operations in Oklahoma 
and Arkansas were transferred to the Maryland 
eorporation shortly after the assets in Utah were 
acauired by it. 

XQ. 49. In your answer to question 13 you say, 
“‘At the end of 1942 all retail subsidiaries in this 
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country and all but one manufacturing subsidiary 
were liquidated and their assets, business and good 
will were transferred to the Maryland company.”’ 
Which one, or please identify the excepted one. 

A. Sutter Packing Company, which operates a 
fruit and vegetable cannery at Palo Alto, Cali- 
fornia. 

XQ. 50. Not under the name of Safeway Stores ? 

A. No, sir. 

XQ. 51. Are there any stores to your knowl- 
edge operating in any state using the name ‘“‘Safe- 
way’? that are not owned by Opposer Maryland 
corporation ? A. Not to my knowledge. 

XQ. 52. Are there any stores meorporated in 
any state under the name ‘‘Safeway”’ or ‘Safeway 
Stores’? which are not wholly owned by Opposer 
Maryland corporation ? 

A. Not to my knowledge. 

XQ. 53. It is a fact, is it not, that Opposer 
Safeway Stores, Incorporated, or any of its said 
subsidiary companies in any state, never manu- 
factured or caused to be inte = toilet 
seat covers? A. That is correct. 

XQ. 54. Has Opposer Safeway — Inecor- 
porated, ever sold or offered for sale in any of its 
said retail stores as mentioned in paragraph 1 of 
the Notice of Opposition, any toilet seat covers ? 

A. Not to my knowledge. 

XQ. 55. As a matter of fact, it is true, is it 
not, that Opposer and none of its subsidiary eom- 
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panies, have never offered for sale toilet seat covers 
under any name? 

A. That is true to the best of my knowledge. 
However, they may have been earried in stock in 
some stores without my knowledge. 

XQ. 56. Do you know who has charge of the 
Safeway Stores, Incorporated, purchasing depart- 
ment, in Los Angeles? 

A. I believe it’s Mr. E. 8S. Wright, operating 
under Ralph Pringle, our Division Manager. 

XQ. 57. Is there a man by the name of J. B. A. 
Brennan in charge of or connected with the Pur- 
chasing Department of Safeway Stores at Los 
Angeles, California? 

Mr. Wilde: I’m going to have to make an ob- 
jection here, Mr. Westall, on the grounds it’s im- 
proper cross-examination. I object to this ques- 
tion and any similar line of questions on this 
ground. 

A. Mr. Brennan has been employed as a Grocery 
Buyer in the Los Angeles Office. 

Mr. Westall: Cross-examination closed. 

Mr. Wilde: No redirect. Deposition on behalf 
of the Opposer have been completed and its case 
is closed. 

/s/ MILTON L. SELBY 
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State of California, 
City of Oakland, 
County of Alameda—ss. 


I, Dorothy Dillard, a notary public within and 
for the County of Alameda and State of California, 
do hereby certify that the foregoing deposition of 
Milton L. Selby was taken on behalf of Safeway 
Stores, Incorporated, in pursuance of the notice 
hereto annexed, before me, at 4th and Jackson 
Streets in the City of Oakland in said county on 
the 8th day of August, 1944; that said witness 
was by me duly sworn before the commencement 
of his testimony; that the testimony was written 
out by myself; that the opposing party was repre- 
sented by counsel during the taking of said testi- 
mony; that the testimony was taken at the offices 
of Safeway Stores, Incorporated, 4th and Jackson 
Streets, Room No. 403, in the City of Oakland, 
County of Alameda, State of California, and was 
commenced at 10:00 a.m. on the 8th day of August, 
1944, and was concluded at 4:30 p.m. of said day; 
that the deposition was read by said witness before 
he signed the same, and that he signed: the same 
in my presence; that I am not connected by blood 
or marriage with either of said parties, nor inter- 
ested, directly or indirectly, in the matter in. con- 
troversy. 

A trne and complete copy of the deposition has 
heen sent by mail, postage prepaid, to the attorney 
of record for the adverse party. 
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In testimony whereof, I have herennto set my 
hand and affixed my seal of office in the City of 
Oakland in said County this 16th day of August, 
1944. 

[Seal] /s/ DOROTHY DILLARD, 

Notary Publhe. 


In the United States Patent Office 
Before the Examiner of Interferences 


Opposition No. 23,281 


SAFEWAY STORES, INCORPORATED, 


Opposer. 
VS. 
WARREN W. DUNNELL, 
Appheant. 


NOTICE OF TAKING TESTIMONY 


To: Joseph F. Westall, Esq., Suite 702, Wm. Fox 
Building, 608 Sonth Hill Street, Los Angeles 
14, California. 


Please Take Notice that on Tuesday, August 8, 
1944, at 10 am. at the office of Safeway Stores, 
Ineorporated, Fourth and Jackson Streets, Oak- 
land 4, California, we shall proceed to take testi- 
mony of witnesses in behalf of Safeway Stores, 
Incorporated, as follows: 

Drummond Wilde, 6159 Acacia Avenue, Oak- 
land, California; 
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Milton L. Selby, 107 Camino don Miguel, Orinda, 
California. 
The examination will continue from day to day 
until completed. 
SAFEWAY STORES, 
INCORPORATED, 
By /s/ MIDA, RICHARDS & 
MURRAY, 
Its Attorneys. 
July 7, 1944. 


Service of the above notice acknowledged this 
10th day of July, 1944. 
WARREN W. DUNNELL, 
By /s/ JOSEPH F. WESTALL, 
Its Attorney. 


In the United States Patent Office 
Before the Examiner of Interferences 


Opposition No. 23,281 


SAFEWAY STORES, INCORPORATED, 
Opposer. 
VS. 


WARREN W. DUNNELL, 
Applicant. 
Proof of Service 


I, Irene Wilbrand, hereby certify that I am 
employed in the office of Mida, Richards & Murray, 
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5387 South Dearborn Street, Chicago 5, Illinois, 
attorncys for the opposer, Safeway Stores, Incor- 
porated, and that on Friday, July 7, 1944, I sent 
via registered, air mail, the original and a copy 
of the annexed Notice of Taking Testimony upon 
Joseph I*. Westall, Esq., Suite 702, Wim. Fox Build- 
ing, 608 South Hill Street. Los Angeles 14, Cali- 
fornia, attorney of record for the applicant, War- 
ren W. Dunnell, and that an acknowledgment of 
service of said notice appears on the annexed Notice 
of Taking Testimony. 
/s/ IRENE WILBRAND. 

State of Dlinois, 
County of Cook—ss. 

Subseribed and sworn to before me this 138th day 
of July, 1944. 

[Seal] /s/ CATHERINE J. ROYA, 

Notary Publie. 
My commission expires Noy. 20, 1947. 


In the United States Patent Office 
Before the Examiner of Interferences 
Opposition No. 23,281 


SAFEWAY STORES, INCORPORATED , 
Opposer, 
vs. 
WARREN W. DUNNELL, 
Appheant. 
Notice of Taking Testimony 

To Safeway Stores, Incorporated, and to Messrs. 
Mida, Richards and Murray, 537 South Dear- 
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born Street, Chicago 5, Illinois, and Drum- 
mond Wilde, Esq., e/o Safeway Stores, Ine., 
Fourth and Jackson Streets, Oakland, Cali- 
fornia, Its Attorneys: 


You and each of you are hereby notified that on 
Tuesday, the 12th day of September, 1944, at the 
office of Messrs. Reynolds and McClain, reporters 
and notaries, Suite 225 Wilson Building, 132 West 
First Street, Los Angeles 12, California, at ten 
o’clock in the forenoon, I shall proceed to take 
testimony of Warren W. Dunnell, who resides at 
1939 Rockford Road, Los Angeles 26, California, 
and John H. Mengler, who resides at 5901 La Prada 
Park, Los Angeles 42, California, and possibly 
others of whom later notice will be given’ you, as’ 
witnesses on behalf of applicant in the above 
entitled opposition. The examination will continue 
from day to day until completed. You are ied 
to attend and cross-examine. 


WARREN W. DUNNELL 
By /s/ JOSEPH F. WESTALL, | 
His Attorney. 


Dated: August 9, 1944. 


{ hereby certify that the within deposition of 
Milton L. Selby relating to the matter of Safe- 
way Stores, Incorporated, Opposer, vs. Warren 
W. Dumnell, Applicant, Opposition No. 23,281, was 
taken and sealed up and addressed to the Com- 


(3) 
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missioner of Patents, 900 North Lombardy Street, 
Richmond, .Virginia, by ime this 5th day of Sep- 
VORODCL = 1914, 

[Seal] /s/ DOROTHY DILLARD, 
Notary Public. 
“My commission expires October 5, 1947. 


In the United States Patent Office 
Before the Examiner of Interferences 


Opposition No. 23,281 


SAFEWAY STORES, INCORPORATED, 
Opposer, 
¥s. 
WARREN W. DUNNELL, 
Applicant. 


Notice to Produce 


To Safeway Stores, Incorporated, and to Messrs. 
Mida, Richards and Murray, 537 South Dear- 
born Street, Chicago 5, Illinois, and Drum- 
mond Wilde, Esq., c/o Safeway Stores, Ine., 
Fourth and Jackson Streets, Oakland, Cali- 
fornia, Its Attorneys: 


‘Take notice that you are required to produce 
on the taking of testimony on behalf of applicant, 
Warren W. Dunnell, in the above-entitled inter- 
ference, the following paper or document: 

Letter written on the letterhead of Sani- 
Gard Cover Company, 3101 Pasadena Avenue, 
Los Angeles 31, California, dated on or about 
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June 19, 1944, and directed to Safeway Stores, 
Inec., 1925 East Vernon Avenue, Los Angeles, 
California, and signed by Warren Dunnell, 
which letter offers paper toilet seat covers to 
Safeway Stores, Inc., 


—and if you fail to do so, secondary evidence of 
the contents of said letter will be offered upon the 
taking of testimony on behalf of applicant, Warren 
W. Dunnell, in the proceeding in which this notice 
is entitled. 
/s/ JOSEPH F. WESTALL, 
Attorney for Applicant, 
Warren W. Dunnell. 


Dated: August 9, 1944. 


In the United States Patent Office 
Before the Examiner of Interferences 
Opposition No. 23,281 


SAFEWAY STORES, INCORPORATED, 
Opposer, 
vs. 
WARREN W. DUNNELL, 
Applicant. 
Affidavit of Service by Mail 
State of California, 
County of Los Angeles—ss. 


Jeanne Robb, being first duly sworn, says: That 
affiant is a citizen of the United States and a resi- 
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dent of the ceunty of Los Angeles. That affiant 
is over the age of eighteen years, and is not a party 
to the within and above-entitled action. That 
affiant’s business address is 702 Wm. Fox Building, 
608 South Till Street. Los Angeles 14, California. 
That on the 9th day of August, 1944, affiant served 
the foregoing ‘“‘Notice of Taking Testimony” and 
the attached ‘Notice to Produce’ on opposer in 
said opposition, by placing true eopies thereof in 
envelopes addressed to its attorneys at the business 
addresses of said attorneys, respectively, as follows: 


Messrs. Mida, Richards and Murray, 537 
South Dearborn Street, Chieago 5, Tllinois; 
Drummond Wilde, Esq., ¢/o Safeway Stores, 
Inc., Fourth and Jackson Streets, Oakland, 
California; 


and by then sealing said envelopes and depositing 
the same, with postage thereon fully prepaid, in the 
United States Post Office at Los Angeles. That 
there is delivery service by United States mail at 
the places so addressed, and there is a regular com- 
munication by mail between the place of mailing and 
the places so addressed. 
/s/ JEANNE ROBB. 

Subseribed and sworn to before me this ninth day 
of August, 1944. 

[Seal] /s/ PEARL FE. BLEWETT, 
Notary Public in and for the County of Los Angeles 

and State of California. 
My commission expires March 27, 1948. 
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In the United States Patent Office 
Before the Examiner of Interferences 
Opposition No. 23,281 
SAFEWAY STORES, INCORPORATED, 
Its Attorney. 
vs. 


WARREN W. DUNNELL, 
Appellant. 


Stipulation for the Taking of Testimony on Behalf 
of the Above-Named Applicant Stenographi- 
eally and Transeribmg Under Patent Office 
Rule 156. | 


Stipulated that the testimony on behalf of appli- 
eant, Warren W. Dunnell, may be taken down 
stenographically and transcribed. 

Dated this 12th day of September, 1944. 


SAFEWAY STORES, 
INCORPORATED, 
Opposer, 
By /s/ F. A. HOGE, 
Its Attorney. 
WARREN W. DUNNELL, 
Applicant, 


By /s/ JOSEPH F. WESTALL, 
His Attorney. 
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In the United States Patent Office Before the 
Examiner of Interferences 


SAFEWAY STORES, INCORPORATED, 
Opposer, 
VS. 


WARREN W. DUNNELL, 
Applicant. 


Opposition No, 23,281 


Depositions of witnesses examined on behalf of 
the Applicant, pursuant to the annexed notice, at 
the office of Reynolds & McClain, 225 Wilson 
Building, 182 West First Street, Los Angeles, Cali- 
fornia, on Tuesday, September 12, 1944. 


Present: 


Williamson, Hoge & Judson, by 

Fulton W. Hoge, representing 

Mida, Richards and Murray, and 

Drummond Wilde, on behalf of the Opposer. 
Joseph F. Westall, on behalf of the Appheant. 
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EXHIBITS 
For 


Dunnell Exhibits: Ident. 


A—Invoiee dated June 5, 1934 of Whedon Paper 
Converting Corporation to Sani-Gard Sales 
Company for 15 M Safe-Way Paper Toilet 
ei, COONE CITES ge oe rene aie er eee 


cba | 


B—Mimeographed form of shipping report headed 
Whedon Paper Converting Corporation, to 
Sani-Gard Sales Co. for 2 M Safe Way Seat 
CCS UOIES orb eta ee ee 6 


C—Mimeographed form of shipping report headed 
Whedon Paper Converting Corporation, to 
L. A. Warehouse for 13 M Safe Way Seat 
TES oe ee eee eS 6 


D—Certified eopy of fictitious name reeord of Sani 
Gard Cover Company of California, filed Feb- 
reemieryy 5, SIG eee ree 


E—Certified eopy of registration of the name 
‘*Sani-Gard Sales Company of California,’’ 
ilemmeeptember 13, 1982 _....-...-ccccsc-c--22+sccecceccseees 


F—Duplieate purehase order headed Sani-Gard 
Sales Company, to Morton Mfg. Co., dated 
JNicrperea rele (GPUS PR. Hea epee 19 


G—Carbon eopy of letter on yellow paper to Mr. 
Charles D. Morton, Morton Mfg. Co., Chieago, 
Mlimecated November 7, 1933..........-.---ccsnvescs0 20 


H—Letter from Morton Manufaeturing Company, 
signed Charles D. Morton, to Mr. Warren 
Wommetl, dated Nov. 20, 1983........-...--:-<s00<--- “Il 


I—Duplieate purehase order of Sani-Gard Sales 
Company to Morton Mfg. Co., for 20 M Safe- 
Sruyebaper seat Covers. ..0.. etc 24 


J 


Original invoiee of Morton Manufaeturing Co. 
of Chicago, dated Deeember 9, 1933 for 20 
eases of Safe-way Paper Covers.................-00-- 25 
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16 


17 


20 


21 


22 


25 


268 Safeway Stores, Ine. vs. 


Plaintiff’s Exhibit No. 3—(Continued) 
For 


Dunnell Exhibits (Continued) : Tdent. 


K—Copvy of specifieation and drawings of Dunnell 
Patent No. 2,025,941, dated December 31, 1935 
to W. W. Dunnell for sanitary cover for toilet 
SQQS ..--.-oecackeeec che ace ee 26 
L.—Loose-leaf ledger sheet headed ‘‘ Wholesale 
Paper & Twine Co., 447 Commercial St., Los 
Ari@@ies: <. 2228. .ccccsc. cet cis 28 
M—Paper ribbon with printing in red................... 31 
N—Brown collapsed earton containing printing in 
red for inelosing one Safe Way dispensing 


et ee ee. 32 
O—HLight brown collapsed earton eontaining eer- 
WOT U MPD OC. CC ac) ) iar 33 


P—Blank letterhead containing on reverse side an 
advertising deseription of Safe Way cabinets 
‘iaglcowers Ti... ae. ee ee 36 

Q—Four sheets of white paper tabulations, each 
sheet headed ‘‘Paper Toilet Seat Covers’ ’........ 39 

R—Letter, dated June 19, 1944, on letterhead of 
Sani-Gard Cover Company, directed to S. H. 
Kress & Company, signed Warren W. Dunnel] 43 

S—Letter, dated June 19, 1944, on letterhead of 
Sani-Gard Cover Company, direeted to Safe- 
way Stores, Ine., signed Warren Dunnell........ 45 

T—Letter, undated, on letterhead of Sani-Gard 
Cover Company, directed to Safeway Stores 
Ine., signed Warren Dunnell........... eee: 45 

U—tLetter, dated -lune 29, 1944, on letterhead of 
Safeway Stores, Ine., directed to Sani-Gard 
Co., signed J. B. A. Brenman......u.....---.ccccceeseeses 45 

V—Printed eopy of statement of United States 
Patent Offiee of trademark 329,627 by Morton 
Manufaeturing Company, registered Nov. 5, 
1985 .......2gesd2 ee. ene 2 46 

W-1—Trademark statement 346,868, registered 
June 8, 1937 to Uecker Equipment Company.. 


In 
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Dunnell Exhibits (Continued) : 
W-2—Trademark statement 403,449, registered 
Sept. 28, 1943, to Southern Independent Oil 
and Refining Company, Ime.........2.....-...--eeeee- 
W-3—Trademark statement 196,097, registered 
March 10, 1925, to Ameriean Motor Body 
“SLE OPUICS SMO Pe Sic 
W-4—Trademark statement 213,022, registered 
May 18, 1926, to Modern Office Deviees, Ine..... 
W-5—Trademark statement 261,352, registered 
Sept. 17, 1929, to Herman Pintel, doing busi- 
Hesseas Arlington Products Co.........--..csccresc 
W-6—Trademark statement 262,413, registered 
Oet. 8, 1929, to Elgin Rowland Parker, doing 
business as Merit Manufaeturing Co................. 
W-7—Trademark statement 268,138, registered 
Mar. 11, 1930, to Frank J. Quigan, Ine. of 
TT 8 obs sn anisnnannacnasnnn 
W-8—Trademark statement 271,445, registered 
June 3, 1930, to Safeway Sales Corporation, 
iMmmstON, MASS. ..........cacecceccseseccsccccceoceescccuseesnents 
W-9—Trademark statement 285,750, registered 
Aug. 4, 1931, to The Logan-Long Company 
Ll 139100) (he a... eae 
W-10—Trademark statement 287,569, registered 
Sept. 29, 1931, to Dean Rubber Manufactur- 
ing Company of North Kansas City, Missouri 
W-11—Trademark statement 306,075, registered 
Sept. 5, 1933, to Alexander J. Forbes, doing 
business as Safeway Laboratories, Oakland, 
Wile conc EE 
W-12—Trademark statement 324,981, registered 
June 4, 1935, to Clopay Corporation, Cinein- 
TPE TIMMONO: o2icchthcasesecesncccasacsctececcle ceo ee 
W-13—Trademark statement 330,655, registered 
Dee. 10, 1935, to Robert M. Culley, doing 
business as Safeway Tire Pateh Manufaetur- 
ing Company, South Gate, California 


For 
Ident. 
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Plaintiff’s Exhibit No. 3—(Continued ) 
For In 
Dunnell Exhibits (Continued) : Ident. Evi. 
W-14—Trademark statement 333,604, registered 
Mar. 31, 1936, to Rein A. Ueeker, Inc., Wau- 
watosa, Wisie.......cam...88. 2... ee 50 
W-15—Trademark statement 341,742, registered 
Dee. 22, 1936, to Safeway Products Corpora- 
tion, New Youk) Noi 2... ee ee 
W-16—Trademark statement 344,871, registered 
April 6, 1937, to Western Containers, Ine., 
Seatthe, Wiigliiiiom, 22 -.2..3........ ee ee eee 50 


Be. 50 


Opposer’s Exhibits: 


Nos. 42-1 to 42-49, Inel.—Clippings from local 
newspapers of Safeway advertising... 62 


JOHN H. MENGLER, 


a witness for the applicant, being duly sworn, doth 
depose and say, in answer to interrogatories pro- 
posed to him by Joseph F. Westall, counsel for the 
applicant, as follows, to-wit: 


Direct Examination 


DQ-1 (By Mr. Westall): Please state your 
name, residence and ocenpation. 

A. Jobn WI. Mengler; my residence is 5901 La 
Prada Park, Los Angeles; occupation. machinist. 

DQ-2 Where is your place of business? 

A. 3101 Pasadena Avenue, Los Angeles. 

DQ-3 How long has your place of business been 
located as you have just mentioned ? 

A. Sinee February, 1939. 

DQ-+ Do you know Warren W. Donnell, the 
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Plaintiff's Exhibit No. 83—(Continued) 
(Deposition of John H. Mengler.) 
applicant in the opposition in which this testimony 


is being taken? ne it do: 
DQ-5 How long have you known Warren Dun- 
nell? A. About 11 years. 


DQ-6 Please state if you know what business 
Warren W. Dunnell is engaged in at the present 
time. 

A. Manufacturing paper toilet seat covers. 

DQ-7 To your knowledge, how long has appli- 
cant Warren W. Dunnell been engaged in the busi- 
ness of manufacturing and selling paper toilet seat 
covers ? A. About 11 years. 

DQ-8 Does Warren W. Dunnell do business un- 
der any fictitious name in the conduct of his toilet 
seat cover business and, if so, please state the ficti- 
tious name under which said applicant conducts his 
business ? 

A. The Sani-Gard Cover Company. 

DQ-9 I note that the address you have given as 
your place of business is also the address of Warven 
W. Dunnell, doing business under the fictitous pame 
of Sani-Gard Cover Company. Please state whether 
or not you have any interest in the business of 
Warren W. Dunnell or the Sani-Gard Cover Com- 
pany in the sale or distribution of paper toilet seat 
covers or otherwise. 

A. If have no financial interest but | have my 
shop in connection with his place, and I set np his 
machinery and keep his machinery in repair. 

DQ-10 Do you assist or cooperate with the appli- 


272 Safeway Stores, Inc. vs. 


Plaintiff’s Exhibit No. 3—(Continued) 
(Deposition of John H. Mengler.) 
eant Warren W. Dunnell in the conduct of his said 
business in any other way in the sale of covers? 

A. When he is out of town, I take care of his 
customers and see that the shipping is done. 

DQ-11 When and under what circumstances did 
you first become acquainted with the applicant 
Warren W. Dunnell? 

A. I worked for the Whedon Paper Converting 
Corporation, at which place he appeared to have 
paper toilet seat covers made, and the man who was 
running the business was Vyse B. Whedon. He 
was the owner of the business. The job was turned 


over to me and 

DQ-12.) Maybe I had better ask another ques- 
tion. When were you first employed by the Whedon 
Paper Converting Corporation ? 

A. Inet928. 

DQ-13 Since the time last referred to, what have 
been the nature and duties of your employment by 
the Whedon Paper Converting Corporation while 
you were connected with them? 

A. I was superintendent and took care of the 
machinery besides. 

DQ-14 To your knowledge, did Warren W. Dun- 
nell ever enter into any negotiations with the Whe- 
don Paper Converting Corporation regarding the 
manufacture for the applicant in this proceeding 
of paper toilet seat covers ? As Jdlesdad: 

DQ-15 When were such negotiations last re- 
ferred to entered into? A. In aese. 
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Plaintiff’s Exhibit No. 3—(Continued) 
(Deposition of John H. Mengler.) 

DQ-16 Please state if you know whether these 
negotiations were oral or written. 

A. They were all oral. 

DQ-17 With what representative of the Whedon 
Paper Converting Corporation were such oral nego- 
tiations by Warren W. Dunnell had? 

A. First, with Mr. Whedon, and the job was 
turned over to me after an hour or so of talk. 

DQ-18 Please explain the nature or substance 
of the negotiations last referred to by you as having 
been had in the latter part of 1938. 

Mr. Hoge: May I ask a question on voir dire? 

Mr. Westall: Yes. 

Q. (By Mr. Hoge): Mr. Mengler, were you 
present at the negotiations and the conversation ? 

A. Yes; not the first hour. Mr. Whedon was 
there first and then I was called into the office and 
took it from there on. 

Mr. Hoge: I object to a conversation at which 
he was not present. 

Mr. Westall: Yes. 

DQ-19 Please state the nature and substance of 
the negotiations so far as it came under vour per- 
sonal notice and knowledge. 

A. I was asked if we could manufacture the 
article, and I went into an explanation of just how 
we would do it if we took the job and what the 
probable cost would be after we had had time to 
figure it out. There would have to be dies made, 
the paper ordered and the different equipment has 
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Plaintiff’s Exhibit No. 3—(Continued) 
(Deposition of John H. Mengler.) 
to be built and so on before you ean start a job like 
that. It generally takes quite a while. 

DQ-20 After such oral conversations or negotia- 
tions, please state whether or not, to your knowl- 
edge, Warren W. Dunnell had any business rela- 
tions relating to paper toilet seat covers with the 
Whedon Paper Converting Corporation, as a result 
of such conversations. 

A. We started to manufacture paper toilet seat 
covers for him. 

DQ-21) From what period of time did the Whe- 
don Paper Converting Corporation manufacture 
and furnish to applicant Warren W. Dunnell paper 
toilet seat covers? 

A. [ think we started to make them about 
Mareh, 1934. 

DQ-22 I show you what purports to be an origi- 
nal invoice, dated June 5, 1934, of the Whedon Pa- 
per Converting Corporation, direct to Sani-Gard 
Sales Company, 1200 Title Guarantee Building, Los 
Angeles, California, referring to Whedon bill 6870, 
said invoice pnrporting to be for 15 M Safe-Way 
Paper Toilet Seat Covers, which I request the 
notary to mark Dunnell Exhibit for identifica- 
tion. Referring to Dunnell Exhibit A for identifi- 
cation, please state whether vou have seen that 
invoice before. 

A. [ certainly have because all the invoices 
passed through me before they were sent out by 
this company. 
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(Deposition of John H. Mengler.) 

DQ-23 When did you first see Dunnell @xhibit 
A for identification ? 

A. It must have been this date, June 5, 1934. 

DQ-24 When did you last see the invoice just 
referred to, Dunnell Exhibit A for identification, 
before you testified ? 

A. About two months ago. 

DQ-25 And under what circumstances? 

A. We worked together and he pulled it out of 
his files and showed me the invoice and wanted 
to know if I would recognize that, and I sure did. 

DQ-26 That is, Mr. Dunnell pulled it out of 
his files? A. Yes. 

Mr. Westall: We offer in evidence the invoice 
referred to, marked Dunnell Exhibit A for identifi- 
eation, as Dunnell Exhibit A. 


WHEDON PAPER CONVERTING GORPORATION 


co 


318 NorTH AYenug 22 PHONE: CAPiTou. 12145 
INVOICE i 
- Sani-Gard Sales Company 
1200 Title Guarantee Building 
Los Angeles, California 
Aiiwetin OC/O/GR sim no. 845 ‘onpen no. OF GY aa een 


ovr ane no, 6870 


TERMS: 2 % 10 DAYS on 1% 10TH OF MONTH FOLLOWING. 


15 M Safe-‘‘ay Paper Toilet Seat Covers G 1.65 24.75 


13 M delivered to L. A. Warehouse 
2M picked up by tr. Dunnell 
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Plaintiff’s Exhibit No. 3—(Continued) 
(Deposition of John H. Mengler.) 

DQ-31 To your knowledge, what was done with 
the shipping report and invoice, the shipping report 
Dunnell Exhibit B and the invoice Dunnell Ex- 
hibit A, after being made out? 

A. The invoice was mailed, and the shipping 
report generally goes with the article. 

DQ-32 I next show you what purports to be a 
shipping report dated June 5, 1934, being also,* 
apparently, a mimeographed form, referring to” 
Buyer’s Order 243 and Whedon Order 6767, and 
directed to the L. A. Warehouse, which is corrected, * 
in pencil, to read ‘13 M Safe Way Seat Covers,’’~ 
which I request the notary to mark for identifica- 
tion as Dunnell Exhibit C, and ask you if the blanks’ 
are filled out in your handwriting. : 

A. That is my handwriting. 

DQ-33 Please state whether or not you made 
that Dunnell Exhibit C for identification out, that” 
is, filled in the blanks, at the time of the date, June : 
5, 1934. 

A. I filled out the blanks. 

DQ-34 And what was done with the shipping’! 
report Dunnell Exhibit C for identification after : 
you made it out? 

A. One sheet goes with the order and the other - 
sheet is filed with the company who manufactured © 
this, which was the Whedon Company. 

DQ-35 How does it happen to be directed to 
the L. A. Warehouse? 

A. That is the place where the article was 
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Plaintiff’s Exhibit No. 3—(Continued) 
(Deposition of John H. Mengler.) 
stored. If you will notice here on the bottom, it 
says, ‘‘Delivered for Sani Gard Sales Co.,’’ but it 
was delivered to this place and they signed our 
shipping order, so that we have a receipt that it 
has been delivered to the warehouse. 

DQ-36 I notice that the number ‘14”’ before 
‘‘M’’, for thousand, ‘‘Safe Way Seat Covers’? has 
been stricken out in pencil and the numeral ‘13’! 
put above it. 

A. According to the invoice, the invoice shows 
that there were 15,000 seat covers sold on this par- 
ticular order. Evidently 1,000 were taken first and 
then they must have changed their minds and took 
2,000 instead, which left a balance of 13,000. So 
2,000 were picked up first and then 13,000 were de- 
livered to the Warehouse. 

DQ-37 Please state whether or not you saw Dun- 
nell Exhibit C for identification before testifying 
and under what circumstances. 

A. Yes; about two months ago. 

DQ-38 Under what cireumstances did you see 
Dunnell Exhibit C for identification two months 
ago? 

A. Mr. Dunnell took it out of his files and 
showed it to me and asked me whether I recognized 
it, which I did. 

Mr. Westall: We offer in evidence Dunnell Ex- 
hibit C for identification as Dunnell Exhibit C. 
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Plaintiff’s Exhibit No. 3—(Continued) 
(Deposition of John H. Mengler.) 

DQ-39 Referring to the invoice Dunnell Exhibit 
A and to the two shipping reports, respectively, 
Dunnell Exhibits B and C, heretofore offered in 
evidence, I call your attention to the description of 
the merchandise as ‘‘Safe Way”? paper toilet seat 
covers and ask you if you know how long the trade- 
mark “Safe Way’’ has been applied to paper toilet 
seat covers by applicant Warren W. Dunnell under 
the nameSani-Gard Sales Company or Sani-Gard 
Cover Company. 

A. The first time we manufactured paper seat 
covers in 1934 we immediately stamped each pack- 
age that went out, which was a carton, with the 
name ‘‘Safe Way Seat Covers’’ on it. 

DQ-40 And what other stamp or name, if any, 
did you put on? 

A. That I don’t remember. 

DQ-41 I mean did you put the name Sani-Gard 
Sales Company or Sani-Gard Cover Company on 
the packages ? 

A. That I don’t believe we did. I don’t remem- 
ber that we did that but I do remember putting the 
stamp of “Safe Way Seat Covers’? on every box 
that went out. 

DQ-42 After the transaction evidenced by Dun- 
nell Exhibits A, B and C, the invoice and the two 
shipping receipts, all dated June 5, 1934, please 
state if you know whether or not the Whedon Paper 
Converting Corporation continued to manufacture 
for applicant Warren W. Dunnell or the Sani-Gard 
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Sales Company Safe Way paper toilet seat covers? 
A. They manufactured them for about a year. 
DQ-43 How, if you know, did the Whedon Pa- 

per Converting Corporation happen to cease to 

manufacture such Safe Way paper seat covers for 
applicant Warren W. Dunnell? 

A. The main thing was that the State of Oregon 
had a minimum wage law less than California did 
and this was going to be a compctitive article, so 
that the work was taken to Oregon instead of Cali- 
fornia and was manufactured in Oregon after 1935, 
about the middle of the year. 

DQ-44 Please state whether or not you had any 
part in closing up the business of the Whedon 
Paper Corporation. If so, what part did you have? 

A. Iwas appointed to sell all the machinery and 
close up the business and, wherever the machinery 
went, I had to install it and instruct the people how 
to operate it. 

DQ-45 Do you know what became of Whedon’s 
Order 6767 as noted on cach of Dunnell Exhibits 
A, B and C? 

A. They were all thrown in the incinerator. 

DQ-46 They were all destroyed? 

A. They were all destroyed. 

DQ-47 Please state whether or not the toilet seat 
covers furnished by the Whedon Paper Converting 
Corporation to Warren W. Dunnell as Sani-Gard 
Sales Company were marked or labeled in any 
manner with the trademark ‘‘Safe Way”’ and, if so, 
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please state how they were marked during the year 
that Whedon continued to manufacture those 
covers. 

A. That first orders that went out were just 
put in plain chip cartons, or full telescope cartoris 
they were, and they were hand-stamped. Then we 
found that those didn’t stand up for shipping out 
of the city. So Mr. Dunnell furnished the cartons 
for us out of corrugated and those were all printed 
with everything on them. 

DQ-48 Since the Whedon Paper Contettine 
Corporation went out of business, have youn been 
in touch with the activities of Warren W. Dunnell 
in the sale and distribution of Safe Way toilet 
seat covers under the name ‘‘Safe Way’’? If so, 
in what manner and to what extent? 

A. Being in the same building with him, when- 
ever he went out of town, I would take care of 
whatever business there was, and the cartons were 
all marked “Safe Way’? and marked ‘“Manutfac- 
tured by the Sani-Gard Cover Company.”’ All of 
them were marked that way. a 

DQ-49 Do you know, of your own mnodeenee 
how and to whom applicant Warren W. Dunnell 
has and does sell and distribute Safe Way toilet 
seat covers? 

A. I know that he sends them all over the United 
States. : 

DQ-50 Please explain the nature and source of 
your information as to how applicant Dunnell sells 
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and distributes Safe Way paper toilet seat covers 
all over the United States. 

A. Being in the same building with him and 
taking care of his affairs, when he is away, I, nat- 
urally, would know something about it. I had to 
make out shipping tickets and so on and so forth 
and freight bills, or they eall them freight shipping 
reports to be exact. 

DQ-51 Do you know the nature of the custom- 
ers of Warren W. Dunnell to whom he sells or dis- 
tributes his Safe Way paper toilet seat covers? 

A. Practically all paper jobbers, who, in turn, 
sell to the consumers. 

DQ-52 When did you first move to your present 
address adjacent the office of Warren W. Dunnell? 

A. In: Februanys 1939: 

Mr. Westall: You may cross-examine. 


Cross-Examination 


XQ-53 (By Mr. Hoge): Did I wnderstand cor- 
rectly that the toilet seat covers which are referred 
to in Exhibits A, B and C were destroyed after 
they were sent to the warehouse ? 

A. No; after the firm dissolved business. Do you 
mean from the Whedon Paper Converting Corpo- 
ration? 

XQ-54 Yes. 

A. No; the firm went out of business in Dec. 
1935 and destroyed practically all records except 
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probably—or I don’t know as there was anything 
left. 

XQ-55 You are referring to the records of the 
Whedon Paper Company which were incinerated ? 

A. Yes; that is it. 

XQ-56 On Exhibits B and C it appears that the 
shipment was made to the L. A. Warehouse, is that 
correct ? A. Surely. 

XQ-57 That is a local concern, is it? 

A. Yes; right here a couple of blocks from 
here. 

XQ-58 You don’t know of your own knowledge 
what happened to the paper covers after they were 
delivered to the warehouse, or do you? 

= No; I don’t. 

XQ-59 When was the first time that you took 
care of any business for Mr. Dunnell? 

A. In 1933; about the latter part of 1938. 

XQ-60 Was that just the manufacturing end 
of it? A. Yes. 

XQ-61 Was it the practice then to deliver the 
paper covers to the L. A. Warehouse? 

A. Yes; it was the practice unless he picked 
them up. Sometimes he probably had customers 
he wanted to deliver to and then they didn’t go to 
the Warchouse, or if they were shipped out of town. 

XQ-62 Did you ever ship any out of town? 

A. That is, seat covers? 

XQ-63 Yes. 

A. I don’t remember; not from this first bunch, 
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I don’t remember that T did. He took most of them 
himself. 
XQ-64 You don’t know of your own knowledge 
whether any of those were shipped out of town or 


not? A. The first ones? 
XQ-65 The first ones. A. @ No; lsdonee 
XQ-66 That original relationship terminated 
when ? A. Just what are you talking about? 


XQ-67 You were making paper covers for him 
or were associated with the Whedon Paper Com- 
pany, which made them for him, in 1935, I think 


you said ? A. Yes. 
XQ-68 And that company went out of busi- 
ness when? a. wba O35. 


XQ-69 And I think vou moved into the adja- 
cent office to Mr. Dunnell in February, 1939? 

A. Saha taiseit 

XQ-70 Then, between 1935 and 1939, did you 
have anything to do with his business? 

A. Not a thing. 

XQ-71 During that period from 1933 to 1935 
inclusive you were connected with the manufactur- 
ing end? Ae Thatmiseat. 

XQ-72 And those paper covers which were made 
for him were either delivered to the Warehouse by 
him or picked up by the Whedon Paper Company, 
is that right? AS “Wat 1s it. 

XQ-78 In 1939, I believe you testified, after you 
moved into the adjacent office, when he was out of 
town, you took eare of his orders while he was away, 
is that right? A. Yes, sir. 
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XQ-74 In connection with the shipment of any 
paper covers during that period, just what did 
you do? A. Do you mean for Mr. Dunnell? 

XQ-75 Yes. 

A. I would mark all of the cartons and make 
out the shipping reports and call up the freight: 
company to pick up the stuff and see that the ma- 
chinery was in order and that the girls were busy. 

XQ-76 What do you mean by a shipping report?’ 
Do you mean the same sort of thing as Exhibits 
B and C? | | 

A. No. They were made out to railroads. Some 
of these were made out to local jobbers. There were 
regular shipping reports and then the freight ship- 
ping report is a different article. 

XQ-77 Was it a bill of lading? 

A. <A Dill of lading is right. 

XQ-78 Does that show where the purchaser is 
located to whom it is to be shipped? A. Yes. 

XQ-79 Can you recall any of those which called 
for shipment out of California? 

A. Well, for instance, I would say the Leslie 
Paper Company of Minneapolis, Minnesota, the 
Fick Paper Company of Chicago, and some other 
firms I don’t remember. But those are two of them 
that I remember distinctly. 

XQ-80 Do you remember when the first ship- 
ment was made to any of these concerns that you 
mentioned ? A. No; I don’t. 
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XQ-81 You are still connected with Mr. Dun- 
nell, are you? 

A. I am not connected with Mr. Dunnell di- 
rectly. 

XQ-82 I mean you have the same relationship 
that you had at the beginning, February, 1939? 

A. Yes, sir. 

XQ-83 And have had continuously since that 
time ? A. Yes, sir. 

XQ-84 Did these cartons, in 1939 and from then 
on, have the name ‘‘Safe Way”’ on them? 

A. They always had. 

XQ-85 That is, on the box and not on the seat 
cover itself? A. On the box. 

XQ-86 Not on the seat cover? 

A. Oh, no. You couldn’t mark it on the seat 
cover. 

XQ-87 It has no name at all, I suppose, on it? 

A. No. 

XQ-88 Didn’t Mr. Dunnell ever discuss that 
name with you, that is, how he came to adopt it? 

A. No, sir. 

*Q-89 Do you recall the size of the name on the 
carton ? | 

A. There is one there which you can get an 
idea from. 

Mr. Hoge: Do you propose to introduce that, 
counsel ? 

Mr. Westall: I am going to introduce it im evi- 
dence later. Let the record show that the witness 
has referred to a large collapsed carton which will 
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later be offered in evidence as a Dunnell exhibit, 
and which will later be identified by Mr. Dunnell. 

XQ-90 (By Mr. Hoge): Were there any cus- 
tomers, other than jobbers, who bought these seat 
covers, Mi. Mengler? 

A. Not that I know of. There might have been 
some that came in there and picked up a few of 
them but I don’t know anything about that. Those 
probably would have been cash customers, but not 
while I was there anyway. 

XQ-91 Do you know whether any of these cus- 
tomers were engaged in the retail business ? 

A. Not any that I know of. Practically all of 
the customers were paper jobbers. 

XQ-92 How do you know that? 

A. Because I would make out the invoices or not 
the invoices but the shipping reports and bills of 
lading, and it would tell you right there what they 
are. And, when the orders came in, I would have 
to read the orders in order to ship and they would, 
naturally, have on their letterheads just what busi- 
ness they were engaged in. 

XQ-93 And that indicated they were in the 
wholesale business ? A. Yessir 

XQ-94 You are basing your answer, then, just 
on the statements or the letterheads o1 documents 
of the customers? A. Yes, sir. 

My. Hoge: I think that is all. 

Mr. Westall: No redirect examination. 

/s/ JOHN H. WENGLER 
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WARREN W. DUNNELL, 
the applicant, being duly sworn, doth depose and 
say, in answer to interrogatories proposed to him 
by Joseph F. Westall, counsel for the applicant, as 
follows, to-wit: 
Direct Examination 
3v Ma. Westall: 


DQ-1 State your name, residence and oceupa- 
tion. 

A. Warren W. Dunnell; 1939 Rockford Road, 
Los Angeles 26; I am a manufacturer of paper 
toilet seat covers. 

DQ-2 What is the nature or organization of the 
Sani-Gard Cover Company ? 

A. hat is a fictitious firm name of the con- 
pany under which IT do my business and IT am the 
sole owner of the business. 

DQ-38 During what period of time have you con- 
tinued to do business under the name of Sani-Gard 
Cover Company ? 

A. From 1936 until the present time. 

DQ-4 Did vou ever file a certificate of doing 
business under such fictitous name in the county 
clerk’s office of Los Angeles County ? 

De. did. 

Mr. Westall: We offer in evidence, as Dunnell 
Exhibit D, a certified copy of the fictitious name 
record filed with the county clerk, showing its filing 
on February 25, 1936. 

DQ-5 Please state whether or not you have con- 
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tinued to operate under the fictitious name “‘Sani- 
Gard Cover Company” since the date of this regis- 
tration as shown in Dunnell Exhibit D. 

A. I have continued to operate under that name 
since that time. 

DQ-6 Up to the present time? 

A. Up to the present date. 

DQ-7 During the period of time last mentioned, 
what has been the nature of your business eonducted 
under the fictitious name of Sani-Gard Cover Com- 
pany ? 

A. The manufacture and distribution and sale 
of paper toilet seat covers marked with the trade- 
mark ‘Safe Way’’ as set out in my application for 
registration of that mark, of which these proceed- 
ings are a part. 

DQ-8 Prior to your first adoption and use of 
the fictitious name ‘“‘Sani-Gard Cover Compan. 
what was the nature of your business and under 
what name did you operate ? 

A. My business was the sale and distribution cf 
paper toilet seat covers and I used the fictitious 
firm name of Sani-Gard Sales Company. 

DQ-9 Please state whether or not you were the 
sole owner of both of the businesses conducted under 
the names of Sani-Gard Sales Company and Sani- 
Gard Cover Company. 

A. I was the sole owner of both the Sani-Gard 
Cover Company and the Sani-Gard Sales Company. 

Mr. Westall: We now offer in evidence a cer- 
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tified copy, of the county clerk of Los Angeles 
County, of the registration of the name ‘‘Sani-Gard 
Sales Company of California’? as Dunnell Exhibit 
E, the certificate showing a filing date of September 
13, 1982: 

DQ-10 Where was yonr place of business under 
the fictitious name Sani-Gard Sales Company ? 

A. Fora few months it was loeated in the Roose- 
velt Building at 727 West Seventh Street in Los 
Angeles and shortly after that I condneted the busi- 
ness in the Title Guarantee Building at 411 West 
Fifth Street, Los Angeles. 

DQ-11 When and under what circumstances did 
you first use the trademark ‘Safe Way’? as de- 
scribed in your application for registration imvolved 
in this interference or in this opposition? 

A. I first used it on October 28, 19388. 

DQ-12) Will you explain just how yon used it 
at the date vou have last mentioned ? 

A. I took a stee)l dispensing cabinet which I had 
and printed out the words ‘*Safe Way Paper Toilet 
Seat Covers”’ and applied it, that is, the name ‘‘Safe 
Way,’’ on this steel dispensmg cabinet. Then I 
also took some of my paper toilet seat covers and 
placed a wrapper around them and labeled those 
also ‘‘Safe Way Paper Seat Covers’’ and loaded 
the dispensing cabinet with the Safe Way Seat 
Covers and called on one of my jobber customers 
herein Los Angeles and exhibited that Safe Way 
dispensing cabinet and Safe Way seat covers, so 
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marked, to them for their sale or for their con- 
sideration and with a prospect for my selling those 
products so marked. 

DQ-13 How do you happen to fix the date Oc- 
tober 28, 1933, referred to in your last answer, after 
this length of time? 

A. Well, the circumstances surrounding that sit- 
uation with respect to adopting a name were very 
important to me and they were, naturally, im- 
pressed upon my mind. I had given a great deal 
of thought and consideration to the adoption of a 
name that would be acceptable for my purpose and 
acceptable to my customers, and it was therefore 
impressed very carefully and very thoroughly upon 
my mind as to my doing that at that particular 
time. Also, I have refreshed my recollection with 
respect to that by referring to certain of my pur- 
chase orders for a supply of Safe Way dispensing 
cabinets and Safe Way toilet seat covers which were 
ordered very shortly after that date and at that 
time. I therefore am very certain of that date. 

DQ-14 After labeling and exhibiting the cabinet 
with the name ‘‘Safe Way’’ on October 28, 1933, 
as you have described, what did you next do with 
regard to having any order or anything made wp 
for such cabinets ? 

A. I wrote a purchase order and addressed it 
to the Morton Manufacturing Company to have a 
number of dispensing cabinets made and also made 
up a purchase order for them to furnish me with 
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some paper toilet seat covers also, to be Jabeled with 
the trademark ‘‘Safe Way.” 

DQ-15 You have referred to the Morton Mannu- 
facturing Company. Where was that loeated? 

A. In Chieago. 

DQ-16 I place before you what purports to be 
a dupheate purchase order, headed ‘‘Sani-Gard 
Sales Company,’ dated November 7, 1933, Order 
No. 216, directed to the Morton Manufacturing 
Company, for 2 Safeway seat cover cabinets (Wall 
Type), at $1, which I ask the notary to mark for 
identification as Dunnell Exhibit F, and ask you 
if this is the purchase order to which you have just 
referred. HK. Iteis: 

DQ-17 Can you state who actually typed the 
purchase order marked for identification Dunnell 
Exhibit F? A. Yes; I typed it mysclf. 

DQ-18 You personally typed it? 

A. I personally typed it on my own typewriter. 
I was operating only in a very small way at that 
time and had no regularly employed stenographer 
and did practically all of my own correspondence 
and was typing my own letters and orders. 

DQ-19 This Dunnell Exhibit F for identifica- 
tion appears to be a earbon copy. Please state 
whether a ribbon eopy was made at the same time. 

A. Yes. This is a eopy and there was an 
original. 

DQ-20 Where did you send the original pur- 
ehase order? 
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A. The original of that purchase order was 
mailed to the Morton Manufacturing Company at 
Chicago, Illinois, and | personally mailed it, as I 
took care of all my mail personally. 

DQ-21 At the address stated on the purchase 
order? 

A. I mailed it to the address stated on the pur- 
chase order copy. 

DQ-22 Please state whether you stamped the 
envelope with a postage stamp. 

A. It was my practice to nse regular United 
States stamped envelopes. So the order was put 
in a regular United States government stamped en- 
velope and mailed by me. 

DQ-23 Personally by you? 

A. Personally. 

Mr. Westall: We offer Dunnell Exhibit F for 
identification in evidence as Dunnell Exhibit F. 


m4 


DUPLICAT 


PURCHASE ORDER 


Sani-Garp Sates Company 
OF CALIFORNIA 


1800 TITLE GUARANTEE BUILDING 
LOS ANGELES. CALIFORNIA 


Movember 7 1933 


> Merten Mfg. Co., 
: 5105 West Lake St., 


Chieage, I11 a Ne 216 
cascswptousar Lee Angeles, “elif. - 
' PARCEL POST RUSH nae nomacn mut Arran om 
°. 8. Chicage, Ill ano oo OF LAoINa 
QUANTITY MATERIAL AND DESCRIPTION PRICE ue 
-2 SAFEWAY eeat eover Cabinets (Wall Type) a 1.00 


Specifications ase per our letter this date. 


Please RUGI-- Thies order very iaportant. 


= In th@united States Patent Office 
s Boforeythe Exaniner of Interferences. 


= fo) ——— 


By 
Safeway sipreef Ineorporated, 
te be & Opposer, 
& Opp. Ko. 83,281. 


<q 
eo & 
Werren 1h, 


ay Applicent. _) 
Dunnell Exhibit F- » Deposition 98 irate tl Mawel P 
Los Angeles, California, September 12, 


ae ACKNOWLEDGE RECHIPT OF THR OAOER BY RETURN baAtL. AOVIDENG IF GRIPMENT Wik Ox MADE OF DATES REQUESTER. 
THE MIGHT IS AESTAVES TO CANCEL ALL OF ANY PART OF THR ORDER IP WOT GHIPFEO WITtiN Tee arEctmen 
ieDeca’ 


GeeENy WIL. BE REJECTED AND MELD ay YOUR WIDE AWAITING mercenon. OHPPER MUST PAY ALA TRANSPORTATION 
CHARGES GOTH WAYS. Of ALL AELECTED MATERIAL . 
POR each 


a. GEPAAATE lrvorcE ORDER MUST BC MAILED OF BAY OF EIPRENT with NemD G1LS OF LADING SHOWING PLAL 
gouTine, 
@. WE WHA HOT BE RESTONGIBLE FOR GOODS DELIVERED ERCEPY ON A PROPERLY AUTHOMEED PURCHADE ORDER. 


SANI-GARD SALES COMPANY 


PURCNASING AGENT 3 


Warren W. Dunnell 299 


Plaintiff’s Exhibit No. 3—(Continued) 
(Deposition of Warren W. Dunnell.) 

DQ-24 I place before you what purports to be 
a carbon copy of a letter on a yellow sheet of paper, 
without a letterhead, addressed to Mr. Charles D. 
Morton, Morton Mfg. Co., Chicago, Ill. and dated 
November 7, 1933, and ask you if you wrote such 
letter. mee did. 

DQ-25 Did you personally typewrite the origi- 
nal and this carbon as you have described ? 

eee ledid. 

DQ-26 After the letter was written, what was 
done with the original ? 

A. I placed it in an envelope properly stamped 
and placed it in the mail together with a purchase 
order which was for the cabinets. I believe they 
were both sent at the same time, that is, mailed at 
the same time. 

DQ-27 When you refer to the purchase order, 
do you mean Dunnell Exhibit F? 

A. That is right; yes, sir. 

DQ-28 Please state whether or not you signed 
the original letter. 

A. Oh, yes; I signed it with my signature. 

DQ-29 And you placed the proper postage upon 
it and mailed it to the Morton Company, did you? 

A. I mailed it in a regular stamped envelope 
and put it in the United States mails, with my sig- 
nature on the original. 

DQ-30 Please state whether or not on the origi- 
nal letter, of which Dunnell Exhibit G for identi- 
fication is a carbon copy, there was contained any 
other matter than shown on the carbon copy. 
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A. It was written, of course, on a letterhead of 
mine, of the Sani-Gard Sales Company. Merely the 
name of the fictitious firm was there as well as the 
address and the signature was also on the original. 

DQ-31 And there were no other changes in the 
letter? A. There were no other changes. 

Mr. Hoge: Counsel, may I ask what the pur- 
pose of this letter is? 

Mr. Westall: It is to show in connection with 
the other documents an adoption and actual use 
inasmuch as the opposition in a paragraph has de- 
nied the ownership of the trademark which is estab- 
lished by adoption and use, and this is all corrobo- 
rative of the adoption and use. 

Mr. Hoge: I should think his direct. testimony 
would be sufficient for that. It is a self-serving 
doeument, isn’t it? 

Mr. Westall: Any deed is a self-serving docu- 
ment, of course. 

Mr. Hoge: Well, I won't object to it. 

DQ-32. (By Mr. Westall): I notice that in the 
first paragraph there is certain underscoring in 
pencil. Do you know whether that was on the origi- 
nal that you sent? A. No; I don't believesso: 

DQ-33 That has been placed on later, has it 
not? 

A. That has been placed on there at some later 
date. 

Mr. Westall: We offer in evidence Dunnell Ex- 
hibit G for identification as Dunnell Exhibit G. 
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In the United States Patent Office 
Before the Examiner of Interferences 


Opp. No. 23,281 


SAFEWAY STORES, INCORPORATED, 
Opposer, 
VS. 


WARREN W. DUNNELL, 
Applicant. 


DUNNELL EXHIBIT G 


Deposition of Warren W. Dunnell, Los Angeles, 
California, September 12, 1944, 
/s/ ROSS REYNOLDS, 
Notary Publie. 


Docket Division, U. 8S. Patent Office, Oct. 19, 1944. 
November 7 1933 


Mr. Charles D. Morton, 
Morton Mfg. Co., 
Chicago, Ill. 


Dear Mr. Morton: 


This will acknowledge receipt of your airmail- 
special delivery letter of the 6th, which was received 
this afternoon. I have been anxiously awaiting 1e- 
ceipt of this information, and needless to sav I was 
not only mighty glad to get it, but overwhelmingly 
pleased with your acqniesance to the suggestions I 
have made, and the splendid help and backing you 
are giving me to go after the possible business I 


302 Safeway Stores, Inc. vs. 


Plaintiff’s Exhibit No. 3—(Continued) 
(Deposition of Warren W. Dunnell.) 
see probable on the West Coast for this new seat 
cover to be known as ‘‘Safeway.’’ Here is my as- 
surance that nothing short of a calamity is going 
to keep me from producing results. 

Yesterday I had a phone eall from Mr. Remmers 
of the Crown-Willamette Paper Co., telling me that 
his inquiry of their San Franciseo office in respeet 
to conversion of the seat covers from paper made 
by their mill, resulted in information to the effect 
that the Mill was not equipped at present to do the 
actual conversion. They were however very much 
interested in the inquiry, and will be very pleased 
to cooperate with us or any paper converter, in re- 
spect to acting as a source of supply for the paper 
itself. I shall continue my investigation as to the 
possibility of securing other quotations from con- 
verters, in addition to price quoted by Angelus, but 
in the absence of anything further of interest, I will 
make up my proposal to Zellerbach in San Fran- 
cisco, on the basis of prices outlined in my letter 
of October 28th. I must have our proposition before 
them by the 26th of this month, for consideration 
at their Standardization Conference, to begin on 
that date, and which I believe I told you is attended 
by all their Pacific Coast Branch Managers. 

In connection with my proposition to the Zeller- 
bach Paper Co., I think it is very important that 
I provide for their consideration at the meeting, a 
sample Safeway, wall type cabinet. Accordingly I 
am enclosing order #216 for 2 Safeway wall type 
cabinets to be rushed to me parcel post with all 
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possible speed. If necessary I think you should 
make these two cabinets up special, so that I will 
be sure to have them, one of which to send Zeller- 
bach in time for their meeting. The other one I 
want for consideration by the Associated Oil Co. 
in San Francisco. 

I have the Auditorium Building here, which 
houses our Philarmonic Auditorium, interested in 
the new Wall type cabinet, but they do not like the 
red, white and blue coloring at all. Consequently I 
have wired you, suggesting that we would much pre- 
fer decalcomaniacs of a gold color (similar to Sani 
Guard) for the new Safeway Cabinets, I feeling sure 
that this will be more generally acceptable too. I 
hope you can do this without difficulty. But do not 
hold up shipment of the two cabinets on order #216 
for any appreciable time, if this should cause any 
delay. 

In the Third item on first page of your letter of 
the 6th, in respect to the paper, you mention that 
it will be supplied without paper wrapper at the top 
of the pad. Please, by all means, do not leave this 
off. As suggested in a previous letter of yours, this 
paper wrapper is of considerable assistance in keep- 
ing the sheets of the pad in position, after the pad 
has been put in the cabinet, if left on the pad and 
not torn off. Sanitor have a paper wrapper on their 
pads with the words printed on it ‘‘Do not remove 
this wrapper.’’ I believe that by all means we 
should have a wrapper on the pad, the Vend Gard 
wrapper should be all right except turned over and 
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the printing would not show from the under side. 

With respect to paper wrapper for the feet of 
the pad, IT mean that the bradding process (wire 
Clips) should be eliminated, and the small paper 
wrapper only, put on the feet, as is now done on 
Vend-Gard. 

I suggest providing two wood serews only, as per 
sample enclosed, with each cabinet. It 1s not neces- 
sary to have bolts also included, of any type. The 
serews alone will meet the requirements of 95% of 
the mstallations. The holes of course should fit the 
serews properly. The screws could be included in 
some kind of an envelope together with the cabinet 
lock key. 

I enclose orders for both cabinets and paper with 
proper shipping instructions. Mr. Goods, repre- 
sentative here for Menasha, has offer any coopera- 
tion he ean in respect to shipment of paper in their 
ears to the Coast. Menasha has about 12 ears a 
month to Los Angeles, about 7 per month to San 
Franeisco, and about 2 cars a month to Seattle. 
Some service, much of an improvement over 
Northern. 

Received order today for 50 cases Sani Gard 
from Metro Goldwyn, and if my order #212 ar- 
rives as expected in Northern Car released last 
Thursday or Friday, I can made delivery and col- 
lection therefor so that I can send you at least a 
$100.00 more than the $200.00 previously pronnsed 
for this month. The delay in shipment of order 
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#211, for Blake Moffitt & Towne, has resulted in 
their drawing unexpectedly, and rather heavily on 
my warehouse stock here, so I need order #212 
badly. 
With my kindest regards, 


Yours very truly, 
WD/L 


DQ-34 I place before you what purports to be 
an original letter on the letterhead of the Morton 
Manufacturing Company of Chicago, Ilinois, dated 
November 20, 1933, which I request the notary to 
mark for identification Dunnell Exhibit H, and ask 
you how that letter happened to come in your pos- 
session ? 

A. It came into my possession in the regular 
course of my business through the mail. 

DQ-35 And when was it received? 

A. It was received within two or three days 
after November 20, 1933. 

DQ-36 And has it been in your custody since 
its receipt and until you turned it over to me for 
the purposes of this case? A. It has. 

DQ-37 Can you identify the signature attached 
to Dunnell Exhibit H for identification ? 

A. It seems to be the signature of Charles D. 
Morton, vice-president of the Morton Manufactur- 
ing Company. 

DQ-38 I notice there is a small ‘‘k’’ after the 

name or the signature. 
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A. Well, it is possible that that might have been 
signed for Mr. Morton by his secretary who wrote 
the letter and she initialed it in that way. 

Mr. Westall: We offer in evidence Dunnell Ex- 
hibit H. for identification as Dunnell Exhibit H. 


In the United States Patent Office 
Before the Examiner of Inteferences 


Opp. No. 23)281) 
SAFEWAY STORES, INCORPORATED, 
Opposer, 
VS. 
WARREN W. DUNNELL, 
Applicant. 
DUNNELL EXHIBIT H 
Deposition of Warren W. Dunnell, Los Angeles, 
California, September 12, 1944. 
/s/ ROSS REYNOLDS, 
Notary Public. 
Docket Division, U. S. Patent Office, Oct. 19, 1944. 
[Letterhead Morton Manufacturing Company] 
Nov. 20, 1938. 
Mr. Warren Dunnell, 
1200 Title Guarantee Bldg., 
Los Angeles, California. 
My dear Warren: 


Your letter of the 18th which, of course, crossed 
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my communication of the same date, in the mails, 
has just come to hand. 

I full realize the urgency on your part for the 
receipt of the two special Safe-Way Cabinets—and 
if it had not been for our desire to hand-letter the 
entire cabinet in gold, for presentation purposes on 
your part, same might have been released several 
days ago. However, the cabinets are now en route 
to you—having been sent via parcel post, special 
delivery, and we are sure that they will arrive in 
ample time for your needs. 

Best wishes— 

Sincerely, 
MORTON MANUFACTURING 
COMPANY, 
/s/ CHARLES D. MORTON, k 
Vice President. 
CDM:K. 


DQ-39 Please state whether or not you received 
the two cabinets as per your purchase order No. 
216 and the letter which you have described as ac- 
companying such purchase order to the Morton 
Manufacturing Company and dated November 9th, 
and both in evidence as Dunnell Exhibits F and G. 

A. I think you made a mistake there. I received 
these two dispensing cabinets that were ordered 
herein accordance with my Order No. 216. 

DQ-40 You mentioned in your answer some mis- 
take. Will you please explain what you mean? 
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A. You referred to somcthing of the date of 
November 9th. 

DQ-41 I meant dated November Tih. I made a 
mistake. A. That is Wight. 

DQ-42 When did you receive said two cabinets 
last referred to? 

A. In the latter part of November, 1933. 

DQ-43 Please state whether or not the two cabi- 
nets last referred to were marked with the trade- 
mark ‘‘Safeway’’ as directed in vour letter and pur- 
chase order, Dunnell Exhibits F and G. 

A. They were marked in that way. 

DQ-44 When did you first order toilet seat cov- 
ers bearing the name ‘‘Safe Way” as described in 
your application involved in this opposition ? 

A. On November 9, 1933. 

DQ-45 That was the same date as the order Dun- 
nell Exhibit F and the letter Dunnell Exhibit G, is 
that correct ? 

A. No; that was two days later. 

DQ-46 What was the nature of the business of 
the Morton Manufacturing Company at the time last 
referred to? 

A. They were manufacturers of railway equip- 
ment and industrial steel products. 

DQ-47 Was the Morton Manufacturing Com- 
pany in the business of manufacturing toilet seat 
covers at the time last referred to or at any other 
time ? 

A. No; they were manufacturing industrial 
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equipment of one kind or another, which included 
steel dispensing cabinets for paper toilet seat cov- 
ers, and they purchased paper toilet seat covers 
from paper mills in their vicinity there in the middle 
west and resold the paper seat covers. 

DQ-48 How did you happen to place the order 
of November 9, 1933, last referred to, with the Mor- 
ton Manufacturing Company for toilet seat covers 
marked with the trademark ‘‘Safe Way?’ 

A. They were properly connected with the paper 
mills in that locality for the product known as paper 
toilet seat covers and they were giving me a satis- 
factory price and, as long as I was buying my dis- 
pensing cabinets from them. for those paper. seat 
covers, it was natural for me to buy also the’ wee 
seat covers from them. 

DQ-49 J hand you what purports to be a duph- 
cate of a purchase order, dated November :7, 1933, 
numbered 224, directed to the Morton Manufactur- 
ing Company, for 20 cases, 2,000, Safeway paper 
seat covers, which I will ask the notary to mark for 
identification as Dunnell Exhibit I, and ask you if 
that is the order which you have just referred to. 

A. This is the order except that I believe I made 
a mistake in saying November 9th and it should have 
been November 7, 1933. 

DQ-50 It was the same date as the order for the 
cabinets, Dunnell Exhibit F'? 

A. That is right. 

DQ-51 And did you type the original ribbon 
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copy of which Dunnell Exhibit I for identification 
is a carbon? A. I dids I typed it. 

DQ-52 And, after you typed it, what did you do 
with it? 

A. I signed it and put it in the mail personally, 
with the proper postage on the envelope. 

DQ-53 And addressed to whom? 

A. And addressed to the Morton Manufacturing 
Company at Chicago, Illinois. 

DQ-54 Did you afterwards receive from the 
Morton Manufacturing Company the 20 cases, 2,000, 
paper toilet seat covers, labeled with your trade- 
mark ‘‘Safe Way” and referred to in your order? 

A. I received these 20,000 seat covers and that 
would mean 20 cases rather than the 2,000 which 
you mentioned. 

DQ-55 Yes; 20,000, it should be. 

A. Yes; that is right. 

Mr. Westall: We offer in evidence, as Dunnell 
Exhibit I, the exhibit by the same lettering hereto- 
fore marked for identification. 


SE er ws e. 


DUP 


PURCHASE ORDER 


Sani-GArRD SALES COMPANY 
OF CALIFORNIA ‘ 
1200 TITLE QUARANTEE BUILDING 
Qo tos ANGELES, CALIFORNIA 


Novenker 7 1933 


MBoiton 'T,. Co., 
Chiccyo, 17.3 


OROER NO 22 4 


Pue to. NO, ————_____ 
THESE NUMOTES WUST APPEAR ON 
YOUR INVOICE. EACH PACKAGE 


‘sesmprouear LOS s)i,elec, Soni. 4 sor Anleles hee Je. 

Next .cnas.a Lia} cas to Loc sAnyelea. 
ANO BILL OF LADING 
8. 


mG 1 BGs bo wh Bo 


MATERIAL AND DESCRIPTION Price 


JAMTITY 


Balawal pages clus COTEse Me AO | 
F Specifioations as per our letter this date 
—&§ —_—"—— 
= OF pn Ghe United states Patent ofrice 
- & Be Lgre the Examiner of Interferences. 
+ g¥ ° 
& & — ! 
af away Sabres, Incorporated, 
av Oppoeer, 
VOs Opp. No. 23,261, 
arrenwy, . Dunnell, ) 
Applicant. __) 
junnel] Exhibit wf Deposition Vern W Durrell, = 
oe Angeles, california, September 12, F 
CONDITIONS: 
. ACENOWLEDGE SECEIFT OF THIG OADER BY RETURN WAIL. ACVIGING If SHIPMENT WILL GE WADE ON DATES SEQUESTER. 
TMG RIGNY I@ REGERVED TO CANCEL ALA OF ANY CART OF THIG ORDEG IF NOY SHIPFEO WITHIN Time GPECIFIED. 
2. ALL MATEQIAL FURNIGHES MUST CONFORM WIYMN OUR SPECIFICATIONS WHERE IROCICATED. t? NOT FOUND IM ACCORDANCE. 
SHIPMENT WILL G2 REJECTEC ANG MELD AY YOUR MICK AWAITING OIBFPOEITION. OHIPFER MUST FAY ALA TRANGPORTATION 
CHARGES BOTH WAYS. OM ALA REJECTE®G MATEGIAL. 
a. SEPARATE {HVOICR FOR EACH ORDER MNUBT BE MAILEC O% DAY OF SHIPMENT WITH GIGHED O1L18 OF LADING BHOWING FULL 
~ Pea MOT B& GESFONGIOLE FOR GOOCOS OELIVEREO EXCEPT ON A PROPERLY AUTHOMIZED PURCHAGE ORDER. 


SANI-GARD SALES COMPANY 


PURCHASING AGENT 


Warren W. Dunnell 313 


Plaintiff’s Exhibit No. 3—(Continued) 
(Deposition of Warren W. Dunnell.) 

DQ-56 I place before you what purports to be 
an original invoice, dated December 9, 1933, of the 
Morton Manufacturing Company of Chicago, re- 
ferring to your order No. 224, and its date, appar- 
ently misdated, is 11-9-33, for 20 cases of Safe Way 
paper seat covers at $2.40, $48, which I request the 
notary to mark for identification as Dunnell Ex- 
hibit J, and ask you if you recognize that docu- 
ment and when you first saw it. 

A. I first saw this invoice within a few days 
after its date of December 9, 1933, on which date 
the goods were shipped to me, consisting of 20 cases 
or 20,000 Safe Way paper toilet seat covers: 

DQ-57 I notice there appears to be a slight dis- 
erepancy in the date of Dunnell Exhibit I and the 
statement at the head of Dunnell Exhibit J for iden- 
tification in that, while the order is correctly num- 
bered, the date is 11-9-33, while your order appears 
to be November 7th. Can you explain that? 

A. I can’t explain it. I could only surmise that 
either the stenographer or whoever made out the 
Morton invoice made a mistake in specifying it as 
11-9-33 instead of 11-7-33, or I may possibly may 
not have mailed this for two days after November 
7, 1933, and may have changed the origina] to No- 
vember 9, 1933, and didn’t change this partiewlar 
copy. That would be my only supposition which 
would cause that discrepancy. 

Mr. Westall: We offer in evidence Dunnell Ex- 
hibit J for identification as Dunnell Exhibit J. 
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DQ-58 Please state if you received the toilet seat 
covers ordered from the Morton Manufacturing 
Company and described in said invoice Dunnell Ex- 
hibit J. 

A. Yes; I received those Safe Way paper toilet 
seat covers within a few days after the invoice date 
of December 9, 1933. 

DQ-59 Were those seat covers marked or labeled 
with your trademark ‘‘Safe Way’’ as you had di- 
rected ? A. They were. 

DQ-60 Prior to your order No. 224, Dunnell Ex- 
hibit I, to the Morton Manufacturing Company, had 
the Morton Manufacturing Company or anyone else, 
to your knowledge, ever used the trademark ‘‘Safe 
Way” as applied to toilet seat covers? 

A. They never had that I know of. 

DQ-61 Who designed the toilet seat covers which 
you ordered from the Morton Manufacturing Com- 
pany in your order Dunnell Exhibit I? 

AS, J) Gbvel 

DQ-62 Has the toilet seat cover which you have 
sold under the trademark ‘‘Safe Way’’ been pat- 
ented ? ee Li iras: 

DQ-63 I show you a copy of the specification 
and drawings of Dunnell patent No. 2,025,941, dated 
December 31, 1935, to W. W. Dunnell, for sanitary 
cover for toilet seats, and ask you if that is the pat- 
ent to which you have referred, requesting the no- 
tary to mark said patent for identification as Dun- 
nell Exhibit K. A. It is. 
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DQ-64 Are you the owner of said patent marked 
for identification as Dunnell Exhibit K? 

A. Trent. 

Mr. Westall: We offer in evidence the patent 
heretofore marked for identification as Dunnell Ex- 
hibit as Dunnel Exhibit K. 

DQ-65 You have heretofore testified, partieu- 
larly referring to Dunnell Exhibits F and G, the 
order and letter, both of November 7, 1933, that 
you reeeived from the Morton Manufacturing Com- 
pany paper toilet seat cover cabinets labeled, under 
your direetions, with the name ‘‘Safe Way.’’ Please 
state what you did with these two cabinets. 

A. I had ordered those two cabinets for sample 
purposes to be used in promoting the sale of my 
paper seat eovers and dispensing eabinets with that 
name ‘‘Safe Way,’’ and one of those cabinets I fur- 
nished to a paper jobber, the Zellerbach Paper Com- 
pany of San Franeiseo, and the other cabinet I used 
to solicit business for the sale of my covers marked 
‘Safe Way” and the cabinets marked also with the 
trademark ‘‘Safe Way.”’ 

DQ-66 Please state when vou made a first sale 
of either of said cabinets, with paper toilet seat 
covers marked ‘‘Safe Way’’ therein. 

A. Jmade my first sale of Safe Way paper toilet 
seat covers and Safe Way cabinets on December 12, 
1983: 

DQ-67 How do you happen to remember, after 
this length of time, that it was December 12, 1933, 
when you first sold toilet seat covers labeled with 
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your trademark ‘‘Safe Way” in a cabinet also la- 
beled with the trademark ‘‘Safe Way,’’ which cabi- 
net was furnished by the Morton Manufacturing 
Company as you have testified ? 

A. This first sale was a very important transac- 
tion to me, it being my first sale of paper toilet seat 
covers and dispensing cabinets marked with the 
trademark ‘Safe Way,’ and it was therefore, nat- 
urally, impressed upon my mind. Also, I have re- 
freshed my recollection with respect to that first sale 
by looking into my records, where I found a ledger 
sheet of the Wholesale Paper and Twine Company 
in Los Angeles which has an entry thereon which 
I can identify as being this sale of one Safe Way 
dispensing cabinet and 1,000 Safe Way paper seat 
covers. With my recollection so refreshed, I can 
be positive it was that date. 

DQ-68 Have you kept books of account of your 
business in the sale of toilet seat covers under the 
fictitions name of Sani-Gard Sales Company and 
Sani-Gard Cover Company? 

fees: I have. 

DQ-69 Who actually made the entries in such 
books? ie oli did. 

DQ-70 Please explain, briefly, how such records 
or books of account were kept, taking, if you wish, 
as a specific instance your account with the Whole- 
sale Paper and Twine Company which you have 
just mentioned. 

A. Well, the procedure was in the nature of a 
customer, whom I had probably solicited, sending 
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me their order in either one of two ways. If it was 
an order from an out-of-town customer, it would, 
naturally, come by means of a purchase order which 
thev had sent to me in the mail. If it was a local 
customer here in Los Angeles, where I had my of- 
fice, very frequently the procedure was to call my 
office on the phone and the order was taken over 
the phone either by me or, if I was not there, by 
a cirl who I had taking care of my business through 
a so-called telephone service. Such transactions 
would be handled by means of a pencil memorandum 
being made of the customer’s order. The goods 
would then be shipped or delivered and an invoice 
typed out, one original and one copy, and mailed to 
the customer, covering that sale. Then a copy of 
that transaction would be made from the invoice 
copy into or onto my regular ledger account for that 
particular customer. 

DQ-71 Or from the order which vou took if it 
wasn't an invoice? 

A. We always made invoices for every transac- 
tion wherever any merchandise was sold. 

DQ-72. What book would you make an entry in? 
Did vou have a davbook or a journal? 

A. No. For that particular type of transaction 
there was merely a copy of the transaction made 
onto a ledger sheet from the copy of the invoice. 

DQ-73 I place before you what purports to be 
a loose-leaf ledger sheet headed ‘‘Wholesale Paper 
& Twine Co., 447 Commercial St., Los Angeles,’’ the 


Warren W. Dunnell 319 


Plaintiff’s Exhibit No. 3—(Continned ) 

(Deposition of Warren W. Dunnell.) 

first entry of which is ‘‘1933, Dec. 12, Folio 779, 
Debits, $2.75, Balance, $2.75,’’ which I request the 
notary to mark for identification as Dunnell Ex- 
hibit L, and ask you to state whether or not that 
is your original ledger sheet of the account of the 
Wholesale Paper & Twine Company to which you 
have just referred. 

A. That is the ledger sheet to which I have just 
referred. 

DQ-74 Referring to Dunnell Exhibit L for iden- 
tification, please state in whose handwriting are the 
entries on the sheet. 

A. They are in my handwriting. 

DQ-75 Please explain, briefly, the events which 
led up to the procedure of making the first entry 
on Dunnell Exhibit L for identification, reading, 
peewee. 12, Kolhio 779, Debits, $2.75, Balance, 
$2.75.”’ 

A. The procedure would have been and was to 
copy onto this ledger sheet from the copy of in- 
voice, either on the same day of that invoice or a 
few days thereafter, this information which shows 
the date December 12, 1933, the invoice No. 779, 
and the amount of the invoice. 

DQ-76 Does Folio 779 on Dunnell Exhibit L for 
identification indicate the invoice? 

A. My invoice number. 

DQ-77 ~=And not the folio of any other book ? 

A. No;.that doesn’t refer to anything else. 
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DQ-78 Can vou produce invoice 779 last referred 
to? A. Do you mean the original? 

DQ-79 The original. 

A. I couldn’t produce the original; no. 

DQ-80 Ora copy of it? 

A. No; I can’t produce a copy of it. 

DQ-81 What became of invoice 779 or the copy? 

A. The original was mailed to the customer. The 
copy I do not have because it is such an old record. 
T have made a practice of keeping copies of my in- 
voices for a period of at least three vears but after 
that I have not kept them. 

DQ-82 Is the Wholesale Paper & Twine Com- 
pany now in existence? 

A. I understand they are no longer in business. 

DQ-83 How do vou happen to be able, so long 
after the entry, to state positively what the item re- 
ferred to in said ledger sheet Dunnell Exhibit L for 
identification relates to? 

A. Beeause, as I testified before, this was my 
first sale of Safe Way paper toilet seat covers and 
cabinets, and this particular account, the Wholesale 
Paper & Twine Company, was also a new account 
with me: and I primarily secured them as a cus- 
tomer and an account because of my display and 
solicitation of their business with my new Safe 
Way paper toilet seat cover and Safe Way cabinet; 
and I can recognize that the price entered on the 
ledger sheet was for a quantity, as the price would 
indicate, which I can recall, and it very definitely is 
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for 1,000 Safe Way paper toilet seat covers and 
there was one Safe Way dispensing cabinet that [ 
leased, with no charge. 

DQ-84 Please state whether or not the Safe Way 
seat covers that were furnished with the cabinet 
were labeled with your mark ‘‘Safe Way,’’ refer- 
ring particularly to the transaction shown on Dun- 
nell Exhibit L for identification. 

A. Yes; those seat covers were marked with my 
trademark ‘‘Safe Way.”’ 

Mr. Westall: We offer in evidence, as Dunnell 
Exhibit L, the ledger sheet heretofore marked Dun- 
nell Exhibit L for identification. 
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DQ-85 What became of the other cabinet that 
you received from the Morton Manufacturing Com- 
pany in compliance with your letter and order, Dun- 
nel] Exhibits F and G? 

A. The other Safe Way cabinet I kept and used 
for soliciting business and used it for sales purposes 
as an exhibit of my product. 

DQ-86 From the time of the first adoption and 
use of the trademark ‘‘Safe Way’ as applied to 
toilet seat covers, have you continued uninterrupt- 
edly to the present time to sell said products under 
said trademark ‘‘Safe Way ?’’ 

A. Ever since my adoption and first use of the 
trademark ‘‘Safe Way’’ for paper toilet seat cov- 
ers, I have continued to use it. 

DQ-87 And since the time shown in Dunnell Ex- 
hibits F, G and I from whom have you procured 
eabinets and toilet seat covers marked with your 
trademark ‘‘Safe Way?’’ 

A. Ihave procured them from a number of eon- 
cerns, the Whedon Paper Converting Company, 
Morton and some others. 

DQ-88 I place before you a paper ribbon with 
certain printing thereon im red, which I request 
the notary to mark for identification Dunnell Ex- 
hibit M, and ask you if that is a sample of the 
bands which you used as labels on your toilet seat 
covers and which you sold under the trademark 
‘‘Safe Way’’ from the time of your first adoption 
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and use of said name, as you have heretofore tes- 
tified. 

A. ‘These are the bands whieh I am using at the 
present time as a wrapper around 100 of my paper 
toilet seat covers whieh I sell under the trademark 
“Sake Vag”? 

DQ-89 Please state how that compares with the 
band that vou first used on toilet seat covers at the 
time of vour first adoption and use. 

A. The band which T first used would be similar 
in nature to this. There would be some change in 
the printing or in the eopy of the printing. This 
one, for example, shows the patent number, whieh 
did not come into existence until 1935. But the 
bands used previous to that time were similar to 
this. 

DQ-90 And from what time did you say that 
vou used sueh bands similar to Dunnell Exhibit M 
for identification, as you have just described 2 

A. T have used this band since in 1936. The pat- 
ent was granted on December 31, 1935, and, pre- 
sumably, very shortly after that patent grant eame 
to my notice, I started using bands of this type. 
with this type of printing. 

DQ-91 And, up to 1936, or the date you have 
just mentioned, please state what kind of bands you 
used. 

A. A band similar in nature and size and type 
to this band whieh is Exhibit M. 

DQ-92_ I notiee that Dunnell Exhibit M for iden- 
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tification contains the marking ‘‘Patent No. 2,025,- 
941.’” Please state whether or not that was on the 
original bands, like Dunnell Exhibit M for identi- 
fication, which vou first used when you adopted the 
name ‘‘Safe Way.’’ 

A. No. As I have explained, the first bands 
would not have contained that notation. 

Mr. Westall: We offer in evidence the band here- 
tofore marked Dunnell Exhibit M for identification 
as Dunnell Exhibit M. 

DQ-93 I place before you a light brown col- 
lapsed carton, carrying on each side certain printing 
in red, which I request the notary to mark for iden- 
tification as Dunnell Exhibit N, and ask you if that 
is a carton in which you have inclosed and sold toi- 
let seat covers such as you have heretofore described, 
labeled with the band Dunnell Exhibit M. 

A. No; that is a carton in which T inclosed one 
Safe Way dispensing cabinet. 

DQ-94 Please state how long you used cartons 
like and similar to Dunnell Exhibit N for identifi- 
cation for dispensing cabinets. 

A. I used these probably for six or seven years. 

Mr. Westall: We offer in evidence the collapsed 
carton, heretofore marked Dunnell Exhibit N for 
identification, as Dunnell Exhibit N. 


(By agreement between counsel, a recess was 
taken, at the hour of 12:00 0’clock noon, to the 
hour of 2:00 o’clock p.m. of the same date.) 
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(Met pursuant to adjournment, at the hour 
of 2:00 o'clock p.m. on the same date and at 
the same place.) 


DQ-S5 Jn cabinets like and similar to those 
heretofore described as being inelosed in eartons 
hike Dunnell Exhibit N, you inelosed toilet seat 
covers, did vou not, labeled with the words ‘‘Safe 
Way?” 

A. I also had a earton which I used to pack 
paper toilet seat covers in and that was also labeled 
‘Safe Way.” 

DQ-96 J place before you a light brown eol- 
lapsed earton, having certain printing, in red, on 
each of its four sides, which carton I request the 
notary to mark for identification Dunnell Exhibit 
O, and ask vou if that is a sample of the form of 
earton in which von sold paper toilet seat covers. 
such as vou have heretofore described, labeled with 
vour trademark ‘‘Safe Way.”’ 

A. That is a carton which I am now using and 
have been using for packaging my Safe Way paper 
toilet seat covers and have had imprinted on the 
four sides of that carton the trademark ‘Safe 
Ways” 

DQ-97 And during what period have you used 
Dunnell Exhibit O for identification ? 

A. I have used this particular type and style of 
carton for quite a number of years. I have changed 
the style possibly somewhat from time to time but, 
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to all intents and purposes, the particular sample il- 
lustrates and shows how the packaging has heen 
done over a period of years, ever since I started 
manufacturing Safe Way paper toilet seat covers 
and called them by the trade name ‘‘Safe Way.”’ 

Mr. Westall: We offer in evidence, as Dunnell 
Exhibit O, the carton heretofore marked for iden- 
tification by said letter O. 

DQ-98 I note that on Exhibits N and O, in the 
first of which your dispensing cabinet is inclosed, 
and in the second of which you sell toilet seat cov- 
ers marked ‘‘Safe Way,’’ * * you have prominently 
informed that the seat covers were manufactured 
by the Sani-Gard Cover Company. Please state how 
long you have continued to prominently display the 
origin of your seat covers either under the fictitious 
name of Sani-Gard Sales Company or Sani-Gard 
Cover Company and both. 

Mr. Hoge: At this point may the record show 
the printing of the words ‘‘Sani-Gard Cover Com- 
pany”’ is in letters very much smaller than the 
words ‘“‘Safe Way ?”’ 

Mr. Westall: Yes; I think that sufficiently 
shows. 

A. Ever since I have been selling and distribut- 
ing paper seat covers with the trade name ‘Safe 
Way,’’ I have marked them with the name ‘‘Safe 
Way” and also my fictitious firm name ‘‘Sani-Gard 
Sales Company”’ or, as I am doing at the present 
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time, with the name ‘‘Sani-Gard Cover Company, 
Los Angeles.”’ 

DQ-99 And T take it you have used the name 
‘Sani-Gard Cover Company’’ on your packages 
of Safe Way since the time you adopted that ficti- 
tious name in 1936, is that correct? 

A. That is correct. 

)Q-100 And, prior to that time, is it correct 
to say that vou used on such containers the name 
‘*Sanl-Gard Sales Company ?”’ 

A. Yes; the carton in which the cabinets or the 
paper seat covers were packed, showing the trade- 
mark “Safe Way,”’’ was then designated as the Sani- 
Gard Sales Company as the source of manufacture. 

DQ-101 How, if at all, have you advertised your 
products or product, toilet seat covers? 

A. I have advertised them in a number of ways. 
One of the methods which I have used to develop 
considerable business has been to secure a listing 
in different paper directories which are published 
and distributed to paper jobbers and others inter- 
ested in using paper products. Those are directories 
showing all kinds of different types of paper prod- 
ucts and have sub-headings and listings under dif- 
ferent paper items, among which are included paper 
toilet seat covers, and that listing would also show 
and has always shown my fictitious name of the 
Sani-Gard Sales Company or the Sani-Gard Cover 
Company, with the address in Los Angeles. Also, 
I have prepared circulars of one kind and another, 
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sometimes circulars, which we call envelope stuf- 
fers, with an illustration and description of my 
product ‘‘Safe Way Paper Seat Covers,’’? and 
sent those out in envelopes, and in my regular 
mailing I have also prepared letterheads showing 
my fictitious firm name ‘‘Sani-Gard Sales Coim- 
pany” or ‘‘Sani-Gard Cover Company,’’? and in 
some instances those letterheads were made up in 
what we call a broadside form where there were 
supplemental pages to the letterhead and those sup- 
plemental pages illustrated and described the prod- 
uct ‘“‘Safe Way Paper Toilet Seat Covers’’ and 
‘‘Safe Way Cabimets.’’ Then considerable adver- 
tising has been done by means of personal solicita- 
tion and furnishing samples whenever they have 
been asked for by inquiries that have come in by 
mail from prospective customers all over the coun- 
try. I have used also in my business an invoice 
form which always has contained my name ‘‘Sani- 
Gard Sales Company”’ or ‘‘Sani-Gard Cover Com- 
pany.”’ 

DQ-102 Referring specifically to the lstings 
which you have mentioned, have you set forth m 
those lists your trademark ‘‘Safe Way”’ as applied 
to toilet seat covers or have you merely listed them 
as toilet seat covers? 

A. In these directories I have merely listed my 
firm name as a source of supply for paper toilet 
seat covers and the particular trade name ‘‘Safe 
Way”’ has not been mentioned. 
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DQ-103 When, by reason of such advertising or 
otherwise, vou were contacted regarding the pos- 
sible sale of toilet seat covers, how and in what man- 
ner, if at all, did you inform the prospective cus- 
tomers of your trademark ‘Safe Way” as applied 
to said seat eovers? 

-A. That was by answering such inquiries as came 
in the mail, generally speaking, by writing a let- 
ter and enclosing literature illustrating and deserib- 
ing my product “Safe Way’”’ toilet seat covers. 

DQ-104 I place before you a blank letterhead 
purporting to be of the Sani-Gard Cover Company, 
carrying on its back an advertising deseription of 
Safe Way eabinets and covers, which I request the 
notary to mark for identifieation as Dunnell Ex- 
hibit P, and ask you if you can identify that paper. 

A. Yes; this is one of my letterheads which con- 
tains an illustration and description of my Safe 
Way paper toilet seat covers and cabinets. 

DQ-105 Referring to the advertising on the back 
advertising the name ‘‘Safe Way,’ how long have 
you continued to use that form of advertising on the 
letterheads of the Sani-Gard Cover Company or the 
previous eompany, the Sani-Gard Sales Company ? 

A. I believe this particular letterhead here was 
made up some time in 1939, shortly after I acquired 
this address of 3101 Pasadena Avenue, and I have 
been using it ever sinee. 

DQ@-106 Had you ever used that partieular 
method before that time, with the deseription on 
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the back of it, referring to Dunnell Exhibit P for 
identification ? 

A. Yes; I have used that at other times. 

DQ-107 Since when or during what time? 

A. I should say, since 1934 or 1935, in this par- 
ticular way I have had letterheads with advertising 
literature made up. 

DQ-108 From the time of your first adoption of 
the name ‘‘Safe Way’’ as applied to toilet seat cov- 
ers, have you had a letterhead in which you promi- 
nently displayed the name Sani-Gard Cover Com- 
pany or, prior to the adoption of that name, the 
Sani- Gard Sales Company ? ——_ 

A. Yes; I have. 

Mr. erestall We offer Dunnell Exhibit’ P £9 
identification in evidence as Dunnell Exhibit ‘P. 

Mr. Hoge: May I ask, counsel, if I may be fur- 
nished with two copies of this various advertising 
matter and labels except the wrapper which. Mr. 
Dunnell has already furnished me? 

Mr. Westall: JI think we can do that; veo . 

A. Yes; we can do that. 

DQ-109 How extensively has ‘‘Sani-Gard”’ as a 
part of your fictitious name become known in local 
and interstate commerce ? _ 

A. It has become known rather see be- 
eause I have been selling and am now selling ‘and 
have been selling for some years Safe Way: paper 
tollet seat covers throughout the United States and 
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in foreign countries under the name of Sani-Gard 
Sales Company and Sani-Gard Cover Company. 

DQ-110 In what manner, if at all, had the name 
‘Sani-Gard’’ in connection with yonr business or 
organization beeome known in connection with the 
sale of toilet seat covers prior to your adoption of 
the trademark ‘‘Safe Way?”’ 

A. Prior to that, I had been selling a seat cover 
which I had branded with the trade name ‘‘Sani- 
Gard,’’ the same as my fictitious firm name, and 
had been selling and distributing those paper seat 
covers for a couple of years before I started in to 
market paper toilet seat covers which I marked 
‘Safe Way’ as the result of having adopted and 
used that name in 1933. 

DQ-111 When did you use the word ‘Sani- 
Gard,’’ during what time? 

A. 1931 and 1932 and for possibly two or three 
years more. 

DQ-112. During all the time that you have been 
in the business of selling toilet seat covers under 
the name ‘‘Safe Way’’ as vou have deseribed, have 
any of your prospective customers or anyone else 
ever mistaken the source of such Safe Way toilet 
seat covers as being from the opposer in this case, 
the Safeway Stores, Incorporated ? 

Mr. Hoge: I object to that as calling for a con- 
clusion of the witness. 

Q. (By Mr. Westall): I mean so far as your 
knowledge goes, so far as you know. 
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Mr. Hoge: The same objection. 

A. So far as I know, there has never been any 
mistake with reference to my covers having come 
from anyone other than my concern, the Sani-Gard 
Sales Company or the Sani-Gard Cover Company. 

DQ-113 (By Mr. Westall): Has any instance 
ever come to your knowledge of anyone ever mis- 
taking the source of your toilet seat covers under 
the trademark ‘“‘Safe Way” as being the opposer’s 
in this case, Safeway Stores, Incorporated ? 

Mr. Hoge: I object to that on the same ground, 
that it calls for a conclusion. 

eaeeNO. 

DQ-114 (By Mr. Westall): When and how ex- 
tensively have you used the trademark ‘Safe Way”’ 
as applied to toilet seat covers in interstate com- 
merce or in commerce with foreign countries or in 
foreign commerce? 

A. It has become used rather extensively 
throughout the United States and in foreign coun- 
tries as a result of my promotion of the sale. The 
volume, of course, with respect to sales was small 
to start with in 1933 but continually from that date 
on, In 1934 and 1935, the volume of sales for the 
Safe Way seat covers in interstate commerce 
throughout the United States and the territorial 
possessions of this country and foreign countries 
has grown considerably up to the present time. 

DQ-115 Have vou prepared a tabulation show- 
ing the extent of your sales of toilet seat covers 
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under the trade name ‘‘Safe Wavy’’, as well as other 
seat covers under other names, in various States 
of the Union and also m territorial possessions and 


foreign countries ? 

A. Yes; J made a copy off of my records of 
the sales for my Sani-Gard and Vend-Gard paper 
seat covers as well as my Safe Way paper toilet seat 
covers. 

DQ-116 I place before vou four sheets of white 
paper tabulations, each sheet headed ‘‘ Paper toilet 
seat covers’’, which IT request the notary to mark 
for identification as Dunnell Exhibit Q, and ask 
you if that is the tabulation to which vou have just 
referred. 

A. Yes; this is the tabulation. 

DQ-117 Please state, briefly, how and from what 
date sueh tabulation, Dunnell Exhibit Q for identi- 
fication, was prepared. 

A. {ft was prepared by going over my sales ree- 
ords which have been kept to show the volume of 
sales for the different kinds of seat covers by States 
and foreign countries, if any. The tabulation was 
taken from all of the necessary records to acquire 
this information as to the time and place of ship- 
ment and sale and the volume of such sale. 

DQ-118 Does the tabulation Dunnell Exhibit Q 
for identification represent accurately the data as 
set forth therein? A. It does. 

)Q-119 And the books and records from which 
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said data were taken, as I understand yon, were 
made solely by yourself? 

A. Yes; I kept all of the records. 

DQ-120 I notice that on Dunnell Exhibit Q for 
identification, on page 1, you have headed the tabu- 
lated matter with the name ‘‘Sani Gard”’ and ‘‘Vend 
Gard”’ and ‘‘Safe Way’. Please explain the sig- 
nificance of such headings. 

A. Those represent the brand names for Bree 
different types of paper toilet seat covers, one of 
them called Sani Gard, one of them called Vend 
Gard, and one of them called Safe Way. 

DQ-121 On page 4 of Dunnell Exhibit. Q for. 
identification the sub-heading referred to is only 
“Safe Wav’’. Please explain the omission of the. 
other headings ahove referred to and shown on 
previous sheets. 

A. I discontinued the sale of the other two. 

DQ-122 Still referring to Dunnell Exhibit Q 
for identification, please explain fully the vear 
dates, lists of States and countries, and the figures 
of the tabulation. 

A. The tabulation is made up by years, starting, - 
first, with the vear 1931 and, under 1931, is shown 
the State name, California. Opposite California 
is shown the figure 120,000. That would represent 
my sales of 120,000 Sani-Gard paper toilet seat 
eovers in the State of California during the year . 
1931. Then, with respect to the vear 1932, there . 
is a listing of States, Cahfornia, Oregon, Wash- 
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ington, Idaho, Nevada, Utah and Arizona, and 
opposite each one of those names is a figure whieh 
represents the number in thousands of scat covers 
under the brand name ‘‘Sani-Gard’’ that were sold 
during that vear 1932. Going on with the tabula- 
tion, further explanation is similar to that. For 
example, in 1933, we have listed a number of States 
and the quantity shown under the name ‘Sani 
Gard”’ and also the quantity shown under the name 
“Wend Gard’? and also under the name ‘Safe 
Way’’, and those quantities are listed opposite each 
State and represent the quantity of that partieular 
brand of seat eover sold in that particular State 
during the partieular year in which that group is 
ineluded. The same thing applies to 1934, to 1935 
and to 1936, all on page 1. On page 2 there are 
two years, 1937 and 1938, and, under each of the 
columns ‘‘Sani Gard’’ and ‘‘Safe Way”’ is shown 
the quantity of seat covers of either brand, Sani 
Gard or Safe Way, that were sold in the different 
States, territories or eountries listed. The same 
thing will apply for the vears 1939 and 1940 on 
page 3 and the same thing will apply for the year 
1941 shown on page 4. 

DQ-123 So, for instance, when, on the first page 
of Dunnell Exhibit Q for identifieation, there ap- 
pears ‘‘1934, California’, and you list 510,000 under 
the heading ‘‘Safe Way’’, that means that during 
that year you sold 510,000 individual Safe Way 
seat covers in California, is that correct? 

A. That is eorrect; yes. 
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hibit Q for identification as Dunnell Exhibit Q. 


DUNNELL EXHIBIT Q 
In the United States Patent Office 


Before the Examiner of Interferences 
Oop. No, 23,281 


SAFEWAY STORES, INCORPORATED, 
Opposer, 
vs. 


WARREN W. DUNNELL, 
Applicant. 


Deposition of Warren W. Dunnell, Los Angeles, 
California, September 12, 1944. /s/ Ross Rey- 
nolds, Notary Publie. 
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1937 SaniGard VendGard Safe Way 
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1939 SaniGard Vend Gard Safe Wav 
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1940 SaniGard VendGard Safe Wav 
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Paper Toilet Seat Covers 


1941 SaniGard Vend Gard Safe Way 
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Docket Division, Oct. 19, 1944, U.S. Patent Offiee. 


My. Hoge: May | have three copies of that? 

Mr. Westall: We don't have them hut we have 
a stipulation that, before the testimony is sent away, 
if any photostatic copy is needed, either side will 
have an opportumty to get photostatie copies of 
the other’s exlnbits at their own cost. 

DQ-124 Please explain, briefly, the kind and 
character of the various purchasers for use of vour 
toilet seat covers sold by vou under the trademark 
‘Safe Wav" sinee vour first adoption and use of 
said trademark as vou have testified. 

A. My Safe Wavy paper seat covers have been 
sold to gasoline service stations, hotels, restaurants, 
office buildings. industrial plants and motion pic- 
ture studios and in fact to many types of business 
that operate a public restroom. 

DQ-125 Such as railroad companies or munici- 
palities? 
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A. Wherever an industry or a business operates 
a public restroom, whether it is a railroad or a 
steamship line or a bus lines that has station ter- 
minals or whether it is a newspaper building that 
publishes newspapers, they are all types of concerns 
to whom I have sold toilet seat covers under the 
name ‘Safe Way’’. 

DQ-126 How have the purchasers just referred 
to by you distributed said seat covers to the general 
public under your trademark ‘Safe Way’ or anv 
other trademark to which you have referred? 

A. They have distributed them by installing our 
dispensing cabinets in the toilet stalls of their public 
restrooms into which the pad or package of paper 
toilet seat covers is inserted for dispensing, and the 
public that use those restrooms go into the stall 
and procure for their own use, without anv charge, 
a paper toilet seat cover out of the dispensary and 
use it as it is generally used. 

DQ-127 Have such toilet seat covers, under the 
trademark ‘‘Safe Wav” or under any other trade- 
marks which you have mentioned, to your knowl- 
edge, heen sold by grocery stores, chain stores, drug 
stores or wholesale or retail stores of any kind for 
direct distribution to private users or the public 
generally? 

A. Ihave never sold my seat covers in that way. 

DQ-128 What has been the nature and extent 
of vour experience in finding a market for the sale 
of your toilet seat covers under any trademark? 
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A. My experience has been rather extensive. I 
started in this business in 1931 and have devoted 
all of my time and attention to the development of 
my business in that line ever since, which has in- 
volved calling on many and different kinds of 
prospects and making trips all over the United 
States, such as to New York and Chieago, in the 
promotion of my produet. I have gone into all 
lines and phases of the business, manufacturing, 
selling direct to consumers, and selling to jobbers, 
and T have even installed dispensing cabinets in 
restrooms to dispense the covers. So that T should 
say [ have given every consideration to all types 
and elasses of outlets for a product of this kind. 
Of eourse, it has been my endeavor to develop and 
increase my business at any and all times so that 
T have tried not to overlook any and all prospects 
and possibilities to sell my product extensively 
throughout the country. 

DQ-129 Have you ever considered the feasibility 
of selling said toilet seat covers, labeled with the 
trademark ‘‘Safe Wav” or with anv other trade- 
mark, to the general publie throngh retail or whole- 
sale stores, such as grocery stores, drug stores, gen- 
eral stores or otherwise ? 

A. Yes; T have given it consideration, of course. 

DQ-1380 And what is your opinion as to the fea- 
sibility of distributing toilet seat covers to the 
stores mentioned in the last question or others or 
to the general public for use, for instanee, in private 
homes ? 
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A. As a result of my efforts and investigation 
into the possibility of selling my Safe W ay seat 
covers in that way, I have contacted that type of 
concern, such as chain stores and grocery stores, 
but my efforts have always been repulsed due to 
the reaction that they were not suitable for sale 
in that type of stores; and, even though my efforts 
have been taken along those lines, I have never been 
able to find that as a satisfactory outlet for my 
particular product, the Safe Way paper toilet seat 
covers. 

DQ-131 Can you give any specific instance 
where you approached any chain stores, drug stores, 
grocery stores or other private distributors to the 
general public, on the subject of purchasing your 
toilet seat covers under the name “Safe Way for 
under any other trade name or without any name 
and, if so, please explain how you made such ap- 
proach? 

A. A couple of months ago I wrote a few cir- 
cular letters to a number of chain stores, the A & P 
grocery stores, the Safeway grocery stores, S. H. 
Kress & Company and F. W. Woolworth & Com- 
pany. 

DQ-132 And with what result? 

A. Those letters were sent with the idea of see- 
ing if I had been overlooking any possibilities in 
respect to sales to outlets of that kind and I didn’t 
have any satisfactory results at all. The only re- 
plies I had were negative. 
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DQ-133 I now plaee before you what purports 
to he a letter, dated June 19, 1944, on the letterhead 
of Sani-Gard Cover Company, and direeted to 8. H. 
IKKress & Company, Los Angeles, California, and 
signed **Warren Dunnell’’, and ask the notary to 
mark the same for identifieation as Dunnell Exlibit 
R, and ask vou to state if that is one of the letters 
which you have just referred to as having been sent 
by vou. 

A. Yes; this is one of the letters I referred to. 

DQ-184 Who aetnally typed Dunnell Exhibit R 
for identification ? a dgdad. 

DQ-135 Was that the original letter that you 
sent to Kress & Company ? 

A. That is the original letter I sent: ves. 

DQ-136 And who signed the letter Dunnell Ex- 
hibit R? 

A. I signed the letter that was addressed to 
them and the original was returned to me signed 
as “‘S. H. Kress & Co., 0. M. Williams, Manager. 
6/20/H."’ 

DQ-137) After writing the letter Dunnell FEx- 
hibit R, please state whether or net vau mailed it 
to the addressee. 

A. T did: I mailed it in the remilar wav, with 
postage. in the regular United States mails. 

NQ-138 After mailing the letter Dunnell Ex- 
hibit R for identification as vou have just deseribed, 
please explain what next happened to the letter. 

A. The letter was received by me in the mail 
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with the notation shown on the bottom of it and 
signed “‘S. H. Kress & Co., C. M. Williams, Mgr.” 
Mr. Westall: We offer in evidence Dunnell Ex- 
hibit R for identification as Dunnell Exhibit R. 


DUNNELL EXHIBIT R 
In the United States Patent Office Before 
the Examiner of Interferences 
Opp. No. 23,281 
SAFEWAY STORES, INCORPORATED, 


Opposer, 

vs. 

WARREN W. DUN NEL, 
Applicant. 


Deposition of Warren W. Dunnell, Los Angeles, 
Calif., September 12, 19-44. /s/ Ross Reynolds, 
Notary Public. 


[Letterhead]: Sani-Gard Cover Company. 
June 19, 1944 
S. H. Kress & Co., 
621 So. Broadway, 
Los Angeles, Calif. 


Gentlemen: 


We are manufacturers of sanitary paper toilet 
seat covers. 
Before taking wp your time with details of a sales 
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proposition, we should like to inquire if you would 
consider our product as suitable for merchandising 
to the public in your stores? 

Your ideas in this respect at your convenience 
will be much appreciated. 


Yours very truly, 
/s/ WARREN DUNNELL. 


Our opinion is there would not be enuf vol- 
ume in the above item to warrant handling. 


S. H. KRESS & CO., 
/s/ C. M. WILLIAMS, Mer. 
6/20/44. 


I here remind counsel for opposer that there was 
served with the notice of taking of these depositions 
a notice to produee a certain letter, dated on or 
about Jiune 19, 1944, directed to Safeway Stores, 
Incorporated, Los Angeles, California, and signed 
by Warren Dunnell, offering toilet seat eovers for 
sale to Safeway Stores, Incorporated, and T ask 
counsel if he has produced the original letter on 
hehalf of opposer. 

Mr. Hoge: I now hand you two original letters 
from Warren W. Dunnell to Safeway Stores, In- 
corporated and a copy of the reply dated June 29, 
1944. 

DQ-139 (By Mr. Westall): I now place before 
you what purports to be a letter, on the letterhead 
of the Sani-Gard Cover Company, dated June 19, 
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1944, directed to Safeway Stores, Inc., 1925 East 
Vernon Ave., Vernon, Calif.’’ and signed ‘‘Warren 
Dunnell’’, and I ask the notary to mark said letter 
for identification as Dunnell Exhibit 8, and ask 
you if that is one of the letters which you referred 
to as having been sent. An leis: 

DQ-140 Is that a letter that you sent to the 
addressee mentioned in Dunnel]l Exhibit S for :den- 
tification ? femal 1s. 

Mr. Westall: We offer in evidence Dunnell Ex- 
hibit S for identification as Dunnel]l Exhibit S. 


DUNNELL EXHIBIT 8 


In the United States Patent Office 
Before the Examiner of Interferences 


Opp. No. 23,281 


SAFEWAY STORES, INCORPORATED, 
Opposer, 
VS. 


WARREN W. DUNNELL, 
Applicant. 


Deposition of Warren W. Dunnell, Los Angeles, 
Calif., September 12, 1944. /s/ Ross Reynolds, 
Notary Public. 
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[Letterhead Sani-Gard Cover Company] 
June 19 1944 
Safeway Stores Inc., 
1925 East Vernon Ave., 
Vernon, Calif. 


Gentlemen: 


We are manufacturers of sanitary paper toilet 
seat covers. 

Before taking up your time with details of a sales 
proposition, we should like to inquire if you would 
consider our product as suitable for merchandising 
to the public in your stores? 

Your ideas in this respect at your convenience 
will will be much appreciated. 


Yours very truly, 


/s/ WARREN DUNNELL. 


The record should show that Dunnell Exhibit S 
in evidence is one of the letters that was produced 
on behalf of opposer in response to our notice to 
produce. 

DQ-141 I now place before vou a second letter, 
produced on behalf of the opposer in response to 
our notice to produce, on the letterhead of Sani- 
Gard Cover Company, and directed to Safeway 
Stores, Inc., 1925 East Vernon Avenue, Vernon, 
California, and signed ‘* Warren Dunnell,”* and ask 
you if that is one of the letters to which you have 
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heretofore referred as having been mailed by you. 
ie Ohi is. 
Mr. Westall: The notary will kindly mark the 
letter just referred to as Dunnell Exhibit T for 
identification. 


DUNNELL EXHIBIT T 


in the United States Patent Offiec 
Befere the Examiner of Interferences 


Opp. No. 23,281 


SAFEWAY STORES, IN CORPORATED, 
Opposer, 
vs. 


WARREN W. DUNNELL, 
Applicant. 


Deposition of Warren W. Dunnell, Los Angeles, 
Calif., September 12, 1944. /s/ Ross Reynolds, 
Notary Publie. 


Docket Division, U. S. Patent Office, Oct. 19, 1944. 
[Letterhead Sani-Gard Cover Company ] 
Safeway Stores Ine., 
1925 East Vernon Ave., 
Vernon, Calif. 


Gentlemen: 


A few days ago we wrote you asking if, in your 
opinion, our product of paper toilet seat covers 
would be suitable for merchandising to the public 
in your stores. 
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I have been a customer of vours for some years, 
so I thought I might take the liberty of asking your 
advice in this respect. 

A reply would be appreciated. 


Yours very sincerely, 


/s/ WARREN DUNNELL. 


DQ-142 That is your signature appended to the 
letter, is it not, ‘*Warren Dunnell,’’ referring to 
Dunnell Exhibit T for identification ? 

D. lias. 

Mr. Westall: We offer in evidence the letter 
Dunnell Exhibit T for identification as Dunnell 
Exhibit '. 

DQ-143 I place before you what purports to 
be a letter on the letterhead of Safeway Stores, Inc., 
1925 East Vernon Avenue, Los Angeles, California, 
dated June 29, 1944, and addressed to Sani-Gard 
Co., and signed “J. B. A. Brennan, Purchasing 
Department,’’ and ask you if that is an original 
letter which you reeeived through the mail from 
Safeway Stores, Incorporated, at or about the time 
of its date. 

A. This is the original letter that I received 
from Safeway Stores on or about the date of June 
29, 1944. 

Mr. Westall: We offer the letter last identified 
by the witness in evidenee as Dunnell Exhibit U. 
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DUNNELL EXHIBIT U 


In the United States Patent Office 
Before the Examiner of Interferences 


Opp. No. 23,281 


SAFEWAY STORES, INCORPORATED, 
Opposer, 
vs. 


WARREN W. DUNNELL, ia 
Applicant... 


Deposition of Warren W. Dunnell, Los Angeles, 
Calif., September 12, 1944. /s/ Ross Reynolds, 
Notary Publie. 


Docket Division, U. S. Patent Office, Oct. 19, 1944. 
[Letterhead Safeway Stores] 


Sani-Gard Co., 
3101 Pasadena Ave., 
Los Angeles, 31, Calif. 
June 29, 1944 
Gentlemen: 


We thank you for your letter offermg us paper 
toilet seat covers, and we regret to advise that up 
to the present time we have not approved of sueh 
an item for resale in our Stores. 

Should our policy in this regard change at any 
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time in the future, we shall be happy to discuss the 
matter with you. 
Yours very truly, 


SAFEWAY STORES, 
INCORPORATED, 
/s/ J. B. A. BRENNAN, 
Purchasing Department. 


I here give notice, under Patent Office Rule 
154(e), to counsel for opposer, that I will use at 
the hearing of this opposition proceeding as a 
printed publication or official record of the Patent 
Offiee, as evidence on behalf of Appheant Dunnell 
herein, the file wrapper and contents, the speeifica- 
tion, drawings and registration, of Trademark 
329,627, by the Morton Manufacturing Company of 
Chieago, Llinois, registered November 5, 1935, of 
the trademark ‘“‘Safe-Way’’ as applied to metal 
cabinets for paper toilet seat covers, a printed copy 
of a statement of which furnished by the Patent 
Office | here produce and ask the notary to mark 
for identification as Dunnell Exhibit V. 

DQ-144 [I place before you Dunnell Exhibit V 
for identification and ask you to state whether or 
not if you know the Morton Company of Chicago, 
Iijlinois, mentioned therein, is the same company to 
whieh you have heretofore referred as having fur- 
nished you Safe Way toilet seat covers and Safe 
Way cabinets? A. Ip is the same: 
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DQ-145 Still referring to Dunnell Exhibit V 
for identification, please state if you know when 
and under what circumstances the Morton Manu- 
facturing Company of Chicago, mentioned in said 
Exhibit V for identification, first applied the name 
“Safe Way” to metal cabinets for paper toilet seat 
covers. 

A. They first applied it on paper toilet seat 
cover dispensing cabinets when I sent them my 
orders, the first order being No. 216, which cabinets 
were made and labeled with the name ‘‘Safe Way”’ 
at my direction. 

DQ-146 In referring to Order No. 216, you are 
referring to Dunnell Exhibit F for two Safe Way 
seat cover cabinets (wall type), are you not? 

A. That is correct. 

DQ-147 And which you say were furnished to 
you? A. They were. 

Mr. Westall: We offer Dunnel!l Exhibit V for 
identification in evidence as Dunnell Exhibit V, also 
relying upon the notice of reliance upon official 
records and publications of the Patent Office as 
heretofore stated. 

DQ-148 I notice in Dunnell Exhibit V it is 
stated that the name ‘‘Safe-Way”’ is for metal cabi- 
nets for paper toilet seat covers. Please state if you 
know for whose toilet seat covers such cabinets were 
made. 

A. They were made for my Safe Way paper 
toilet seat covers. 
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DQ-149 Do you know Jolin H. Mengler, the 
witness who just preceded you in giving his depo- 
sition in this proceeding? Biss. alalthor 

DQ-150 When and under what circumstances 
did you first become acquainted with the said John 
H. Mengler? 

A. It was in December, 1933 when 1 approached 
the Whedon Paper Converting Corporation with re- 
spect to their manufacturing and converting Safe 
Way paper toilet seat covers for me. 

DQ-151 You were present and heard the testi- 
mony of John H. Mengler, were you not? 

A. I Was. 

DQ-152 Please state whether or not vou agree 
with the statements given by John H. Mengler dur- 
ing the course of his examination in this proceeding. 

A. ido, 

DQ-153 Is John Hf. Mengler interested in any 
manner in your business of the sale of paper toilet 
seat covers under the trademark ‘‘Safe Way” or 
has he ever been so interested ? 

A. He is interested to the extent of having his 
small shop in connection with my factory and, in 
my absence from the factory, he takes care of cer- 
tain details of my business. 

DQ-154 Does he individually run his own shop? 

A. He does. 

DQ-155 Please state whether or not John H. 
Mengler has ever had an opportunity to observe the 
nature and extent of your business in the sale of 
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paper toilet seat covers labeled with the trademark 
‘Safe Way,’ explaining your answer fully. 

My. Hogue: I object to that on the ground it 
calls for a conclusion and on the further ground 
testimony has already been given by Mr. Mengler 
himself. 

Mr. Westall: It is merely corroboration. 

A. Having his shop in the same location with 
my factory, he has, of course, had the very best of 
opportunities to observe my manufacturing’ opera- 
tions and my shipping operations and particularly 
with respect to handling certain parts of my busi- 
ness when I was not there, such as inquiries that 
came in, phone ealls, shipments and so forth. 

Mr. Westall: J here give notice to counsel for 
opposer, under Patent Office Rule 154(e), that I 
will use at the hearing of this opposition proceeding, 
as printed publications or official records of the 
Patent Office and as evidence on behalf of Apph- 
cant Dunnell herein, the specification, drawings and 
registration of each of the trademark applications 
and registrations which I now list. A copy of the 
statement of each of said registrations furnished 
by the Patent Office will also, for the sake of clarity, 
be offered in evidence. 

These listed trademark statements are all offered 
in evidence as Dunnell Exhibits W-1 to W-16 in- 
clusive, in the order of their listing. 

Mr. Hoge: They are objected to on the ground 
they are irrelevant and immaterial. | 
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Mr. Westall: They are as follows: 

Exhibit W-1, Trademark 346,868, registered June 
8, 1937, to the Uecker Equipment Company ; 

Exhibit W-2, Trademark 403,449, registered Sep- 
tember 28, 1943, to Southern Independent Oil and 
Refining Company ; 

Exhibit W-3, Trademark 196,097, registered 
March 10, 1925, to American Motor Body Corpo- 
ration; 

Exhibit W-4, Trademark 213,022, registered May 
18, 1926, to Modern Office Devices, Inec., of New 
York; 

Exhibit W-5, Trademark 261,352, registered Sep- 
tember 17, 1929, to Herman Pintel, doing business 
as Arlington Products Co.; 

Exhibit W-6, Trademark 262,413, registered Oc- 
tober 8, 1929, to Elgin Rowland Parker, doing busi- 
ness as Merit Manufacturing Co., of Los Angeles, 
California; 

Exlubit W-7, Trademark 268,138, registered 
March 11, 1930, to Frank J. Quigan, Inc.; 

Exhibit W-8, Trademark, 271,445, registered 
June 3, 1930, to Safeway Sales Corporation, of Bos- 
ton, Massachusetts ; 

Exhibit W-9, Trademark 285,750, registered Au- 
gust 4, 1931, to the Logan-Long Company; 

Exhibit W-10, Trademark 287,569, registered Sep- 
tember 29, 1931, to Dean Rubber Manufacturing 
Company ; 

Exhibit W-11, Trademark 306,075, registered 
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September 5, 1933, by Alexander J. Forbes, doing 
business as Safeway Laboratories, Oakland, Cali- 
fornia; 

Exhibit W-12, Trademark 324,981, registered 
June 4, 1935, by Clopay Corporation; 

Exhibit W-13, Trademark 330,655, registered 
December 10, 1935, to Robert M. Culley, doing busi- 
ness as Safeway Tire Patch Manufacturing Com- 
pany, South Gate, California ; 

Exhibit W-14, Trademark 333,604, registered 
March 31, 1936, to Rein A. Uecker, Inc.; 

Exhibit W-15, Trademark 341,742, registered 
December 22, 1936, to Safeway Products Corpora- 
tion, New York, N. Y., and 

Exhibit W-16, Trademark 344,871, registered 
April 6, 1937, to Western Containers, Ine. 

You may cross-examine. 


Cross- Examination 
By Mr. Hoge: 

XQ-156 My. Dunnell, referring to Dunnell Ex- 
hibits W-1 to -16, inclusive, at the time you adopted 
the trademark ‘‘Safe Way” for your product, had 
you ever heard of any of these other concerns or 
their use of the name ‘‘Safe Way ?”’ 

A. No; I had not. 

XQ-157 You had heard, however, or did know 
of a grocery business being conducted under the 
name of Safeway ? 

A. Not at that particular time in 1933, when I 
first adopted and used that name. 
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XQ-158) = You didn’t know at that time that there 
was a grocery company in Los Angeles operating 
under the name of Safeway or Safeway Stores? 

A. I wouldn’t know that there was; no. 

XQ-159 You had never patronized any of those 
stores ? 

A. Oh, yes; I have. JIineveeent. years; 1 have 
bought many items of groceries and taken them 
home from Safeway Stores. 

XQ-160 But you hadn’t in 1933 or prior thereto ? 

A» 1 don't teGalle no: 

XQ-161 You may have done so? 

A. I might have if there were such concerns in 
existence at that time, but T don’t remember if 
there were in Los Angeles. 

XQ-162 You can’t say whether or not you had? 

A. J would say that I don’t recall of ever having 
done it; no. 

XQ-163 Mr. Dunnell, you say you agree with 
the testimony of Mr. Mengler. Do you recall that 
he said that all the cartons were marked with the 
name ‘‘Safe Way’'? A. Wes. 

XQ-164 That is not correct, is it? 

A. Yes; that is correct. We marked them with 
a rubber stamp, I believe, the very first cartons, 
which was more or less a very temporery proposi- 
tion. Just when we were getting started, we marked 
them and packed them in that way. 

XQ-165 Doesn’t your tabulation show you were 
still selling at that time and for several years after 
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that, that is, 1983 and several years after that, 
paper covers under the name of ‘‘Sani-Gard’’? 

iy IS 

XQ-166 Were those boxes marked ‘‘Safe Way” 
also or ‘‘Sani-Gard’’? 

A. I had better explain. That is a different 
type and style of seat cover and that was marked 
with the brand ‘‘Sani-Gard’’ because it was an 
entirely different article apart from the Safe Way 
toilet seat cover. 

XQ-167 Wasn’t it a toilet seat cover that was 
used to cover the toilet and flush down the drain 
afterwards ? A. Qh, yes. 

XQ-168 Just a different shape, is that right? 

A. That is right; that is the idea. 

XQ-169 And you were selling those toilet seat 
covers under the name of ‘“‘Sani-Gard’’ as well as 
under the name ‘‘Safe Way’’? 

A. Thatis right. That was before I started sell- 
ing Safe Way seat covers and was selling Sani- 
Gard seat covers. 

X@-170 And afterwards? 

A. And afterwards for a short period. 

XQ-171 Mr. Mengler also testified, I believe, 
that practically all sales were made to jobbers. I 
understand from you that you make a good many 
sales to consumers or, rather, to operators of rest- 
rooms who buy for purposes of consumption on the 
premises, is that correct ? 

A. My business to start with was done primarily 
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as a direct sale to consumers and by consumers I 
mean locations and coneerns operating public rest- 
rooms, and was not a resale proposition through 
jobbers. That was done because there was not any 
particular interest in the item of seat covers at that 
time and it required a considerable amount of 
missionary effort and sales work to establish the 
item as a desired article of merchandise. Tiowever, 
within a eomparatively short period of time, the 
business developed from being a very small loeal 
business in 1938L and 1932 to being an interstate 
business and that required a resale proposition 
through jobbers. So that I then started in increas- 
ing my volume of business by means of selling 
through jobbers such as Mr. Mengler referred to. 

XQ-172 But you have continued to sell to con- 
sumers, I suppose ? 

A. I discontinued practically altogether selling 
to consumers direct. 

XQ-173 You said that the Morton Mannufae- 
turing Company first used the name ‘‘Safe Way”, 
which they registered with the Patent Office, on 
the dispensing eabinets of yours? 

A. That I ordered; yes. 

XQ-174 How do you know that? 

A. Well, I had not heard of them or anyone 
else ever using the name of ‘‘Safe Way’’ on dis- 
pensing cabinets, and they had been selling me 
Sani-Gard seat covers. So I was familiar with 
their particular product and was absolutely certain 
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that they had not labeled cabinets with the name 
‘‘Safe Way” before I ordered them and asked them 
to do my cabinets in that way. 

XQ-175 Is that based on any statement from 
them or just an assumption of yours? 

A. No; that is an assumption of mine. 

XQ-176 I think you said you had been a cus- 
tomer of the Safeway Stores from time to time 
for a number of years, is that correct? 

A. For the past few years I have bought items 
from them. 

XQ-177 Can you say how many years? 

A. Oh, I would say for the past three or fonr 
years. 

XQ-178 Referring to these letters which you 
wrote to the A. & P., Safeway, Kress and Wool- 
worth, which have been introduced, was that for 
the purpose of attempting to find a market for 
these seat covers in retail stores? 

A. Yes. When the opposition proceeding was 
filed against my application for this trademark 
‘Safe Way’, I was advised about it, of course, 
by my attorney and I was rather surprised that 
any opposition should be encountered from a con- 
cern such as the Safeway grocery stores. This was 
because | had previously found that there was no 
prospect of my sellmg paper seat covers to con- 
cerns of that kind and the thought oecurred to me 
that possibly I had been overlooking some prospects 
and that is was something that I had neglected, 
and so I wrote those letters mentioned. 
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XQ-179 Wasn’t it primarily for the purpose 
of proving they were not interested in selling them ? 

A. Well, it oecurved to me that possibly condi- 
tions had changed sinee I had previously tried to 
secure an outlet in that way and, if so, I wanted to 
know about it. But the letters that were received 
confirmed my supposition and belief that that was 
was not an item that was salable in stores of that 
kind, 

XQ-180 Why did you stop selling your other 
types of seat covers under the names of ‘‘Sani- 
Gard”’ and ‘ Vend-Gard’’? 

A. Well, primarily, the Safe Wavy seat cover 
proved to be a more satisfactory seat cover. 

XQ-181 There was more demand for that par- 
ticular one that was sold under that name, was 
there? 

A. There wasn’t any more demand except that 
I created it as a result of my sales efforts, and it 
was probably a better salable item and a more 
satisfactory produet because of the difference in 
construction of the seat cover itself and dispensing 
eabinet. 

XQ-182 You said it was probably a better prod- 
uct. Was there any other reason for your pushing 
that particular one? 

A. Not any other particular reason. 

XQ-183 Isn't it a fact that yon find that js@at 
covers under that name are easicr to sell than seat 
covers under the other names? 
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A. No; I wouldn't say they are easier to sci. 
Any brand name is hard enough to sell from my 
experience. 

XQ-184 Then, you don’t consider the name par- 
ticularly important in the sale of this product? 

A. Well, I think that it is very important with 
respect to my product Safe Way paper toilet seat 
covers because I used that name for a long period 
of time, since 1933, and I established my business 
of merchandising paper seat covers under that 
name for all these years and throughout the United 
States. 

XQ-185 But you have always used the name 
““Sani-Gard Cover Company”’ or ‘‘Sani-Gard Sales 
Company”’ in connection with it, haven’t yeu? 

eee iiat is right. 

XQ-186 So that none of your customers think 
of it as a product of Safeway ? 

A. I have never heard that they ever thonght 
of it as that at all; no. 

XQ-187 But would you say it is possible, then, 
in view of the fact you have used that name so long? 

A. No; I wouldn’t think so. 

XQ-188 Then, you don’t think that name is 
particularly important? 

A. Yes; I think it is very important from the 
point of view, as I have previously expressed, of 
my having built up a large business under that 
name. If I had adopted some other name and 
spent the time and years and effort I have in build- 
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ing it up under that name, then I would say that 
name also would be very important. 

XQ-189 Are all these paper seat covers sold 
in cabinets? T mean are they dispensed in cabinets ? 

A. Yes; that is a general way of doing it. Some- 
times they take a pad and maybe hang it on the 
wall. During the present emergency, we have 
found it diffienlt to buy steel cabinets, so we just 
take the pad and put it in the restroom without 
the cabinet. 

XQ-190 In all of vour labels and designations 
of name you show the name ‘‘Sani-Gard Cover 


a9 


Company’? except in the wrappers on the paper 
pads, is that correct ? 

KA. ‘That is: correct. And I will explain wif 
that is done if you wish to have me do so. 

XQ-191 Yes. 

A. That band is put around 100 or the quantity 
of covers that are made up into a pad and that 
pad is inserted then into the steel dispensing cab- 
inet and is not seen by the public or anyone else, 
and the name would merely require more printing 
on a narrow band there which hasnt much more 
room on it and it would serve no particular purpose. 

XQ-192 But in these cases vou just mentioned, 
where the packages of covers are put in the rest- 
room without being in a cabinet, then there is no 
indication of the source or name of the product 
except the name ‘‘Safe Way’’. is that correct? 

A. They don’t do that with this particular type 
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because it would be very wasteful. It would have 
to be put up in some kind of a ¢lup board envelope 
like some other brands of covers. In other words, 
the particular way in which this particular cover 
is made which is called “Safe Way” is there is 
nothing to hold the sheets together other than this 
band around the covers, which has a cardboard 
back and this band pasted onto that cardboard 
back. So that it would be a very wasteful proposi- 
tion to have them used in that way and I doubt 
that our Safe Way covers have been used in that 
way. They never have to my knowledge. 

XQ-193 Do you still make the Sani - Gard 
covers ? De No, sir. 

XQ-194 Didn’t I understand you to say that 
in some places the covers are dispensed as is, with- 
out being put in a cabinet? 

A. I have a eover which I eall by the name 
‘‘Pro Tex’’ and it is made up in an envelope so 
that it can be used in a restroom without a dis- 
pensing cabinet. 

XQ-195 Is it true, then, that none of these seat 
covers which are wrapped with this binder Exhibit 
M are sold not in dispensers ? 

A. No; they would not be used that way, I am 
sure. It would be a very wasteful means of use and 
a concern would immediately stop buying them 
if they found people using them im that way, I 
am sure, without a dispenser. 

XQ-196 Why is that? 
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A. Well, people are very careless in public 
restrooms. In my experience, I have found they 
are very likely to abuse privileges that are given 
them in respect to furnishing paper toilet seat 
covers. 

XQ-197 Do vou mean they will take out more 
than one at a time? Is that what you mean? 

A. Yes; and women might use them in ways 
which would not be quite appropriate. 

XQ-198 I understood in your testimony in chief 
that this wrapper Exhibit M was placed on all of 
the seat covers that vou manufactured, is that right? 

A. Only on the Safe Way paper toilet seat 
covers. 

XQ-199 But you are, in addition, selling them 
under another brand? 

A. I am selling another cover; ves. 

XQ-200 Is that shown on vour tabulation? May 
I see that hist? 

A. That wouldn't be shown on that list because 
it is something I have recently put on the market. 
since 1941. 

XQ-201 How many of those do vou sell? 

A. Not very many. 

XQ-202 You have no war of telling, have you, 
whether seat covers containing this wrapper Iix- 
hibit M are not sold without the use of dispensers 
or dispensing cabinets? 

A. TI have knowledge from the experience m 
my business that no one has ever used them in 
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that way that I know of, that is, without a dis- 
peusing cabinet. 

XQ-203 Your testimony about seat covers being 
used without a dispensing cabinet did not refer to 
Safe Way seat covers, is that right? 

A. That is correct. I might explain that since 
the war came upon us we have had difficulty in 
getting steel to make dispensing eabinets. So that 
is the reason I have made up this so-called Pro Tex 
paper toilet seat eover, which is in a chip board 
envelope which can be put in a restroom and used 
without a paper dispensing cabinet. 

XQ-204 And does that have any arrangement 
to keep them from getting more than one at a time? 

A. Yes. It is a much different type. 

XQ-205 How is it sold? Is it in an envelope? 

A. I should say yes; it is in a carddoard type 
of envelope. 

XQ-206 Is it arranged so that only one comes 


out at a time? A. That is right. 
XQ-207 Can you furnish us with one of those 
envelopes ? A. Sure. 


XQ-208 What is the extent of your advertising, 
Mr. Dunnell? By that I mean have you ever done 
any general advertising such as in newspapers and 
magazines of general circulation? 

A. No, I have never advertised in that wav. 

XQ-209 Your advertising has just been to the 
trade, so to speak? 

A. That is correct. We have never catered to 
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the general public with our product beeause it is 
not a product that they buy at a general merchandise 
store. They go to a grocery store or some other 
tvpe of a store to buy things which they take home 
and either eat or use. Our product is sold to loca- 
tions that are furnishing these without any charge 
to their customers that use their publie restrooms. 

XQ-210 How did it happen that you didn’t 
register this mark before you attempted to reg- 
ister it? 

A. Well, I suppose it was a matter of neglect 
on my part. 

XQ-211 Had you ever discussed that before you 
decided to make this registration or ever thought 
about it? 

A. I never discussed it with Mr. Westall before 
this application was filed for this present regis- 
tration. 

XQ-212 Did you ever discuss it with anybody 
else? A. Not that I recollect. 

XQ-213 Did it oecur to yon that there might 
be an opposition? Is that the reason that you 
didn’t attempt to register it before? 

A. No; that wasn't the reason. 

XQ-214 You sold for the first several years a 
paper seat cover under the name of ‘‘Sani-Gard”, 
is that correct? A, That is correct; s@2 

XQ-215 How many years was it, by the way? 

A. About six years. 

XQ-216 And did you find any trade resistance 
to that name? A. Not to the name. 
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XQ-217 You had put in a good deal of cftort 
in sellmg under that name, hadn’t you, in the six 
years? 

A. Yes; I certainly had as a source of supply 
for paper toilet seat covers. 

XQ-218 Then, why did you change to the name 
“Safe Way’’? 

A. Because the Sani-Gard toilet seat cover had 
a dispensing cabinet, of course, and that dispensing 
eabinet I had distributed throughout many terri- 
tories 

XQ-219 That was your business, was it? 

A. That is right. I had a considerable volume of 
business built up on that particular cover with that 
Sani-Gard dispenser. And, when I found this Sani- 
Gard cover was not satisfactory in every respect 
and there were certain objections to it, I conceived 
the idea of this cover which we call now ‘‘Safe 
Way”. The ‘‘Safe Way’’ cover was an entirely 
different cover as far as type and construction is 
concerned, particwarly with respect to bemg suit- 
able for use in a Sani-Gard cabinet. In other words, 
you couldn’t use a Safe Way seat cover in a Sani- 
Gard cabinet because of its construction and the 
form in which it was made up. So it was perfectly 
natural that I should adopt some other trade name 


for this seat cover which I started making in 1983 
and selling at that time because there would have 
been a great confusion in respect to ordering seat 
covers for my different customers at one time and 
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another. You couldn't call the new cover “‘Sam- 
Gard’* because then they would be wanting seat 
covers for use in Safe Way cabinets and get the 
wrong kind of merchandise and vice versa. 

XQ-220 Assuming that you did name it ‘‘Safe 
Wavy’’, you named it ‘‘Safe Way’’ so as to avoid 
confusion, is that right? 

A. Yes; I had to adopt a different name. 

XQ-221 You did eventually give up your other 
model, the Sani-Gard model, didn't vou? 

A. Yes, because, as I said, it hadnt proven 
satisfactory. 

XQ-222 Didn’t it occur to vou to just change 
the model and still sell it under the same name? 

A. No; I had too many dispensing cabinets out 
under the name ‘‘Sani-Gard”’. I had continued sell- 
ing those over a period of years. 

XQ-223 You say you gave a great deal of 
thought to the adoption of a name that would be 
acceptable to customers. Just what factors did 
you take into consideration in selecting the name 
‘Safe Wigs ?? 

A. Well, the factors that I took into considera- 
tion would be a name that was—— 

XQ-224 [mean just what they were at the time, 
so fay as you recall. 

A. Just what is it that you want to know? 

XQ-225 I want to know what factors you took 
into consideration. I mean your answer started 
out with ‘‘would be’’ and I wanted to make it clear. 
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It isn’t what you think now but what you thought 
then. 

A. A name that would be simple and easily re- 
membered. I can’t think of anything else particu- 
larly that I would take into consideration. 

XQ-226 At that time hadn’t you seen advertis- 
ing by Safeway in the local papers? 

A. As I said before, I don’t recall that I knew 
of the existence of any Safeway Stores in Los 
Angeles at the time I first started in selling and 
merchandising Safe Way covers. 

XQ-227 If I tell you that they started selling in 
Los Angeles under that name in 1926, would that 
refresh your recollection any? 

A. Not particularly although I wouldn't, of 
course, deny that they did have stores here at that 
time or sold under that name. 

XQ-228 Do you remember the Sam Selig 
grocery stores? 

A. I think that was before I ever caine to Cali- 
fornia. 

XQ-229 When did you first come here? 

A. In 1928, I believe. 

XQ-230 Yes; that would be before your time. 
But you can’t say it is not possible that you may 
have patronized a Safeway Store or seen Safeway 
advertising before you adopted its name? 

A. I would say at that period in my life I was 
not patronizing grocery stores at all; that I prob- 
ably had my wife do all marketing. But my present 
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inarital relationship is such that I have to do some 
of the marketing myself. 

XQ-231 You were married and living at home 
at that timed A. That is right. 

XQ-232. Mr. Dunnell, I will show you a number 
of clippings from local newspapers for the past 
vear or so and ask you to look at a few of those and 
say whether you have ever seen advertising like 
that by Safeway. 

Mr. Westall: The question is objected to, first, 
heeause it is not proper cross-examination; second, 
because it is an apparent effort on the part of the 
opposer to insert new specimens not mentioned in 
the notice of opposition and of which copies were 
not furnished to applicant after the filing of the 
notice of opposition, and which we have not had 
a chance to examine to the present time, and the 
receipt in evidence, under the guise of ¢cross-ex- 
amination or otherwise, is contrary to the ruling 
of the Examiner of Interferences in the office action 
of May 20, 1944, in which, after applicant had im- 
sisted that the service was not completed in that 
all specimens of advertising had not heen furnished 
and there was a confusion as to what specimens 
of advertising or labels would be used, the examiner 
in said last-mentioned office action, of May 20, 1944, 
stated that the opposer would be hereinafter cor- 
respondingly restricted in its proofs and the sub- 
mission of such specimens is deemed te constitute 
a sufficient compliance with the requirements of 
Trademark Rule 56 relative thereto. 
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We remind that at the time of our letter to the 
Patent Office, calling attention, among other things, 
to the fact that the notice of opposition was not 
complete until we received the specimens referred 
to therein, we also consented to filing by opposer 
of an amended and substituted notice of opposition 
to incorporate any new averments or any new speci- 
ments of advertising upon which opposer would 
rely, and which offer was not accepted, the restric- 
tion to those already served and now on file being 
thereafter made as stated; third, we also object to 
any consideration of the very numerous newspaper 
clippings now shown to the witness for the reason 
that many of them are undated; fourth, objection 
is also made that apparently opposer is now, under 
the guise of cross-examination, attempting to put 
in evidence in chief notwithstanding the restriction 
mentioned. 

And we remind that the depositions on behalf 
of opposer were closed immediately after the taking 
of the deposition of the only witness, Milton I. 
Selby, on August 8, 1942, with the statement by the 
attorney Mr. Wilde, ‘“‘Depositions on behalf of op- 
poser have been completed and its case is closed.” 

Mr. Hoge: I would like to say that these docn- 
ments are offered in connection with the cross- 
examination. And, also, I hereby give notice that 
they will be offered as printed matter pursuant to 
Rule 154 (e) of the Rules of Practice of the United 
States Patent Office. 
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Will you read the question, please? 


(Question read by notary.) 


A. Jn reading the newspapers, J undoubtedly 
have casually observed such advertisements of Safe- 
way Stores. 

Mr. Hoge: I will offer those in evidence as Op- 
poser’s Exhibits 42-1 to 42-49 inclusive. 

Mr. Westall: They are objected to on the ground 
they are not proper eross-examination; on the 
ground, also, that it is an attempt to disregard the 
restriction of the examiner of interferences of May 
20, 1944, and to insinnate into the record evidence 
in chief: also. on the ground that it is ont of order 
now to consider any such evidence heeanse the de- 
positions on behalf of the opposer were closed over 
a month ago; and, furthermore, that the newspaper 
clippings are, many of them, undated and no foun- 
dation has been laid to support their introduetion 
in evidence; and, furthermore. they are much too 
late, as those that are dated are of dates apparently 
late in 1943 and most of them in 1944, long after the 
filing of the application for registration or the filmg 
of the notice of opposition. And upon such grounds 
thev also are totally irrelevant and immaterial to 
anv issue in this case. 

XQ-233 (By Mr. Hoge): At any Tatemeaiae 
Dunnell, vou have realized for some time. have vou 
not, that Safeway has been making an extensive 
advertising campaign with the use of the name 


Warren W. Dunnell slic 


Plaintiff's Exhibit No. 83—(Continued) 
(Deposition of Warren W. Dunnell.) 
“Safeway”? appearing in its advertisements? 

A. No; I wouldn’t say that I realized that; no. 

XQ-234 You do now realize it, don’t you? 

Mr. Westall: That is objected to on the ground 
that counsel is assuming that he has proved the 
advertisements and expects that the witness will ac- 
cept such assumption which has not heen proven and 
is not in evidence. 

A. If these advertisements just shown to me 
are recent advertisements, as it cannot be deter- 
mined, of course, from those which have no dates, 
I should say, of course, that they are doug a fair 
amount of advertising. 

XQ-235 (By Mr. Hoge): Did you read the de- 
position of My. Selby, Mr. Dunnell ? 

A. No; I did not read it. 

XQ-236 He states in that deposition, in answer 
to Question No. 238, that the company, referring, of 
course, to Safeway Stores, Incorporated, expended, 
in 1943, for advertising of all kinds, the total 
amount of $3,600,000 odd. Assuming that to be 
true, it is apparent to vou, is it not, that you are 
reaping a considerable benefit from something that 
the Safeway Stores, Incorporated, is doing? 

Mr. Westall: That is objected to as not proper 
eross-examination and upon each of the grounds 
heretofore stated in the objections to the receipt 
in evidence of the voluminous newspaper clippings 
referred to. 

A. I cannot see that I am now or ever have re- 
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ceived any benefit from any of the advertising done 
by Safeway Stores, Incorporated. 

XQ-237 (By Mr. Hoge): You don’t think that 
the public’s familiarity with that name and aceept- 
ance of that name does vou any good? 

A. I don’t think they connect it with paper 
toilet seat covers In any way. 

XQ-238 Don’t you think, as a matter of fact, 
at least to the average housewife, the name ‘‘Safe- 
way’’ suggests a grocery store? 

A. Not any more than it would possibly some- 
thing else. I don’t know how the American house- 
wife’s mind works. 

XQ-239 So far as you personally are concerned, 
aside from your own use of it, vou have never heard 
of any other use of it except by a grocery store, 
have you? Didn’t you so testify a while ago or am 
I correct ? 

A. T testified, as I recollect, that I was not 
familiar with any of the particular exhibits which 
were—— 

XQ-240 Which show the registration of the 
name ‘‘Safeway’’? 

A. Which showed the registration of the name 
‘‘Safeway’’; that is right. 

XQ-241 And you were not familiar with them 
until just recently, when counsel called your at- 
tention to them, is that eorrect ? 

A. That is correct; yes, sir. 

XQ-242 Are you familiar with any other use 
of that name? 
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A. Since the institution of this opposition pro- 
ceeding, my attorney has brought to my attention a 
number of other products that are called by the 
name ‘‘Safe Way”’. 

XQ-243 But before that you knew only your 
own product and the grocery business use, didn’t 
you? 

A. Imay during the past years, which is very 
difficult for me to remember all about, have come 
across the name, ‘‘Safe Way’’ for some product of 
one kind or another and I may have had it brought 
to my attention but I don’t recall any specific in- 
stances at this time. 

XQ-244 But you do recall the use of the name 
in connection with grocery stores? 

A. Well, I do know that there are Safeway 
grocery stores located at the present time in Los 
Angeles. 

XQ-245 And you have been familiar with that 
fact for a number of years? 

A. For the last three or four years. 

XQ-246 And possibly before? 

A. I wouldn’t say possibly. 

XQ-247 You wouldn’t say probably and you 
wouldn’t say possibly, either? 

A. It might be possible but I would have to 
draw upon my imagination considerably, T imagine, 
to figure out just exactly when it was that I first 
knew about a Safeway Store in Los Angeles. 
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XQ-248 You just don’t recall when that was, is 
that correct? A. That is correct. 

Mr. Hoge: That is all. 

Mr. Westall: No redirect examination. I now, 
in order to avoid the possibility of overlooking the 
introduction of some exhibit which has been marked 
for identification, re-offer each of said exhibits in 
evidence that were referred to in this witness’ testi- 
mony as exhibits bearing the letter or number by 
which they were identified. 

Mr. Hoge: I make the same objection as was 
made to any exhibit at the time. 

Mr. Westall: The testimony on behalf of the 
applicant Dunnell is closed. 


/s/ WARREN W. DUNNELI. 


State of California, 
County of Los Angeles—ss. 


I, Ross Reynolds, a notary publie within and for 
the County of Los Angeles and State of California, 
do hereby certify that the foregoing depositions of 
John H. Mengler and Warren W. Dunnell were 
taken on behalf of the Applicant, in pursuance of 
the notice hereto annexed, before me, at Room 225 
Wilson Building, 132 West First Street, in the City 
of Los Angeles, in said County, on the 12th day of 
September, 1944; that said witnesses were by me 
each duly sworn before the commencement of the 
testimony of such witnesses, respectively; that with 
the written consent of all parties present, as at the 
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beginning of said depositions indicated (the stipu- 
lation showing said consent being attached hereto), 
the said depositions of each of said witnesses was 
taken down stenographically by me and afterwards 
transcribed or typed by Mildred Diggins, under my 
directions and in my presence; that the opposing 
party, Safeway Stores, Incorporated, was rep- 
resented by counsel, as noted below the caption of 
said depositions, during the taking of said testi- 
mony; that said testimony was taken at the .place 
aforesaid, and was commenced at the hour of 10:00 
o'clock a.m. on the 12th day of September, 1944, 
and was continued to the hour of 12:00 o’clock noon 
of said day, at which time an adjournment was 
taken to the hour of 2:00 o’clock p.m. of said day; 
that said testimony was resumed, pursuant to the 
said adjournment, at the hour of 2:00 o’clock p.m. 
of said day and was continued to the hour of 4:30 
o'clock p.m. and was concluded at that hour on 
said date; that the depositions were read hy each 
of said witnesses before the witnesses signed the 
same, and that they signed the same in my presence. 

1 further certify that I am not connected by blood 
or marriage with either of said parties, nor in- 
terested. directly or indirectly. in the matter in 
eoutroversy. 

T further certify that the exhibits herewith en- 
closed were marked by me as is more particularly 
set forth in the index hereof and were offered in 
evidence by the respective counsel as in more par- 
tieularly hereinbefore shown. 
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In testimony whereof, I have hereunto set my 
hand and affixed my seal of office at Los Angeles, 
in said County, this 11th day of October, 1944. 


[Seal] /s/ ROSS REYNOLDS, 
Notary Public in and for the County of Los An- 
geles, State of California. 
[Endorsed]: Filed March 12, 1947. 


[Endorsed]: No. 11806. United States Circuit 
Court of Appeals for the Ninth Circuit. Safeway 
Stores, Inc., a corporation, Appellant, vs. Warren 
W. Dunnell, Appellee. Transcript of Record. 
Upon Appeal from the District Court of the United 
States for the Northern District of California, 
Southern Division. 


Filed December 2, 1947. 


/s/ PAUL P. ORIN, 
Clerk of the United States Circuit Court of Ap- 
peals for the Ninth Circuit. 
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United States Circuit Court of Appeals 
for the Ninth Circuit 


No. 11806 


SAFEWAY STORES, INCORPORATED, 
a corporation, 
Appellant, 
VS. 


WARREN W. DUNNELL, 
Appellee. 


STATEMENT OF POINTS ON WHICH AP- 
PELLANT INTENDS TO RELY ON AP- 
PEAL, AND DESIGNATION OF THE 
PARTS OF THE RECORD WHICH AP- 
PELLANT THINKS NECESSARY FOR 
THE CONSIDERATION THEREOF 


To the United States Cireuit Court of Appeals for 
the Ninth Cireuit, and to the Clerk of Said 
Court: 


Now comes appellant in the above-entitled and 
numbered case and pursuant to subdivision 6 of 
Rule 19 of the Rules of the above-entitled Court 
files with the Clerk of said Court the following 
statement of the points upon which appellant in- 
tends to rely on the appeal, and designates the fol- 
lowing designated parts of the record which appel- 
lant thinks necessarv for the consideration thereof. 


Statement of Points to Be Relied Upon 


J. There was no evidence, and in anv case no 
sufficient evidence, to overcome the findings and 
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decision of the Examiner of Interferences of the 
Patent Office and the findings and decision of the 
First Assistant Commissioner of the Patent Office 
that appellee’s use of the name ‘‘Safe Way’? is 
likely to cause confusion and mistake and to deceive 
purehasers. and that registration thereof is pro- 
hibited by the Federal Trade Mark Act. Both the 
Examiner and the Assistant Commissioner found 
and decided (1) that the name Safeway designates 
appellant in the minds of the public, (2) that the 
goods dealt mm by appellant and appellee are of a 
similar nature and of the same descriptive proper- 
ties. and (3) confusion of persons and reputations 
are reasonably likely to result frem appellee’s reg- 
istration and use of the name Safeway. No evi- 
denee was introduced at the trial before the District 
Court in any way tending to overcome these de- 
terminations, and, in any ease, there was no evi- 
denee there introduced whieh in character aud 
amount carried thorough conviction that the Patent 
Office findings and decisions were erroneous. Under 
these circumstances, the Patent Office decisions are 
eontrolling. The District Court. in eomplete dis- 
regard of the doctrine of administrative finality 
and of the decisions in the Patent Office substituted 
its judgment for that of the administrative tribunal. 

2. Appellee’s use of the name ‘‘Safe Wav”’ is 
likely to cause confusion and mistake and to de- 
eeive purchasers and others; and _ registration 
thereof is prohibited by the Federal Trade Mark 
Act. The name ‘‘Safeway’’ designates appellant, 
‘‘Safeway Stores, Incorporated,’’ in the minds of 
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the public. The goods dealt in by appellee, to wit, 
paper toilet seat covers, ave of a similar nature and 
of the same deseriptive properties as the payer 
products, including toilet tissue, sanitary napkins, 
facial tissue, paper cups, paper towels and paper 
napkins dealt in by appellant. Confusion of per- 
sons and reputations is reasonably likely. The 
words “Stores” and “Incorporated” in appellant’s 
name are nondescript, and appellant’s name is 
“Safeway’’ within the meaning of the Federal 
Trade Mark Act and under the principles of law of 
unfair competition. 

3. Appellant is the prior user of the name “‘Safe- 
way.”’ 

4. Appellee’s use of the name ‘“‘Safe Way’ con- 
stitutes unfair competition to appellant; and 
appellee should be enjoined from using it. 

3. The court was without jurisdiction to adjudge 
and direct that the Commissioner of Patents rec- 
ister the name “‘Safe Way.” 

6. Registration of the name “Safe Way’ js 
barred by appellee’s laches. 

7. Appellee has failed to establish his prior use 
of the name ‘‘Safe Way’’ even for toilet seat covers 
or his ownership of the claim upon which his suit 
is based. 

8. That appellant will be damaged by appellee's 
registration of the name ‘‘Safe Way.”’ 


Parts of Record Deemed Necessary 


Appellant thinks that it is necessary for the con- 
sideration of this appeal that the entire record as 
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certified to the above-entitled Court be considered 
by the above-entitled Court and designates for 
printing the entire reeord, except as otherwise pro- 
vided by order of the above-entitled Court dated 
December 4, 1947. 
Dated: December 4, 1947. 
/s/ MITCHELL T. NEFF, 
/s/ WILLARD 8. JOHNSTON, 
ORRICK, DAHLQUIST, NEFF, 
BROWN & HERRINGTON, 
Attorneys for Appellant. 
[Endorsed]: Filed Dee. 4, 1947. 


[Title of Circuit Court of Appeals and Cause. ] 
AFFIDAVIT OF WILLARD S. JOHNSTON 


State of California, 
City and County of San Francisco—ss. 


Willard 8. Johnston, being first duly sworn, de- 
poses and says: 


That he is one of the attorneys for the appellant 
in the above-entitled cause; that the facts and mat- 
ters herein stated are better known to affiant than 
to said appellant and for that reason affiant makes 
this affidavit for and on behalf of appellant; that 
it is necessary that the Court consider the entire 
record for the proper consideration and disposition 
of this appeal; but that except for the record in the 
Patent Offiee (Exhibits 1, 2 and 3 in the District 
Court) none of the exhibits in the District Court 
should be printed and none of the exhibits in the 
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Patent Office (whether or not included in said Ex- 
hibits 1, 2 or 3) should be printed for the reasons 
that said exhibits are numerous and voluminous 
and the printing thereof would be inordinately 
expensive; that some of said exhibits are not in 
written or pictorial form but constitute physical 
objects which would be difficult and costly to re- 
produce, and that said exhibits are of a character 
and the issues are such that the Court should con- 
sider and inspect the exhibits in the form in which 
they now are; that on September 17, 1947 the Dis- 
trict Court made its order that the exhibits he 
transmitted to the Clerk of this Court for use and 
inspection by this Court, and said exhibits have 
accordingly been so transmitted to said Clerk and 
are now in his custody. 

Wherefore, affiant prays for an order of this 
Court ordering that the entire record be printed 
with the exception of said Exhibits 1, 2 and 3; that 
except for said Exhibits 1, 2 and 3 the exhibits he 
not printed or reproduced; and that the Court will 
consider the entire record, including all of the 
exhibits. 

/s/ WILLARD 8S. JOHNSTON. 


Subseribed and sworn to before me this 4th day 
of December, 1947. 


[Seal] /s/ LUCIE M. REINCKE, 
Notary Public in and for the City and County of 
San Francisco, State of California. 
My Commission Expires November 19, 1950. 


388 Safeway Stores, Inc. vs. 


[Title of Circuit Court of Appeals and Cause.] 


ORDER 


On reading and filing the affidavit of Willard 8. 
Johnston herein, and good cause appearing there- 
for, It Is Hereby Ordered that none of those por- 
tious of the record constituting exhibits in the Dis- 
trict Court except Exhibits 1, 2 and 3 in the District 
Court, and none of the exhibits marked as Patent 
Office exhibits (whether or not ineluded in said 
Exhibits 1, 2 or 3) need he printed or otherwise 
reproduced, and that all exhibits included in the 
record on appeal will nevertheless be considered by 
the above-entitled Court on the appeal. 

Dated: December 4, 1947. 


/s/ FRANCIS A. GARRECHT, 
Judge. 
[Endorsed]: Filed Dee. 4, 1947. 


